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ABSTRACT: This thesis challenges the philosophical foundatiof current trademark
systems. It takes the trademark legislations ofthiéed States and the United Kingdom
as case studies for the argument of this thesigrawving the hypothesis —that the
theoretical foundations of trademark systems shbeldevisited— the thesis argues that
the process of trademark creation should be trams&f® to the more practical and
realistic proposition of “co-authorship” of traderka by both the public and trademark
owners.

Accordingly, the thesis develops the “Economic-8bBianning justification”, which
departs from the economic argument that trademadksce consumer search costs, and
then proposes that trademarks should be formulatadnanner which helps foster a just
and attractive culture. Trademarks are thus seethis thesis as source and origin
identifiers, rather than quality identifiers. Thisesis advances a new argument insofar as
it develops this origin function of trademarks irsomodern concept, whereby this is
considered as the only primary function of tradékmaand forms the rational basis for
trademark protection. This opens the way for otberondary functions such as the
quality, advertising and informative functions.

More importantly, this thesis focuses on the oftgrored role of the public and their
rights in trademarks. As such, the most equitapfg@ach, on the basis of the proposed
justification, lies in the adoption of the confusimationale for trademarks protection, not
the dilution individualistic and monopolistic ratiale. The two jurisdictions of this thesis
prove not only that the problem lies in the adaptaf dilution, but also in the wide
application of the confusion rationale. They alsove adverse effects over the rights of
the public in terms of using trademarks in cultatl expressive contexts (for example
in the form of trademark parody), thereby threatgnthe principles of freedom of
expression as a human fundamental right.
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CHAPTER ONE: INTRODUCTION

A- General Outline

This thesis starts with the observation that tigats of trademark owners have
recently expanded to extreme levklEhis has happened to the detriment of the rights
of the consuming public and other traders and si¥/dlhe assessment of trademark
infringement has departed from “confusion” to a reandard, which does not take
into consideration the state of mind of the consigmpublic: “dilution”. This
expansion in favour of trademark owners threatertsirider the ability of the public
to use trademarks in cultural and expressive Udesaddition, the rights of other
traders and rivals would also be affected. Otreters and rivals are prevented from
using registered marks, even if such uses areikay Ito confuse the public as to
“source and origin® This could create barriers against new entramis,eventually

might result in obstructing free and fair competti

Arguments attempting to justify the expansion & tlghts of trademark owners
have relied upon utilitarian and economic justificas. This justification considers
that trademarks reduce consumer search Gostording to this utilitarian and
economic theory, trademark owners should be ensthredmaximum protection
possible® This aims to provide owners with the proper inb&s to produce high

quality products,and to ensure the maximization of wedlffhe thesis holds that the

! Seeinfras B.

% ibid.

% Seeinfra s E-7.

* In this thesis, the terms “source” and “origin”lthéhe same meaning; they are used to denote the
identification function of trademarks.

® WM Landes and RA Posner ‘The Economics of Trad&rham’ (1988) 78 Trademark Reporter 270.
See also, SL Carter ‘The Trouble with Trademarkdg4d-1990) 99 Yale L J 762. See also, N
Economides ‘The Economics of Trademarks’ (1988 #@lemark Reporter 526. See also, ch 2 s B-1-
a.

®See ch 2 s B-1-a.

" PS Menell ‘Intellectual Property: General Thedriés B Bouckaert and G de Geest (eds)
Encyclopedia of Law & economics (Edward Elgar Cheltenham UK 2000) Vol 2, 149. Skm,aA
Kozinski ‘Trademarks Unplugged’ (1994) 84 TrademdReporter 451. See also, AD Moore
‘Intellectual Property, Innovation, and Social Pregs: The Case Against Incentive Based Arguments’
(2003) Vol 26:3 Hamline L Rev 607. See also, ECtiHger ‘Justifying Intellectual Property’ (1989)
Vol 18 No 1 Philosophy and Public Affairs 47-48eS#so, ch 2 s B-1-a.

8 NS Kinsella ‘Against Intellectual Property’ (200¥pl 15 No 2 J of Libertarian Studies 11, avaiabl
at

<http://www.mises.org/journals/jls/15_2/15 2 13p»d19 August 2008). See also, ch 2 s B-1-a.




incentive argument is subjective, and differs on imdividual basis. It is also

suggested that the wealth maximization argumeattificial, '

and focuses solely on
trademark owners. As such, the utilitarian and eoan justification is responsible
for this expansion of rights in favour of trademarkners. However, the reduction of
consumer search costs is a valid argument, becaugmves the need for the
existence of trademark systems. Nevertheless,ctugl only be a starting point in
the process of justifying trademarks, but fallsrsho providing a full justification,

because it does not provide boundaries for thegightrademark owners.

Since a theoretical approach is deployed for theimmaation of trademark
owners’ rights, it seems that revisiting the plololsical foundations of current
trademark systems is essential. In addition, Wital to provide a futher theortical
framework, which could set out boundaries to proteedemark owners, and would
be able to provide justice to trademark owners, dbesuming public and other
traders and rivals. In search of more theoretitaity, this thesis examines Locke’s
labour theory! and Hegel’s personhood approatiiowever, it is suggested that the

premises of these theories are not applicablat®emarks?

The case of the Social-Planning theory is differéiitis theory considers that
trademark systems should be formulated in a manhih helps to foster a “just and
attractive culture™ In this culture monopoly is prohibitéd,and an environment of
free and fair competition is promot&tiThe Public Authorship Model, which is a
sub-theory, helps to clarify the claims of the @&béllanning theory’ It considers
that the process of creating a trademark passeaghrtwo stages, in the first stage

the trademark owner affixes a sign over his/hedpets'® while in the second stage

°See ch 2 s B-1-b (ii).

Yipbid s B-1-b (i).

"ipbid s B-2-a.

2ibid s B-3-a.

Y ibid ss B-2-b, B-3-b.

14 W Fisher ‘Theories of Intellectual Property’ ilBinzer (ed)New Essaysin the Legal and Political
Theory of Property (1 edn Cambridge University Press Cambridge 2001) $&2 alsoinfra s E-5.
See also, ch 2 s B-4-c.

5 WJ Gordon ‘On Owning Information: Intellectual Pesty and the Restitutionary Impulse’ (1992)
Virginia L Rev 157.

% Seeinfra s E-5.

" See ch 2 s B-4-a.

18 S Wilf ‘Who Authors Trademarks?’ (1999) 17 Carddits & Entertainment L J &ee also, ch 2 s
B-4-c.



the consuming public attribute an association bebnte mark and the products on
which the mark is affixed? Thus, trademarks are jointly “authored” and owibgd

trademark owners and the consuming pulllic.

As such, this thesis develops what could be cahedEconomic-Social Planning
theory, which is not merely a conjuncture of pasfsthe economic and social
theories, but rather builds upon these theoriexrder to provide proper solutions to
the current troubles with trademar®dn an attempt to combine theory with practice,
the Economic-Social Planning theory provides nevwguarents regarding the
functions of trademarks. Accordingly, the sourcd arigin function is considered as
the onlyprimary function of trademark&: and owners of well-known trademarks are
provided with extra protectioff. A major theme that stems from the theoretical and
practical propositions developed by this thesissatgrs that the consuming public
should enjoy the right not to be confused in regdadtrademarks, and shall also be
able to use trademarks for cultural and expresgueposes. In addition, the
trademark owner should be able to offer his/hedpets, and compete with other
traders, by ensuring product differentiation in thearketplace. However, other
traders and rivals should enjoy the right to uselémarks when such uses are not

likely to affect the product differentiation.

The US and UK are used as case stddighich will assist in proving the merits
of the suggested theoretical approach and the meecbvisit the philosophical
foundations of current trademark systems. Aftes tieneral outline of the thesis, the
next section clarifies in more clarity the troublgh current trademark systems.

B- The Troublewith Trademarks

As has been outlined above, current trademark syshave widened the scope of

the rights of trademark owners. Today, words, desigevices, shapes and packaging

9 Wilf (n18) 8.See also, ch 2 s B-4-c.
2 gee ch 2 s B-4-c. See algafra s E-3.
2 Seeinfras E.

2 ibid. See also, ch 3 s E-1-b.

Z geeinfras E. See also, ch 3's E-2.
% See generally chs 4, 5 and 6.



of goods are registrable, amongst otlfails. respect of this wide range of registrable
marks, the scope of the confusion test for tradkrimiringement has been widen#d,
in addition to the introduction of the dilution tewhich aims to preserve the
uniqueness and singularity of trademark§ome scholars have cited this expansion
of the rights of trademark owners. For example af\asgues that:
‘[T]h[e] extensive protection [of trademarks] ismparily due to two factors: (1) a
very broad interpretation of the term “consumerfasion” and (2) the dilution
doctrine, which protects famous trademarks from-oomfusing uses>

This expansion in the rights of trademark owneshappened to the detriment of
the rights of the consuming public. The consuminglic are affected in two main
respects, amongst others. Firstly, as has beered@rghbove, the confusion test for
trademark infringement is interpreted widélyand the dilution concept is directed
towards the non-confusion us@sTherefore, the state of mind of the public is not
considered athe test trademark infringement, this undermines tie of the public
in trademarks. Secondly, the right of the consunpudlic to use trademarks to
express their ideas and communicate their thouightsit at serious possible ridk.
Some jurisdictions have totally ignored the righttiee public to use trademarks in
cultural context$? while other jurisdictions have treated this righthe public as an
exception to the rights of the trademark owtidt.is suggested that treating the right

% See for example, Trade Marks Act 1994 (UK) ¢ 28(¥), providing that: ‘A trade mark may, in
particular, consist of words (including personaimes), designs, letters, numerals or the shape of
goods or their packaging.” See also, Trademarks 18et6- Lanham Act (USA) 15 U.S.C. § 1127
(Section 45), providing that: ‘The term “trademaiktludes any word, name, symbol, or device, or
any combination thereof’.

% For example, section 32(a) of the Lanham Act dussrequire that confusion should be as to the
source of origin of goods or services. See- Tradksnact 1946- Lanham Act (USA) 15 U.S.C. §
1114 (Section 32(a)). This open the way for corgegpich as subliminal confusion. See- M Leaffer
‘Sixty Years of the Lanham Act: The Decline and Degrof Monopoly Phobia’ in H Hansen (ad)S.
Intellectual Property Law and Policy (1% edn Edward Elgar Cheltenham 2006) 131. See dfsé,scC-
2-b (i).

2 FI Schechter ‘The Rational Basis of Trademark &iion’ (Reprint in 1970 of the 1927 text) 60
Trademark Reporter 339. See also, ch 3 s C-1 addsdb-2-d (iii).

2 K Assaf ‘The Dilution of Culture and the Law of attemarks’ (2008) 49 IDEA: The Intellectual
Property L Rev 4.

?See ch 4 s C. See also, ch 5 s D-2-b.

%'See ch 4 s D. See also, ch 5 s D-2-C.

3L RC Dreyfuss ‘Expressive Genericity: Trademark&asguage in the Pepsi Generation’ (1989-1990)
65 Notre Dame L Rev 416. See also, ch 2 s B-4-b.

32 For example, in the UK no freedom of expressiofeniee is provided. See- SM Maniatis and E
Gredley ‘Parody: A Fatal Attraction? Part 2: Tradark Parodies’ (1997) 19(8) EIPR 420.

% For example, see- Trademark Dilution Revision 2605 (USA) § 2 — Trademarks Act 1946-
Lanham Act (USA) 15 U.S.C. 8 1125 (Section 43(3).(3



of the public to use trademarks in cultural andregpive uses as an exception is not
satisfactory’* After having identified the research problemsiimportant to discuss

the scope and objectives of this thesis.

C- Scope and Objectives

In the light of the above-mentioned troubles witdidemarks, this thesis aims to
deal with the following questions: Is there a raakd to revisit the philosophical
foundations of trademarks? If so, how could thetgmion of trademarks be

formulated in a manner that ensures the righte@piarties in the trademark formula?

As such, the scope of this thesis is not to prowvilgdinite answers to the
technicalities of trademark protection. Rather, ptgrpose is to underline a new
theoretical justification which forms a just anduggble approach to trademarks. In
particular, the thesis focuses on the process efctlation of marks, giving more
emphasis to the usually ignored role of the puinlithis regard. The thesis aims to
establish a justification for a system which allomvere public access to trademarks,
namely in cultural and expressive conteéXt3his also forms the hypothesis of this
thesis; namely that a reform in the current systefrisademarks is crucial in seeking
to overcome the weaknesses they are encountertigy Bhould be driven to ensure
justice amongst all the parties in the trademarikext>® because trademarks should
not turn into monopolies, but rather, should be dfieral to all parts of the

community.

It should be noted that the scope of the justiicasought in this thesis is only
considered from the perspective of trademark laker&fore, the role of other laws
lies beyond the ambit of this thesis. For examile, right of trademark owners to
contest uses affecting the reputation of their mdnk the law of defamation, and the
rights of the consuming public under contract anmdscmer protection laws, are

irrelevant for the purposes of this thesis.

3 Seeinfra's E. See also, ch 6 s B.

% Parody is taken as an example of the relevandbeoEconomic-Social Planning theory which is
developed by this thesis. Sedra s E-7.

% Seech7sB.



D- Tools of Evaluating the Hypothesis

In regards to testing the hypothesis, the evaloatibtheory will be the main
methodological tool. Different theoretical approastare deployed in order to revisit
the philosophical foundations of trademark protattin this assessment, the cases of
the USA and UK will be examined to outline the gesb and assert its existence.
The US deploys a theory which forms the extremefenttademark protection in the
world, where monopolistic rights are enjoyed byl&aark owners, and the rights of
the public are almost diminished. Thus, this seag® good model for this thesis.
Such a study will clearly show the negative effeftsuch a theoretical approach, and
prove the need to revisit the foundations of curtesdemark systems. The case of
the UK is also significant; it represents a modeihe majority of trademark systems
in the world today, because of its implementatidnEaropean and international
frameworks. As such, the UK Trade Marks Act (TMA&presents an interesting case

for study.

Having defined the scope and objectives of thisifiend the tools for evaluating
the hypothesis, it seems beneficial to outline rti&n features of the Economic-

Social Planning theory, as developed by this thesis
E- The Economic-Social Planning Theory

In dealing with the above-mentioned troubles withrent trademark systems,
this thesis develops the Economic-Social Plannhepry. This theory adopts the
economic aspect that trademarks reduce consummhseasts® in addition to the
Social-Planning theory and its sub-theory: the Rubluthorship Modef® However,
the Economic-Social Planning theory is not confiteegicking and mixing a number
of theoretical approaches. It develops a cohergginaent by building upon, and
altering, the premises of these approaches. As, sbehEconomic-Social Planning
theory contributes to existing theoretical appr@acim a number of aspects, such as,

amongst others:

37 Seesupra s B.
% See ch 2 s B-1-c.
*ibid s B-4.



Firstly, as regards the right of the public, thiedis develops an argument which
considers that the consuming public should enjeyright in having their state of
mind as the sole test for trademark infringeni€mccordingly, the confusion test
should be the only standard for assessing infrireggnof trademarks. This derives
from the premise of the Economic-Social Planningotly that trademarks are “co-

authored” by the public and trademark owners.

Here, it seems essential to define “why” and “hath& “co-authorship” is a
critical issue. The “co-authorship” of trademarlss dritical because it provides
boundaries to the rights of trademark owners. Osvaee not considered as the only
player in the context of trademarks. As such, the-&uthorship” of trademarks
justifies the right of trademark owners to offeeithgoods and/or services in the
marketplace, and to compete with other traders rarads. In addition, this “co-
authorship” creates competing interests in favduhe consuming public; this means
that the proprietary rights of trademark ownerslaméted ab initio.** As regards the
manner of obtaining such rights, the “co-authorskxplains the manner of creating
trademarks. The Economic-Social Planning theorysdoet aim to extinguish the
rights of trademark owners. Therefore, the righfs ocwvners are taken into
consideration because of their role in “co-authgrinrademarks. This role is
manifested by the initiative taken by a trademasker in affixing a sign over his/her
goods and/or services. However, without the assonidhat the consuming public
attribute between the mark and the products, thek mall not get any value.
Therefore, the “co-authorship” is obtained throutpe roles of the owners and

consuming public in creating trademarks.

Secondly, this thesis develops an argument inioelato the functions of
trademark$? The merit of the offered approach towards the tions of trademarks

is that it acknowledges all the functions theremflike other approaché3 As such,

“Oibid s B-4-c. See also, ch 3 s F.

*LWilf (n18) 3-5.

“2See ch 3 s E-1.

*3 For example, Schechter disregards the origin fanaif trademarks, he argues that: ‘Four hundred
years ago a trademark indicated either the origiomanership of the goods to which it was affixed. T
what extent does the trademark of today really ioncas either? Actually, not in the least!" See-
Schechter (n27) 335. See also, ch 3 s C-1.



trademarks denote the source and origin of prodddtsy also resemble quality to
consumers; this quality varies amongst individuaistimers according to their tastes
and preference¥. In addition, trademarks assist in advertising amhveying

information to consumers.

The Economic-Social Planning theory considers ttheg source and origin
function should be the onlprimary function®® This is because protection of
trademarks should be based upon this function. &bt®rds with the presumption
that the state of mind of the public (confusionpwd be the standard for trademark
infringement. This does not aim to cancel othercfioms; rather, these should be
considered as secondary functions. They are camesidesecondary because the
quality function differs amongst individuals. Thine, protection cannot be built
upon this function. Regarding the advertising amfdrimative functions, these could
be assessed through the confusion“feas such, these functions are acknowledged
by this thesis, but only as secondary functiong@nuwhich trademark systems could
not be based. By contrast, the source and orignction, being the onlyrimary

function, forms the basis upon which trademarkesystshould be based.

Thirdly, the Economic-Social Planning theory deypsla new vision regarding
the protection of well-known trademarks. It is sesigd that owners of well-known
trademarks should enjoy more protection than owmérordinary trademark¥.
However, this thesis considers that this extra qmtodn should extend to cover
dissimilar goods and/or services, provided thatuke of the well-known mark is
likely to confuse the public as to source and aridihis proves that the source and
origin function, as the onlgrimary function, has been developed by the Economic-
Social Planning theory to deal with the problenegrfending the protection of well-

known marks.

“Seech3sD.

**ibid s E-1-b.

“6 Some scholars considered the advertising andrivtive functions are indirectly included under the
source function. See- PLC Torremans ‘The Likelihobddssociation of Trade Marks: An Assessment
in the Light of the Recent Case Law of the Courdusdtice’ (1998) 3 Intellectual Property Q 307.
“"See ch 3 s E-2.



Fourthly, the Economic-Social Planning theory depsl new orientations
regarding the right of the public to use trademanksultural and expressive usgs.
Accordingly, the consuming public should be able uge trademarks for such
purposes provided that such uses are non-confuSinglarly, other traders should
be able to use trademarks if such uses are ndy likeeonfuse the consuming public.
This creates a new formula for trademarks whicHuihes trademark owners, the

consuming public and other traders and rials.

In the light of the above-mentioned conceptionsiuanber of terms have been
introduced. These terms shall be defined belowcooance with the premises of

the Economic-Social Planning theory.

E-1 Definition 1: (Trademarks)

For the purposes of this thesis, the word “tradésiawill be used to refer to any
sign which is adopted by an undertaking, who atadhis sign to the goods and/or
services which he/she produces or provides, andHiegh the consuming public
attribute an association between this sign angbtbeducts. The amount of association
provided by the public is ordinary: as such, thedvttrademarks” is the equivalent
of the term “ordinary trademarks”. The effectivenemd use of “trademarks” in the
marketplace is thus straightforward: They mainfgréo the source and origin of the
products to which the “trademark” is affixed. Theged not denote the producpes
se; however, they should refer to a certain sourcd arigin, which could be

anonymous.

E-2 Definition 2: (Well-Known Trademarks)

The term “well-known trademarks” refers to signs icth were originally
“ordinary trademarks”, but to which the consumingplic attribute a higher degree of
association than other ordinary trademarks. Thétyalbif “well-known trademarks”
to fulfil the primary function as source and origdentifiers is also higher. Thus, in
order to protect the validity of such signs as seudentifiers, there should be a

“8 See ch 2 s B-4-c. See also, ch 6 s B.
49 Seeinfra s E-6.



distinct mode of protection for “well-known traderkg’. This should provide extra
protection, to the extent that it ensures the ptaie of the public and the owner in
cases of any use by others, which might affect“tnal-known” mark’s ability to
denote the source and origin of the products talwthey are affixed.

E-3 Definition 3: (Co-Authorship of Trademarks)

As may be inferred from definitions 1 and 2 aboWes creation of trademarks
depends upon a two step process; first, the owdepta a sign and affixes it to
his/her products, second, the public create anceggm between the sign and the
products. The case of well-known trademarks incduadurther third step where the
public provide higher level of association. Thiogess of trademarks’ creation is
referred to as the “co-authorship of trademarks”tiy owner and the consuming
public. It shall be argued that the process of dothorship” entitles the owner and

the public to the “co-ownership” of such marks.

E-4 Definition 4: (Trademark Owners)

In accordance with the view that trademarks arediathored” by the public and
the owner, and due to the nature of trademarks, ttesis holds the view that
trademarks are not the sole property rights of osneut are, rather, a bundle of
rights in favour of the owneand the consuming public. Therefore, rights in
trademarks should be mutually enjoyed and exerdisethe public and the owner;
such rights reside in the entitlements that shdgdconveyed to those parties. As
such, the public and owners are both the real asvokthe rights in trademarks; this
means that reference to the owner does not meanrelipper se, but rather, refers
to the trademark registrant. The use of the terwn®” of the trademark refers to the
user or registrant of the trademark, who affixes $ign over his/her products, and

retains ownership of certain rights in the mark.

E-5 Definition 5: (Just and Attractive Culture)

The Economic-Social Planning theory considers titsatemark systems should be

formulated in a manner which helps to foster at‘arsd attractive culture”. This term
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will be used in this thesis to refer to a cultudeene monopoly of trademarks on the
part of owners is not permitted. In this “just aatfractive culture”, the use of
trademarks should promote an environment of fre@ far competition in the

marketplace.

E-6 Definition 6: (Trademark Formula)

To achieve a “just and attractive culture”, thexeses the need to recognize the
parties involved in the context of trademarks. ilaithe owner and also the public
are parties to the trademarks. However, they ar¢heconly parties; other traders and
rivals are suggested to be another third partycwhetains the right to use the mark
in cases where such use shall not affect the alifithe mark to denote the source
and origin of the goods and/or services to whigkythre attache¥. Consequently,
the owner, consuming public and other traders aradisrare the parties involved in a

trademark context; this phenomenon will be refetoeds the “trademark formula”.
E-7 Definition 7: (Cultural and Expressive Uses)

The Economic-Social Planning theory argues in fawd@ensuring the right of the
consuming public to use trademarks for cultural ergressive uses.The forms of
cultural and expressive uses are manifold, fromragabof which are parodistic uses
and uses for comparative advertising. These usegam of the fundamental human
right of free speech, aim to protect the speakat&yest in communicating ideas and
information, and/or safeguarding the audience’srgdt in receiving ideas and

information, and/or ensuring the public’s interiesspeech?

In this thesis, parody, in particular, is takeraasexample of the relevance of the
Economic-Social Planning theory, for many reasdfa. instance, parody is an
example which involves the right of the speakeand the public interest.In any

case, parody also maintains the right of the putdiceceive the information. By

0 CDG PickeringTrade Marks in Theory and Practice (13 edn Hart Publishing Oxford 1998) 97-98.
*l See ch 2 s B-4-b.

%2 E Barendfreedom of Speech (2™ edn Oxford University Press Oxford 2005) 23-30.

>3 When the parody is done by an individual.

> When a group of people use the mark to expressitieas.
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contrast, the case of comparative advertising,efcample, focuses mainly on the
right of rivals to use trademarks of others to axplthe features of their products,

therefore, the rights of the public are less apparethis case.

F- Chapters Outline

The purpose of Chapter Two is to discuss the differideologies justifying
trademarks. It starts with the utilitarian and emwmic justification for trademarks,
which forms the grounds for the current expansiomademark owners’ rights. It will
be argued that the premises of this theory arebaséd on solid ground. However,
this chapter supports partial adherence to thigauiin and economic justification, on
the grounds that trademarks do reduce and lowersutoer search costs.
Nevertheless, this necessitates other theoretiaatdworks, in order to define the
protectable parties and the scope for their pratectin the search for more
theoretical clarity, the validity of Locke’s labodheory and Hegel's personhood
approach will be evaluated. It will be argued tltia¢ labour theory, which was
designed to cover tangible property, over-compessatdemark owners. Similarly,
the Hegelian approach fails to justify trademarkise main argument for rejecting
this theory is that it presupposes that any piéqaaperty is part of its owner’s will,
and is thus inalienable. This theory fails to jiysthe alienability of trademarks from
one owner to the other. However, the interventiérthe last theory, the Social-
Planning theory, is essential in providing the tsrand boundaries of the trademark
owner’s rights. It admits the role of the publictive creation of the mark and draws a
balance between the rights of the owner and théiqpuy granting the public the
entitlement to cultural and expressive uses, becthey contribute to the creation of
trademarks. The conclusion of this second chapes in the adoption of the
suggested framework, which is the Economic-Sodiahiing for the justification of
trademarks.

The third chapter develops an argument as to thetiins of trademarks, in the
light of the suggested theoretical framework inpteatwo. It argues that the source
and origin function is the onlgrimary function of trademarks, and forms the real
rational basis for trademark protection. As sutie proper implementation of this

function is to adopt the confusion concept as th&t for assessing trademark
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infringement. The adoption of the confusion tedfiluthe moral claims of the
suggested theory. It ensures proper protectioti fmadies in the trademark formula.
More importantly, this argument is capable of pdivg extra protection for owners
of well-known trademarks, namely in prohibiting ange of the well-known mark
over dissimilar products, if such a use causescamyusion to the public. As such,
this chapter provides a practical application te sluggested theoretical framework,

attempting to combine theory with practice.

Chapter Four looks extensively at the US tradensgdtem (Lanham Act). It
examines the theoretical foundations of the Act aites the shift in the aims and
purposes of this Act, because when it was first&thit aimed to protect the owners
and the public, whereas today there exists an regtrghift towards exclusive
proprietary rights for owners, at the expense dfepotparties as set out in the
trademark formula. Furthermore, this chapter examitwo forms of trademark
infringement: the confusion doctrine and the ddatidoctrine. It will be argued that
the adoption of dilution, on the basis of the tdilian theory, is the real harm in the
field of trademarks. This is based on the premisat trademarks are quality
identifiers and should provide wide scope of protec for trademark owners to
ensure them the proper incentives to maintain tbdyction of quality products. This
chapter aims to prove that the protection affordedently under the Lanham Act
assists in the assessment and proof of the hypsttieg current trademark systems
are not based on real and solid theoretical graguemas that they do not comply with
the standards of the suggested theoretical frantewhurs revisiting the philosophical
foundations of trademarks is evident.

Chapter Five examines the UK TMA in the light o tBC approach. It considers
whether the UK TMA has also shifted towards theutthh doctrine favouring
trademark owners. This chapter tackles the fouadsatof this system; it is suggested
that this Act does not rely on a clear theoretizdis. This is, in particular, due to the
fact that this Act came to fulfil regional and imational obligations. However, it
seems that the utilitarian aspects are prevalerdugin the adoption of “semi-
dilution” concept and granting property rights $pleto trademark owners.
Accordingly, this chapter contributes in the estiorm and assessment of the

hypothesis of this thesis.
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Chapter Six examines the right of the public imgsirademarks in cultural and
expressive contexts. It takes the case of traderparkdy as an example of the
relevance of the suggested theoretical framewohks Thapter aims to support the
argument for a wide public access to trademarks. grocess of “meaning-making”
of trademarks entitles the public to be protectedusing trademarks as means of
ensuring their fundamental human right in free egpion. This chapter argues that
the utilitarian justification for trademarks harmstensively the use of cultural signs
and symbols for the purposes of parody, satiréicisin which the public attribute to
the mark. The right of the public in freedom of egle is supported by the premises of
the Economic-Social Planning theory, and also d¢tutes a fundamental human right
which is usually ignored by current trademark syste This contradicts the US
Constitution and the UK Human Rights Act, which aimsecure the public this

fundamental right.
The concluding chapter reemphasises the premisetheofEconomic-Social

Planning theory, in order to recollect the solusi@vhich this thesis aims to provide to

current trademark systems.
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CHAPTER TWO: THE PHILOSOPHICAL FOUNDATIONS OF
TRADEMARKS "

A- Introduction

Trademarks are social and legal entitieShis derives from the fact that
misallocation of property rights in trademarks ntigtave significant effects on
society’ Trademarks are, thus, jointly “authored” and owigdtrademark owners
and the consuming publicHowever, current trademark legislation, as welhagide
range of scholarship, fails to recognize this jainthorship of trademarks. Therefore,
it seems essential to revisit the current philogzgifoundations of trademarks. This
requires investigating the many arguments thatfyuahd confer property rights on
trademark.

Legal scholarship is divided as regards the impogaof theory to intellectual
property rights. Some scholars argue that, fronragtigal point of view, it is not
necessary to tackle the appropriate justificatmmtfademarks or intellectual property
rights in general. Yet such justifications are in fact an extremeassity, because
such philosophical foundations are crucial to thearstanding of the policy behind
any piece of legislation. Indeed, they form guided determining the rights granted
and to legitimize their grant, as well as determgnihe obligations imposed, and the
reason thereof. In the context of trademarks, gindlosophical justifications are vital
to admit the right of the public, which has beenigmored right for a long period of

time, and to provide the balance between the tiglders rights and interests.

" Parts of this chapter were published in Buffaldellectual Property Law Journal. MA Naser
‘Rethinking the Foundations of Trademarks’ (200 BuWfalo Intellectual Property L J (1-49).

1L ZemerThe Idea of Authorship in Copyrigtt® edn Ashgate Publishing Limited England 2007) 1,
Zemer's argument concerns copyright, but the satienale applies to trademarks.

2 SM Maniatis ‘Trade Mark Rights— A Justification &=l on Property’ (2002) 2 Intellectual Property
Q 130, Maniatis argues that property is both allegd social institution, and as such, ‘the biases
property systems, and the resulting allocationafgr ... are of social significance.’

3 The Idea of Authorship in Copyrighil) 25.

* A Rahmatian ‘Copyright and Commodification’ (20087(10) EIPR 374. Rahmatian argues that
‘[flrom a strictly positivist view, these justifit@ns of [intellectual property] as a property tigine not
(or no longer) necessary. One could say that [galléctual property right] is a property right bese
Parliament said so’.
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B- Theories Justifying Trademarks

The aim of this section is to investigate the theothat might be able to justify
trademarks. The purpose of the section is to addi@sie questions such as: Is theory
really necessary for the justification of tradens&K o what extent does the value of
theory influence trademark systems? Are these ig®aligible and capable of
justifying trademarks? Should only one theory bepaeld from amongst those that
could justify trademarks? Or could a mixture of taomore theories be the ideal

formula for the philosophical justification of trawharks?

In particular, this section stresses the fact ti&ory is vital in regards to
trademarks, and forms a suitable framework for achieving aabeé between the
rights of the owner and the rights of the consumpmudplic. The importance of
trademark justification drives from its ability $lhape an appropriate legal system for

trademarks and identify its boundaries and limits.

From amongst the theories that justify trademanies theories that have been
formulated some time addt could be questioned whether it is appropriatgustify
current and modern trademark systems on the bdsmuah ancient theoretical
frameworks. It is suggested that historical backgds and theories are relevant to
trademark justification for two reasons. First, dstmg the inadequacies of such
outmoded justifications is important, in that itemg up a way for further theoretical
arguments which in turn enrich the discussion,ileatb further arguments regarding
trademarks, which shall result in finding the aggrate justification thereof. Second,
‘history may be useful in the study of intellectyaioperty law-related topicg’,

because when any study of the history is tackledmphasizes the points that are

® Fisher argues that the study of theories retaimsiderable value, because such theories ‘can help
identify nonobvious attractive resolutions of peutar problems, ... they can [also] foster valuable
considerations among the various participants éldfwmaking process.” He concludes that another
reason ‘why intellectual-property theory retaindueais that it can catalyze useful conversations
among the various people and institutions resptadir the shaping of the law.” See- W Fisher
‘Theories of Intellectual Property’ in S Munzer Jédew Essays in the Legal and Political Theory of
Property (1* edn Cambridge University Press Cambridge 2001) 198.

® Such as Locke’s labour theory, and Hegel’s petigrtheory.

" J Phillips and | Simon ‘Going Down in History: Doélistory Have Anything to Offer Today’s
Intellectual Property Lawyer’ (2005) 3 IntellectiRdoperty Q 233.
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uncovered in a particular theory. This strengthmresargument because it supports

the reasons why the adopted framework is most appte.

Scholars have failed to agree on a suitable thieatdtamework for intellectual
property justification. Some scholars argue thateliectual property is either labor or
personality, or it is theft.® Others divide intellectual property justificatioin
accordance with their own criteria. For example nkledivides intellectual property
theories into utilitarian and non-utilitarian thexs; in the latter, he provides a list of
eight theories of intellectual propertyDthers find it appropriate to provide an open-

ended list, essentially naming and discussing sijontheories?

The theories discussed here are the utilitarian esmhomic theory; the labour
theory; the personality theory; and finally, the clbPlanning theory. The
assessment of the capability of this theoreticakeound of justifying trademarks
shall be lead to the Economic-Social Planning theevhich is developed and
defended by this thesis. This theory builds up@atonomic and social models, and
alters their premises in order to contribute inieaing a proper justification for

trademark systems.
B-1 Utilitarian and Economic Based Theory
B-1-a The utility and economic rationale

Unlike other intellectual property right$,trademark laws did not embody any
sign of utilitarian grounds for its justificatiofltilitarian grounds could be found in
the Constitution of the United States of Ameriaa,the context of providing the
logical backgrounds for both patents and copyrigtystems. The Constitution
provides that:

8 J Hughes ‘The Philosophy of Intellectual Prope¢iy®88-1989) 77 The Georgetown L J 290.

® PS Menell ‘Intellectual Property: General Thedriés B Bouckaert and G de Geest (eds)
Encyclopedia of Law & economi{&dward Elgar Cheltenham UK 2000) Vol 2, 156-163.

19 Zemer ‘On the Value of Copyright Theory’ (200B)ntellectual Property Q 56.

' See ch 1 s E. See aléufra s B-4-c.

12.5uch as patents and copyrights.
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‘[tihe Congress shall have Power ... To promote thegfess of Science and
useful Arts, by securing for limited Times to Aute@nd Inventors the exclusive
Right to their respective Writings and Discoverits.

Accordingly, the first US Trademark Act of 1870 wagarded as unconstitutional,

because trademark protection was not mentiondusrconstitutional claus.

In the United Kingdom, trademark legislations dat refer to utilitarian grounds,
whereas the case of copyright legislation is d#fér For example, the Statute of
Anne, the first Copyright Act provided explicitlp its preamble that this Act is: ‘for
the Encouragement of Learning, by Vesting the CGomé Printed Books in the
Author's or Purchasers of Such Copi&slt is also stated that its purpose is to
prevent the practices of printing and reprintingksand other writings, without the
consent of the authors or proprietors of such boakd writings, and ‘for the

encouragement of learned men to compose and veetielubooks *

However, the lack of reference to utilitarian amr@omic grounds in trademark
legislations does not mean that trademarks couidaqustified on such grounds. A
number of scholat$ adhered to the utilitarian theory to justify trawsrks and
intellectual property systems. Menell, for examg@egues that utilitarianism is the
principal theory to be applied to such works anstays® He asserts that trademarks
particularly are justifiable in utilitarian terms$n his words: ‘[tjrademark law is
principally concerned with ensuring that consunagesnot misled in the marketplace

and hence is principally amenable to economic aigly

The utilitarian argument provides that tradematksuéd be accorded protection
on the basis that such protection shall resulberhaximizing of wealth. The main

idea is that more protection and enforcement afeingark legislations will lead to the

3 The United States Constitution art 1 s 8.

14 K Aoki ‘Authors, Inventors, and Trademark OwnersivBte Intellectual Property and the Public
Domain Part 2’ (1993-1994) 18 Columbia-VLA J of LtBe Arts 235-236.

15 Statute of Anne 1709 (UK) 8 Anne ¢ 19.

'®ibid.

' Such as William Landes, Richard Posner, Peter MeNécholas Economides, WR Cornish,
Jennifer Phillips and others. See below for refeesn

8 Menell (n9) 130.

¥ ibid.
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increase of wealth to its optimal levels. ‘Thus,altle is optimized, or at least

increased, by granting [trademark] monopoli@s’.

Utilitarian theorists start their argument by stundythe benefits and advantages
of protecting intellectual creations and trademadss the basis for justifying their
protection and existence. They emphasise thatdbeoenic role such creations play

is sufficient grounds for the existence of systg@mutecting them.

The first and most considered benefit of trademaskihiat brand names reduce
consumers’ search codfsThis is apt, because trademarks ‘facilitate andasne
consumer decisior®in choosing the product they wish to consume. Goress will
be able to identify the product bearing the mari distinguish it from amongst other
products of the same class of godtsn this sense, customers will be able to
recognize the goods they require in future purchaséhout being obliged to
differentiate between the products and trying tousate which product identifies and
fulfills their needs and preferenc&sThis is because a trademark ‘is easier to
recognize and remember; and it is often easierhigsipally mark on the goods

themselves rather [than] provide the producersrfaine and addres$’

A second benefit of trademarks —from this theoryspective— is that they play
‘an unusual ancillary social beneff,according to which ‘[a]n entirely different

benefit of trademark protection derives from theeimives that such protection

2 NS Kinsella ‘Against Intellectual Property’ (200Mol 15 No 2 J of Libertarian Studies 11,
available at

<http://www.mises.org/journals/jls/15_2/15 2 13pd19 August 2008).

2L WM Landes and RA Posner ‘The Economics of Trad&namw’ (1988) 78 Trademark Reporter
270. See also, SL Carter ‘The Trouble with Traddm@dr989-1990) 99 Yale L J 762.

22N Economides ‘The Economics of Trademarks’ (198B)rademark Reporter 526.

% Carter (n21) 762. Carter argues that ‘[i]f good=revnot marked, potential purchasers, unable 1o rel
on any brand name ... or distinctive appearance e@fptickaging ... to identify the producer, would
need a means of testing the products directly.’

24 | Landes and Posner provide an example of a conswimeiprefers decaffeinated coffee bearing the
brand name SANKA, which is manufactured and produneGeneral Foods. They argue that it would
be easier for the consumer to ask for “SANKA cdffesther than asking ‘the decaffeinated coffee
made by General Foods.” See- Landes and Posnex Zi21

% DM Higgins and TJ James ‘The Economic Important@rade Marks in the UK (1973-1992) A
Preliminary Investigation’ (1996) The IntellectiRioperty Institute 4.

% Fisher (n5) 170.
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creates to invest resources ... in inventing new wdrd Trademarks enrich the
language and improve it by increasing the stockvofds used in everyday life by
inventing totally new words that were not used befavhich shall result in
‘economizing on communication and information co&tsMoreover, trademarks
may, in certain circumstances, turn into genericdsaised by people to identify the
whole class of goods, and ‘represent the namecategory of product®’ rather than
identifying a certain product produced by a cerfiim.*° Finally, it is claimed that
trademarks ‘enrich the language, by creating wardphrases that people value for

their intrinsic pleasingness as well as their infation value®*

The heart of the utilitarian justification focusas the idea that
‘[tlhe primary justifications for trademark law aréo facilitate and enhance
consumer decisions” and “to create incentives iiond to produce products of
desirable qualities even when these are not obislerzefore purchase®?
If a number of guarantees were not provided, preduof intellectual creations
would be reluctant to produce intellectual propedgpecially given that imitators
will free-ride such works without bearing any co$téThis possibility would reduce

the incentive for a successful firm to mark its de®oand would thereby raise

2" Landes and Posner (n21) 272-273. Landes and Palteprovide a similar utilitarian justification
for copyrights. See- W Landes and R Posner ‘An Botia Analysis of Copyright Law’ (1989) 18 J of
Legal Studies (325-363).

2 Landes and Posner (n21) 273.

29 J Jacoby ‘The Psychological Foundations of Tradkniaw: Secondary Meaning, Genericism,
Fame, Confusion and Dilution’ (2001) 91 TrademarpBrter 1031. See also, Higgins and James
(n25) 5.

% port points out that, ‘[wlhen a trademark stopsaiig the source of a product but rather the
product itself, it becomes’ a generic trademarle-3€. Port ‘Foreword: Symposium on Intellectual
Property Law Theory’ (1992-1993) 68 Chicago-KeriRév 597.

31 After the argument that was provided by Landes Rasher regarding the benefits of trademarks,
they only hold their defence for the first benefithereas they provided that the advantages of the
second benefit are small. They argue that the gfotlle language ‘is to minimize the sum of the sost
of avoiding misunderstanding and the costs of comaating’, this goal is not satisfied by trademarks
because of the distortions that could result frdvent. They further argue that ‘we do not need
trademark protection just to be sure of having ghowords’. Landes and Posner compare trademarks
to patents and copyrights, and provide that ‘we megd patent protection to be sure of having enough
inventions, or copyright protection to be havingpegh books, movies and musical compositions.’
See- Landes and Posner (n21) 273, 275.

32 Menell (n9) 149. See also, A Kozinski ‘Trademaltksplugged’ (1994) 84 Trademark Reporter 451,
Kozinki provides that ‘a utilitarian would arguerfftrademark] laws with the best incentives for
creative output and wealth maximization.” Adam Meargues that the utilitarian theory is based upon
the premise that granting control to creators tdliactual creations ‘provides incentives necesar
social progress’, and the aim of this theory igntaximize social utility’. See- AD Moore ‘Intelleaal
Property, Innovation, and Social Progress: The @aggnst Incentive Based Arguments’ (2003) Vol
26:3 Hamline L Rev 607.

3 Moore (n32) 611.

20



consumer search cosfé.However, as will be shown below, this incentivguament

does not stand as a means of justifying trademarks.

It is argued that ‘[u]tilitarian theorists endotse creation of intellectual property
rights in order to induce innovation and intelledtproductivity.®> Such an argument
suggests that if trademark systems did not exisif, those systems existed but did
not sufficiently protect trademarks, then producemild not have théncentiveto
produce high quality products. Accordingly, tradeknaystems should provide
appropriate incentives by ‘eliminating the risk ttitmmpetitors will free-ride upon
such investments$® If someone has goods and/or services of high amrior
quality, he/she will be deterred from putting hes/tproducts or services on the
market, because this lack of trademark protectidihmake him/her unable to inform

consumers of the qualities of such products oricesy’

According to the utilitarian justification, ‘promiag the creation of valuable
intellectual works requires that intellectual ladx@r be granted property rights in
those works’, without which ‘adequate incentives fbe creation of a socially
optimal output of intellectual products would nodst.”®® Thus, property rights are
granted to intellectual creators

‘not because they deserve such rights or have nih@id labor in an appropriate

way, but because this is the only way to ensuré #maoptimal amount of

intellectual products will be available for sociefy

Utilitarian theorists argue that the economic fjusdtion of trademarks does not
recognize the rights of the trademark proprietoly.oithey claim that subject to
economic terms, the impact of the protection ofleraark owner’s rights would
result in the benefit and good of society as a whahd for others, otherwise
trademark protection should not exist. This is bsea

3 Carter (n21) 763.

3% Zemer (n10) 57.

% Menell (n9) 149.

3" WR Cornish and J Phillips ‘The Economic FunctidnToade Marks: An Analysis with Special
Reference to Developing Countries’ (1982) Vol 13 Nimtl Rev of Industrial Property and Copyright
L 46.

3 EC Hettinger ‘Justifying Intellectual Property’989) Vol 18 No 1 Philosophy and Public Affairs
47-48.

39 Moore (n32) 612.
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‘[tlhe key concept of the economic theory of prdaperghts is that of externality.
An externality is an economic situation in which iadividual's pursuit of his

self-interest has spillover effects on the utititywelfare of others*®

In this sense, utilitarian theorists try to drawba@ance between the trademark
owner’s economic rights and the interests of thesaming publié* Fisher points out
that the utilitarian argument should be construed aeacon for ‘the maximization of
net social welfare He argues that to achieve this goal, a balanceldhme drawn
between the powers and entitlements granted teermack proprietors in order to
stimulate the creation of trademarks and to ensoresistent quality control over
goods and/or services on the one hand, and ortllee lsand ‘the partially offsetting
tendency of such rights to curtail widespread mubhjoyment of those creatiors.’
However, it shall be argued that this theory failldraw the balance that it alleges,
because ‘the utility gains from increased incertive must be weighed against the

utility losses incurred from monopolizatioff.

Landes and Posner suggest a model based on ecorpeitses for the
justification of trademarks. They define the “fgltice” of a good or service as the
monetary price of the good or service plus ‘thedeaosts incurred by the buyer in
obtaining information about the relevant attributes the good [or servicef?®
According to them, the more a trademark reducesswoers’ search costs by
providing more information, the more a producer nmraise the price of his/her
product, without exceeding the “full price” whichet customer is willing to pay for
the good or service. They argue that

“CHM Spector ‘An Outline of a Theory Justifying Ifiestual and Industrial Property Rights’ (1989)
11 EIPR 271. Spector's argument is that externaldyld be either negative or positive. And by
applying trademarks to his argument, one may caecliat trademarks should enjoy protection if
such protection is not only in favour of its pratar, but also in the benefit of the society, amd is
the positive externality. Whereas if the tradenarétection would result in harmful effects due t® i
owner’'s exploitation, then such protection should frevented. This is the notion of negative
externality.

1 Zemer (n10) 57.

“2 Fisher (n5) 169.

* ibid.

* TG Palmer ‘Are Patents and Copyrights Morally igst? The Philosophy of Property Rights and
Ideal Objects’ (1990) 13 Harvard J of L & Publicliep 849.

> Landes and Posner (n21) 277.
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‘[tihe more resources the firm spends developing promoting its mark, the
stronger will its mark be and the lower, therefarensumer search costs will be;

so the firm will be able to charge a higher prite.’

According to Economides, products have some fesitwigch are unobservable.
He argues that trademarks simply play an econowoi& in helping and assisting
consumers in identifying those features. Such entification could not be achieved
without trademarks, and the absence of tradematess in the light of the fact that
consumers will have the choice with other identgabds will result in a number of

disadvantage¥.

Economides argues that in the absence of tradenthgksonsumer will only by
chance pick the one with the desirable unobservgmities.*® Moreover, producers
will not invest in improving their products or sers; they

‘would produce products with the cheapest possio®bservable qualities,

because high levels of unobservable qualities waoldadd to a firm’s ability to

sell at a higher pricé®

Economides concludes that a number of aspectscipate in the success of
trademarks. The ability of consumers to memorize r@call the trademark, and the
inability of other rivals to use similar or iderdictrademarks, all serve to ensure the
efficiency of trademark systemSEconomides argues that this economic background
legitimizes and presupposes the existence of tradesmLandes and Posner also
agree with this argument, stressing that trademahauld not be duplicated to

achieve their goals.

It could be concluded that utilitarian and econonustifications call for
monopolistic rights to be enjoyed by trademark ownd&he main grounds for this

monopoly are the reduction of search costs, inteadito providing the proper

“®ibid.

" Economides (n22) 526.

“ibid.

“ibid.

ibid 526-527.

*1 Landes and Posner (n21) 270.
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incentives to trademark owners. Focus shall, thesdirected to those grounds, to

assess whether they are suitable in justifying sughanting of monopoly.

B-1-b Criticism of the utility and economic model

Although many scholars regard the utilitarian argnimas an ideal theory to
justify the existence of trademark systems, itleacthat the utilitarian justification
faces a number of problems. The rationale upon lwiies argument is based is
untenable. Moreover, economic theory cannot stdodeain justifying trademarks.
The inadequacies in this theory are manifold, istgrfrom wealth maximization,

incentive and quality products arguments, amontrs.

(i) Artificiality of the utilitarian argument

The arguments of the utilitarian and economic figstiion lead to artificial
results. They neither justify, nor legitimize thetidements over trademarks. This
justification relies upon the economic results egimgy from the protection of
trademarks, which is not capable of the justifmatthereof. The artificiality of the
utilitarian argument derives from the fact that ooeuld not bring economic
principles into legal theory. A theory that jussi trademarks should find real
grounds for legitimizing the existence of trademaitfhts, and seek justice in
granting the rights and imposing obligations amortge parties in a trademark
formula>? For example, the presumption that trademarks giiote shall provide an
incentive to producers is subject to economic aadket considerations, but does not

constitute grounds for justifying why trademarksgld exist.

The economic theory presupposes that providingciefft systems for the
protection of trademarks shall result in maximizithg wealth to its optimal levels.
This argument, at first glance, could appear ineit However, it is a further
manifestation of the artificiality of this theorythus, the question of crucial
importance is to determine to whom wealth is mazedi As this theory argues in
favour of trademarks proprietors, they are henegtirty holding the advantages, and

%2Seech 1 s E-6.
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their wealth is maximized. Thus, this theory, uelike claim of its proponents, does
not draw a balance between the trademark ownetsiests on the one hand and
those of the consuming public. Thus, ‘[s]triking appropriate balance between
private and public ... cannot be fully realised undlee auspices of utilitarian

justification.®®

Moreover, it is a matter of debate as to whetherpalicy of legislations should
aim to maximize wealth or to achieve certain wtiknds or achievements. Rather,
trademark systems should not aim at maximizing teand policy-makers should
strive to provide a fair legal system assuringigesto all involved parties within the
trademark formuld? After all, ‘[w]ealth maximization is not the goaf law; rather,
the goal is justice— giving each man his dileEven if trademarks do result in
maximizing wealth, this does not justify ‘the unie#i violation of some individuals’
rights to use their own property as they see’fiTherefore, wealth maximization is
an economic argument, and could not be appliecegalltheory. In addition, this
theory suffers from the inadequacy of the premigets incentive argument.

(i) The incentive argument

The incentive rationale in this theory is dividedol two arguments: the incentive
to invest in a trademark and undertaking a busjnasd the incentive to produce

quality products.

As regards the former, the incentive to use a tredlk is solely based on the
economics of the market, and whether someone lasntentive to undertake a
business is based on individual cases and uponemavkes. This is apparently
distinct from any justification in law. In opposti to this incentive rationale, Aoki
considers that ‘the need [of trademark owners] itteréntiate their product from

>3 Zemer (n10) 60.
*See ch1sE-6.
* Kinsella (n20) 12.
% ibid.
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others provides sufficient incentive to developkstg and attractive denotative

marks.?’

This incentive argument focuses on the trademankeowand ignores the role of
the consuming public in the trademark formtfiét also deprives them of their rights
to the trademark. This argument suggests that fiveershould be enhanced to
trademark owners, and that to provide the necedsagntives, trademark systems
should protect the aspects that the public mostievaand appreciat8. This
undermines the rights of the public, and consitleem to be passive in the context of
trademarks. Moreover, the benefits of undertakimysiness and achieving financial
gain and profit is the real incentive for traddrkis is, as mentioned above, subject to
market strategy and economic terms. It is queshienavhether ‘the production of
specific sorts of intellectual products depend uffotrademark protection and the
incentives they provide. However, ‘[o]ther monetanty nonmonetory rewards ...
would be sufficient to sustain current levels obgurction even in the absence of

intellectual-property protectioft” Therefore, the incentive argument is unfounded.

In support of this argument, a number of scholagu& against the incentive
rationale. Palmer totally opposes the economicrihearguing that there is no strong
evidence that intellectual property rights provateincentive or actually ‘result in an
increase in innovation and creativif. Carter also argues that ‘[tjrademark law ...
provides no incentive to create new mafksHe distinguishes between trademarks
on the one hand and copyrights and patents onthiee, @and asserts that ‘[o]ne might
conceive of an optimal supply of copyrighted workspatented inventions, but it

makes no sense to refer to an optimal supply oksnas such®®

> Aoki (n14) 241. Aoki argues that ‘it sounds slightidiculous that we would want to create
incentives for trademark owners to produce andutite new trademarked symbols by granting
extremely broad rights in such marks’.

*See ch1sE-6.

%9 Litman ‘The Public Domain’ (1990) 39 Emory L 9%

¢ Fisher (n5) 180.

®Libid. See also, Hettinger (n38) 49.

2 TG Palmer ‘Intellectual Property: A Non-Posnerlzaw and Economics Approach’ (1988-1989) 12
Hamline L Rev 300.

83 Carter (n21) 768.

® ibid.

26



The second incentive argument, that of producinglitpu products, imposes
another kind of hurdle. The majority of utilitarimamgument focus on an alleged fact;
that trademarks provide the incentive for produd¢erproduce high quality products
and to preserve this quality. This “quality argument” finds its roots in Frank
Schechter’'s argument. In his famous 1927 artictdeShter argued that trademarks
no longer function as source or origin identifierather ‘the true functions of the
trademark are ... to identify a product as satisfgttahus a trademark is the

resemblance of qualify}.

This argument is not convincing, for a number dadsans, first and foremost
because the practice in the field of trademarkswvshtnat even though trademark
systems exist, not all firms and producers areyxiogd) goods and/or services of high
quality. This is a relative issue, which differsrit one producer to another according
to economic and market considerati6h&or example, in the field of the automobile
industry, although protection of trademark systesnavailable to all producers, the
quality of their products considerably varies. istrespect, Akerlof argues that the
preservation otonsistentquality is the crucial issue, while the preseiwatof high
quality products is uncertafff.Thus, it could be concluded from Akerlof's argurnen
that the high quality argument is not practicale dw the differences amongst

producers.

Secondly, even utilitarian scholars were confusgghurding this quality assurance
argument; some utilitarian theorists clearly argtieat the function of trademarks
was that of quality resemblance, such as LandesPasder. Others were less clear
regarding this issue. Economides, for example,etdhat trademarks were meant to
identify and distinguish the source of productsservices. At the same time he
argued that trademarks identified the quality @ pinoducf?® It is apparent that there
is some confusion in this regard amongst utilitatizeorists.

% Landes and Posner (n21) 271. See also, Econorti@83 525. See also, Spector (n40) 272. See
also, Higgins and James (n25) 4-5.

 FI Schechter ‘The Rational Basis of Trademark &mion’ (Reprinted in 1970) 60 Trademark
Reporter 337. The functions of trademarks will the $ubject of further discussion. See generall§.ch

" See ch 3 s D.

% GA Akerlof ‘The Market for “Lemons”: Quality Unctginty and the Market Mechanism’ (1970) 84
Q J of Economics 499.

% Economides (n22) 524, 527.
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In addition, the incentive for producing qualityoducts after all is a result, and a
result could not justify the whole system of tradeks. A proper question could be
proposed in this regard: Is the result not the psepof a rational legal system, in the
same way that the result of traffic lights is tlkason for adopting them? In response
to this question, it could be argued that whataisrhore important is to provide a
justification for putting a traffic light in a cexin road. It is equally important to
justify the restriction over the right of cars gmebestrians to pass in certain times. By
analogy, this could be applied to the case of tread&s. What is crucial is to justify
the rights and limitations over the rights of tradek owners, the consuming public

and other traders and rivals.

As a result, the arguments of wealth maximizatiord ancentives are not
convincing for the justification of trademark syste However, the reduction of

consumers’ search costs could form the basis fdr ajustification.

B-1-c Consumer search cost and trademarks justifidaon

The opposition to the utilitarian theory does ncgam that trademarks are not
amenable to economic consideration. It is suggestattrademarks are justifiable
according to the utilitarian theory, but this thealone is not enough for the
justification of trademark systems. A partial agpefcthis theory is reliable for this
purpose. However, this ground is not exhaustivel aould not on its own be
sufficient to justify trademarks. This theory faits provide a limit to the proprietor's
rights; nor does it recognize the role of the pubdi the creation of trademarks, and
thus it does not draw a balance between the ptopseights and the rights of the
public. As such, this theory could not be exhaestor trademark justification, and
needs another theoretical framework to provide lilnits and boundaries of the

parties’ rights, and to draw the required balance.

Trademarks, in fact, reduce consumer search costglemarks are indeed a
means for consumers to differentiate goods an@ices of one undertaking from
those of otherswithout which consumers will not be able to chotte®goods and/or

services of their preferences. However, it is essleto define “consumer search
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cost” to understand how its reduction could essébla basis for trademark
justification. In order to achieve this goal, oneosld imagine a world without
trademarks. In this case, the consuming public d/twel unable to choose the articles
they wish to consume. They would be unable to iflethie products from amongst
each othef’ and [tlhe value of being able to choose betweé#armatives ...
diminishes’’* This leads us to the fact that trademarks protliéeconsumer with the
information necessary to make the decision of pagehindeed,
‘[a] trademark is a convenient way of giving theqmn searching in the market a
great deal of information in a very small packageademarks are protected
because they lower consumer search costs, enabéiogle to make quicker,
cheaper decisions about what they want to Btiy.’
A cheaper decision is one which could be based tvademark, because this mark
makes the unobservable features and those of @rpogference more clear, and
thus consumers are able to make this decision utithoge efforts, which saves time

and resource®

However, it should be borne in mind that the f&ett trademarks do reduce and
lower consumers’ search costs should not be relabedcany other economic
considerations, because legal theory could notalsedupon economic principles. As
has been argued, the economic rationale is adificithe context of the justification
and theory of trademarks. Thus, unlike the argunwénttilitarian scholar$? one
could not use the fact of the reduction of conswm®&earch costs, to conclude that
this creates an incentive to producers. Utilitars@holarship seeks to assert such a
connection, but fails to justify any link betweemasch costs and incentive
presumptions. Moreover, this does not mean thatotheer of a trademark can

impose higher prices for his/her products becahatttademark lowers consumers’

" CDG PickeringTrade Marks in Theory and Practi¢2™ edn Hart Publishing Oxford 1998) 88.

I SM ManiatisThe Communicative Aspects of Trade Marks: A LeBahctional and Economic
Analysis(PhD Thesis University of London 1998) 109.

231 Carter ‘Owning What Doesn’t Exist’ (1990) Va8 No 1 Harvard J of L & Public Policy 105.

3 Trade Marks in Theory and Practi¢a70) 88.

" Scholars argue that due to the fact that trademiarksr consumers search costs, this creates an
incentive for consumers to produce goods or sesvisith a certain amount of quality. Thus,
‘[tirademark protection encourages the developnadnbranding and distinctive products. Without
trademark protection, companies might lack the rntige to produce quality goods, limiting
commercial intercourse.” See- Zemer (n10) 59. Alsmdes and Posner argue that ‘an important and
widely recognized benefit of trademarks is thattbeve firms an incentive to improve the quality of
their products.’ See- Landes and Posner (n21) 279.
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search cost& This is due to the fact that lowering consumeesirsh costs is the
basis for justifying a trademark system, not anneaaic ground for increasing the
article’s price. Indeed,
‘the purpose of trademark law is not ... to provigeracentive for the creation of
new and better trademarks. Rather, ... trademarksksks to protect consumers
by allowing product —and producer— differentiatitimt reduces the risk of

consumer confusion and lowers search cdts.’

Nevertheless, the problem with this theory is ihaoes not provide a limit for
any protection accorded for trademarks. Accordiog utilitarianism, the more
trademarks reduce consumers’ search costs, the tiieyeare worthy of protection.
This leads to the conclusion that the protectiotrademarks —if solely justified upon
utilitarianism— could result in monopolies on thartpof trademark proprietors, and
will not achieve the balance which utilitarian thists claim that this theory achieves.
This leads to the important disadvantage of adbetm the utilitarian theory;
according to this, no limitations are stipulatedhmegard to the rights granted to
trademark owners, resulting in extreme control dkieir trademarks, which would be

harmful to fair and free competition.

In conclusion, the utilitarian and economic thecaynot be seen as an exhaustive
theoretical framework for trademark justificatidviajor aspects of this theory do not
stand for this purpos€. However, as argued earlier, the consumer searsh co
rationale only forms a starting point in the pracedf trademark justification.
Nonetheless, some fundamental questions, regartiveg manner of creating
trademarks and the limitations of the owner’s riglare still without clear answers,

and call for explanation.

From this point, the coming sections shall tacllernative theoretical grounds in
a search for an equitable approach which recogritzesole of all parties in the

trademark formuld® It will be argued that the labour and personhagsfifications

5 Such as the model suggested by Landes and PSsesupras B-1-a.

% VR Moffat ‘Mutant Copyrights and Backdoor Patenifdie Problem of Overlapping Intellectual
Property Protection’ (2004) 19 Berkeley Technolagy 1488-1489.

" Seesupras B-1-b.

®Seech1sE-6.
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fail to justify trademarks. However, the analysighese theories and the highlighting
of their deficiencies shall lead to establishingpéid and clear justification. This will
lead to the Social-Planning theory, which in cowcjion with the economic reduction
of search costs, shall form the proper justificatd trademarks.

B-2 Labour-Based Justification

B-2-a Locke’s theory

Locke’s labour theory is part of a larger theomdtiramework upon which
property may be justified. Locke’s theory, as vadlother theories, could be labelled
by the title of “Natural Rights”. For example, thetion of the “Occupancy Theory”
is found in the legal literature based on Romanfatccording to the “Occupancy
Theory”, the first person to physically possess aoclipy an object obtains a natural
right to possess it, and acquires property rightsnut, on condition that this object is
in the commons and is eligible for appropriati@riHowever, the argument will be
restricted to Locke’s labour theory, as it is thestomanifestation of natural right

theories.

A labour-based justification of property rights dsits origin in John Locke’s
Two Treatises of Governmera text written over three centuries ago. Whenkkeoc
stated his ideas about property, it was intendecbt@r only real tangible property,
and was not intended in any sense to cover intaléproperty right8® or to be more
precise, to trademarks.

Locke started his treatise of property by descglilre state of nature; he believed
that God had given the earth to the children of naawd this earth had been given to

" H GrotiusDe Jure Belli Ac Pacis Libri Tre€ceana Publications New York and Wildy & Sons Ltd
London, FW Kelsey Translation, Reprinted 1964) 20206-219.

80K Port ‘The “Unnatural” Expansion of Trademark Ris; Is a Federal Dilution Statute Necessary?’
(1995) 85 Trademark Reporter 559-560. However Qheupancy theory has a major difference than
Locke’s labour theory, as Moulds puts it: ‘[I]tnet the one who sits on land [as the Occupancyryheo
suggests], but the one who tills it, pastures ihas it or in some way works it who acquires a prop
claim.” See- H Moulds ‘Private Property in John ket State of Nature’ (1964) 23(2) The American
J of Economics and Sociology 180.

81 p DrahosA Philosophy of Intellectual Proper(g®™ edn Dartmouth England 1996) 47. See also, SV
Shiffrin ‘Lockean Arguments for Private IntellectuRroperty’ in S Munzer (edNew Essays in the
Legal and Political Theory of Propert{t™ edn Cambridge University Press Cambridge 2001) 154

31



them in commof? In the commons, it is impossible for any man toehany
property. However, earth has been given to manetovel the best advantage from
life, and to support and comfort their beffigsod grants this bounty to humanity for
its enjoyment, but goods held in common cannotrijeyed in their natural stafé.
Despite the premise that no one shall posses amepy, Locke argued that
‘[tlhough the earth, and all inferior Creatures dmmmon to all Men, yet every
Man has aproperty in his ownPerson This no Body has any Right to but
himself. TheLabour of his Body, and th&Vork of his Hands, we may say are
properly his. What so ever then he removes outhef $tate that Nature hath
provided, and left it in, he hath mixed tédbour with, and joyned to it something

that is his own, and thereby makes it isperty’®°

The applicability of the labour theory to intelleat property rights could be
appealing. In some instances, one may say thaipiies to intangible property in
general, and to intellectual property rights intigaifar, more so than it does to real
property, upon which Locke presented his theorproperty®® Some commentators
argue that the notion of owning one’s self embrabesownership of one’s mind,
hence, mixing labour of intellect or mind entittbe labourer to private ownersHip.
‘A person’s labour and its product are inseparabiel so ownership of one can be
secured only by owning the oth&f.However, in the field of trademarks, Locke’s

theory of property is not applicable.

Locke’s theory is subject to a number of restritsicand conditions; these are
known as the “no harm principle”. This principle ams that after the appropriation of
objects held in the commons, commoners suffer dusuch acquisitiofi’ This

principle ensures that the natural right of acduisithrough labour does not conflict

8 J Locke Two Treatises of Government, a Critical Editionhwéin Introduction and Apparatus
E%riticus by Peter Lasletl® edn Cambridge University Press Cambridge 1964) 304
ibid.
8 Hughes (n8) 297. See also, A Bell and G Parchokyovs Theory of Property’ (2005) Vol 90 No 3
Cornell L Rev 542.
8 Two Treatises of Governmgmi82) 305-306.
8 CJ Craig ‘Locke, Labour and Limiting the AuthoRsght: A Warning Against a Lockean Approach
to Copyright Law’ (2002-2003) 28 Queen’s L J 23e &éso, Shiffrin (n81) 139.
87 Spector (n40) 271.
8 Hettinger (n38) 37.
8 Fisher (n5) 188.
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with the common good’. The “no harm principle” consists of two conditiortke

“enough and as good condition” and the “non-wastelition” **

(i) The “enough and as good condition®

Locke’s treatise of property stipulates that owhgrsof one’s self entitles
mankind to the fruits of his/her labour, and]§ much Landas Man Tills, Plants,
Improves, Cultivates, and can use the Product®inach is hisProperty’®® This
view of Locke includes a natural limit to one’s peoty, and indicates that work is a

requirement and prerequisite for property and osimpr

In Locke’s commons and primitive state, there aifigent objects to satisfy the
needs of all commoners.
I]n this primitive state there are enough unclaiingoods so that everyone can
appropriate the objects of his labour without imfing upon goods that have been
appropriated by someone el§é.’
However, if ‘the appropriation of an unowned objetbrsens the situation of
others’®® then such an ownership is prohibited. Individuakgession should not
involve prejudice to other méfi.Locke explains that a man is entitled to private
property as long as there is enough and as gobtblethers. In Locke’s words:
‘[n]or was theappropriationof any parcel oLand, by improving it, any prejudice
to any other Man, since there was still enough,andood left; and more than the

yet unprovided could usé”

Introducing such a restriction over the right topmgpriate arose for various

reasons; Locke intended to ensure that other corareatid not complain about such

% Zemer (n10) 63.

%L Two Treatises of Governmem82) 309-314. See also, A Moore ‘A Lockean Theafryntellectual
Property’ (1997-1998) 21 Hamline L Rev 78. See ,almer (n10) 63. See also, Hughes (n8) 297-
298.

92 Also known as the “enough and as good provisdiet name this condition as “the sufficiency
limitation”. See- J WaldroiThe Right to Private Propert{1® edn Clarendon Press Oxford 1988) 210.
Others name it as the “no loss to others precamditiSee- Hettinger (n38) 44.

% Two Treatises of Governmgmi82) 308.

° Hughes (n8) 297.

% R NozickAnarchy, State, and Utop{d® edn Blackwell Oxford 1974) 175.

% WH Hamilton ‘Property- According to Locke’ (1931832) 41 Yale L J 867.

% Two Treatises of GovernmgmB2) 309. See alsénarchy, State, and Utop{@95) 175.
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appropriation, because after the appropriationrethveould still remain objects of
similar quality and quantity, i.e. that the sitaatiof others is not wors&.Locke also
intended to assert that his view did not embodyking of immoral inequality? and
safeguarded the right of access to common matdeiai! individual commoners?®

(i) The “non-waste condition™%*

Some commentators have regarded the non wastetioonds an ugly step-sister
of the enough and as good conditidff while others have questioned the need for

this condition in the presence of the “enough andaod” conditiort®®

For Locke, ‘no one was entitled to more than wasessary for [his/her]
subsistence, because the excess would spoil b&faeuld be consumed?* he
considers this as an offence ‘against the common b Nature'*®® Hence, no
person should appropriate more than the amounh&&@n use. Locke demonstrates
this limitation by stating that:

‘[a]s much as any one can make use of to any adgartf life before it spoils; so

much he may by his labour fix a Property in. ... Nioghwas made by God for

Man to spoil or destroy*°

This condition, if applied to trademarks, meang tiw using the mark is a waste,
according to Locke’s non-waste limitation. Thuse@hall not be able to appropriate
a mark if one is not intending to use it. Althouglademarks are not literally
perishable and could not be spoiled, not using &nwindeed a true waste. The
trademark owner shall have monopoly rights ovetheismark, and if it is not used,

then this is a waste because others could have usadef it'°’

% Spector (n40) 270.

% Hughes (n8) 297.

190 G sreenivasaithe Limits of Lockean Rights in Prope(fy' edn Oxford University Press Oxford
1995) 113.

101 Also known as the “no spoilation proviso”, Seeai@r(n86) 11.

192 Hughes (n8) 325.

193 Anarchy, State, and Utop{@95) 176.

194 DM Byrne ‘Locke, Property, and Progressive TaX@§99) 78 Nebraska L Rev 706.
1%5Two Treatises of Governmgmi82) 313.

%ipid 308.

197 Seeinfra s B-2-b (ii).
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This condition is not intended to limit the amouwwhich one can appropriate,
since the amount of labour one is capable of expgndetermines his/her property.
Rather, this condition provides that one can appmtg as much labour as one
wishes, but that one should not ‘let anything pretiselessly’ in one’s possessidh.
However, a spoiled object is wasted because it Hinlge the Possession of any
other'}*® and others could have benefited from it. The smytfrom a Lockean
perspective, was the transformation to a money @aogn Every individual could
exchange whatever is more than what he can conswitie money, a lasting
unspoilable object'® By its very nature, ‘money is imperishable andsthmaffected
by the spoilage limitation’, because it could bewmulated indefinitely, without

violating the non-waste conditidh’

B-2-b Critiques of labour-based justification to trademarks

A point of crucial importance is to assess the iappllity of a labour-based
justification of trademarks. Clearly, Locke’s thgmf property relies upon exerting
labour, which means that labour is the basis fonenship entitlement. It is a matter
of debate whether the rationale for the labour myheof property applies to
trademarks, whether producing a trademark reqaingskind of labour, and whether
the rights accorded to the labourer are equivaerthe amount of mental labour
exerted in creating a trademark. The start willtbequestion Locke’s notions of
“commons” and “mixing labour” as related to tradekyan seeking to assess Locke’s
conditions or limitations. In conclusion, it wilelshown that this theory falls short in

terms of justifying trademarks.

(i) Locke’s labour and trademarks

The premises that Locke started with prevent thpplicability to trademarks.
Locke started from the proposition that no persoerititled to any kind of property
rights, but to his/her own person. Such ownersHipre’'s body or self entitles

him/her to the fruits of his/her labour; thus, thecome of this labour is the property

1% The Right to Private Properin92) 209.

19 Two Treatises of Governmgmni82) 313.

1ihid 318-320.

M1 The Limits of Lockean Rights in PropeftyL00) 35.
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and the private right of the labourer. Locke’samdle is that objects in the commons
‘are not useful to anyone, [thus,] an individuakedg labour upon the object and
transforms it into something useful and worthy odperty ownership'? However,
this rationale is not convincing. If the commonghe trademarks context are words,
then their existence before someone labours on &k mad transforms it into
property, as Locke’s theory suggests, are usefulh aseans of communication

amongst individuals.

Moreover, the premise that in the state of natweryhing belongs to men and
that they share everything therein seems to bermmded by the fact that if ‘one
takes a particular item from the common, one vedahe right of other commoners,
to whom this particular item also belond¥, because in Locke’s commons
everything belongs to all individuals. It seems tthiaocke has implicitly
acknowledged this problem, and in solving it, hguas that ‘taking any part of what
is common ... does not depend on the express coafafithe Commoners?** The
appropriation of objects in Locke’s common in reabperty is different from the
appropriation of ideas and cultural property ireilgictual property rights, in that the
former does not depend on the express consent gbamoners; in contrast, the
latter do™® Hence, the ‘appropriation of real property commaas take place
without the assent of others[, whereas a]cquiringtucal property requires

consent}!®

The present author argues that Locke’s theory isapplicable to trademarksh
initio, because the commons, as imagined by Locke, iapuicable to trademarks.
However, it would be beneficial to look at the chafi links between the trademark
and the marked product and its producer. Scholkeiending the applicability of the
labour theory to trademarks consider that thisrcipaisses through three stages. The

first stage concerns planning the creation of tlekmthe second stage relates to

12 port (n80) 561.
13 Zemer (n10) 62. See also, Shiffrin (n81) 144-18Be also,The Limits of Lockean Rights in
Property(n100) 24.
14 Two Treatises of Governmgmni82) 307.
iz S Wilf ‘Who Authors Trademarks?’ (1999) 17 Carddsts & Entertainment L J 30.
ibid.
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applying the mark and putting it into the markég third and final stage lies in the

labour invested in building the goodwill of thedemnark*!’

Applying Locke’s labour theory over this chain ahlds presumes that the
labouror (the trademark owner) is the party whaglio create the mark and puts it in
the market; it also presumes that the trademarkeowreates the goodwill. Indeed,
the trademark owner takes the initiative to choasmark and affixes it to his/her
products. This is an important role, for which #adhrk owners should enjoy
protection. However, as regards to the goodwil, pnesent author suggests that the
goodwill derives through the association which fhéblic attribute between the
trademark and the marked prodttA trademark owner could use a sign and apply
it over his/her products, but unless the publioeisdée the producer with the marked
object, the mark will not have any value, and W&l useless. Ignoring this aspect in
the chain of links between marks and marked preadwetders the Lockean theory
individualistic, because it considers the labowasrthe only party who creates such
links.

Locke has stated that property is justified whemeone mixes his/her labour
with objects from the commons. This argument hasnhlee matter of criticism. First,
in the context of trademarks, what is the “comm@nis’it the words already existing
in the language? If this is the case, then thiddcaot be applied to trademarks for
various reasons, mainly because this “commons’uaf sloes not exist; in many
instances the trademark owner creates a word #@snbver existed before, such as
the KODAK trademark. This example demolishes Loskargument about the
commons, simply because this word (KODAK) is aremmed word and did not exist
in the commons; hence, no one could labour ondtapropriate it for him/herself
out of the commons because it never existed ircdinemons. Or could this common
be any new invented word? When Locke was refertinghe commons, he meant
objects that already existed at least as raw nadderand in order for someone to
deserve owning them he/she should mix his/her latain them. Furthermore, it is
guestionable whether a trademark could be considemeobjecper se a trademark
is more a right and entitlement of rights, rathemt an object, because trademarks are

17 Maniatis (n2) 145.
1835ee ch 55 C-1.
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intangibles, and they could not be objects. Threlemark legislations grant the
owners rights over their trademarks, such as tgat rof using the mark and

preventing others from using it for the same cte#sgoods and/or services.

Some scholars have sought to determine what kinthlmdur is necessary to
satisfy the labour theory contéfif,and some have demonstrated that the production
of ideas does not come from nowhere; it needs taineamount of labour’° It could
also be argued that in some instances, the idaatz the owner without any kind
of labour or innovative thought; in other instandesomes by way of coincidence.
This occurs, for example, when one trader usefidrisamily name as a trademark,
where the exertion of labour could not be realbiroked, i.e. when the labour exerted
in the creation of the mark is not consistent wititke’s notion of labour exertion, or
when the trademark owner simply takes an existingdvand uses it as a trademark
without exerting labour in its creation, such as tise of a word in a different context,

for instance using the word “Table” as a tradenfarlcomputers.

It could be argued that the production of trademaltes not include any kind of
labour, in the sense of Locke’s theory. Accordiagtich an argument, the mere act
of choosing a name from the common of words or $mbnd affixing it to goods
and/or services does not include labour. Trademarksexamples of things that are
made effortlessly** Perhaps the best emphasis of the argument thumni@rks lack
labour in their creation is in the words of the B&reme Court:

‘Trademarks do not depend upon novelty, inventaiacovery, or any work of

the brain. It requires no fancy or imagination, genius, no laborious thought.

Trademarks are simply founded on priority of appiatjon.™??

Contrary to this argument, the production of tradem includes some kind of
mental labour. The hurdle that faces the applidgbdf the Lockean approach to

trademarks is that the amount of labour exertethé production of a trademark

119 Maniatis (n2) 143-144. See also, Hughes (n8) 3IM-3

120 Hughes (n8) 300-301.

2L Anarchy, State, and Utopi@95) 175.

122 port (n30) 594. (Citingrrade-Mark case400 US 82 (1879)). See also, W Cornistellectual
Property Omnipresent, Distracting, Irrelevan(?® edn Oxford University Press Oxford 2004) 75,
providing that ‘[t]he right [in a mark] is not acated for the inspiration or cleverness in decidipgn
the brand.’
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cannot readily be compared with the extent of sghtd entitlements that the
proprietor of a trademark enjoys. Trademark owherge the exclusive right to enjoy
a monopoly over their marks, and to exclude ottienm1 using them, a right that
could potentially last forever. It is hard to imagithat such rights could be justified
upon the mental effort of creating the mark acauydp the Lockean justification of
property. However, ‘[a]lthough intellectual labosenften deserve rewards for their
labor, [intellectual property systems] may give talkeourer much more or much less
than is deserved? It is suggested that the amount of rights a trad&rowner holds
is much more than could be justified upon the Lackdéased justification. A
trademark owner secures a monopoly over the markilaus, his/her rights are more

than the rights conferred under Locke’s theory.

In this context, it would be beneficial to look thie historical context in which
Locke lived, which led him to envision his theoBuring his lifetime*** the monarch
had absolute powers; to which all the property bgém>* In his opposition to such
absolute powers, Locke considered that the ownersti private property by
individuals constituted the ideal approach to lithi¢ monarch’s absolute powéf8.
Therefore, the more property owned by individusite less was the power of the

monarch.

Even if one were to agree with Locke’s assumptiwet this could be the best
means to limit the abuse of monarchy powers, iukhbe noted that the historical
context in which Locke lived does not exist curheriiVhat is actually required today
is a trademark system which limits the abuse thghtremerge from the expansion of
trademark owners’ rights. In doing so, considetting rights of the public could be
one way to provide boundaries to the rights of éradrk owners. It is therefore
important to tackle the applicability of Locke’smitations over trademarks. This
supports the conclusion that this theory failsutify trademarks.

123 Hettinger (n38) 51.

1241632-1704). SeéFwo Treatises of Governme(ni82) 16.

125 R AshcraftLocke’s Two Treatises of Governmétit edn Allen & Unwin London 1987) 81.
126 Maniatis (n2) 139-140.
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(ii) Locke’s limitations and trademarks

When it comes to Locke’s “enough and as good candit one might suggest
that applying this condition to intellectual properights, and in particular, to
trademarks does not create any hurdle or diffictfitythe commons of words are
infinite and inexhaustibl&® and there will always remain enough and as goftdde

others!?®

On the contrary, if Locke’s condition is to be apgl strictly, then if someone
labours on a mark from the commons and turns @ ims/her property, then he/she
has a monopoly over this mark. In this sense, stheuld be worse off due to the
fact that his/her appropriation left a loss in toenmons which they could have made
use of. Thus, in the field of trademarks, therd wdt be enough and as good for
others to appropriate. Moreover, when someone @pptes a trademark then
logically he/she has improved his/her situatiomssguently; all other commoners
are worse off. Hence, ‘a person’s situation is prifacie made worse by his losing
the opportunity to appropriaté’ what others have already appropriated. Lessig has
provided a similar argument in the field of copytigbut also supports this idea in
trademark law. He describes the situation of WaknBy, who created a motion
picture character based on a character from thanmrg;, the commons were then
open to creators to develop because legislation thé not impose restrictions on
their use by others. Lessig then compares thetsituaf first comers (such as Walt
Disney) and second comers; whereas the formers fnedo use the commons and
make considerable use of it, the second comers marable to use the commons in
the same sense that was available to first cortters,they could not have the benefit
of the commons. He argues that ‘the new creatbesnew Walt Disneys, must fight

this system of legal regulation to find a righsgeak.***

This means that the “enough and as good” conditannot be applied to

trademarks, because even if ideas are inexhauystitdg are not always under the

127 Maniatis argues that ‘trade marks fulfil the laboequirements and potentially can satisfy the two
provisions.’ See- ibid 153.

128 ghjffrin (n81) 140.

129 Hughes (n8) 315.

130The Right to Private Propern92) 215.

131 Lessig ‘The Creative Commons’ (2004) 65 Montarfaev 9.
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common’s grasp> because an idea stems from a former idea, antetiédea is the
gateway for further ided$> Thus, granting property rights over an idea wffiéet the
common of marks, and will not leave as good andughoto others. This will
inevitably harm the situation of second comers,abee first comers have enjoyed

more resources than others.

As regards Locke’s limitation of “non-waste”, the®ndition differs from the
“enough and as good condition” regarding its apility to trademarks. Trademark
legislations contain rules that are similar in th@ntent to the non-waste condition,
which is the revocation of trademark registrationrion-useThe revocation for non-
use concept provides that if the trademark is rs&duin the course of trade for a
certain period of time, it is subject to revocatigpon request from any party with
interest. Another example of applying the non-wastedition over trademarks is the
prohibition of registering descriptive signs. It muggested that allowing the
registration of such marks might waste the rigtthe public and other traders to use
such signs. This has been manifested in the decidithe European Court of Justice
(ECJ) inDyson Ltd v Registrar of Trade Mark¥ Hence, this condition, as applied

to trademarks, does not conflict with Locke’s argumin

In conclusion, the labour theory does not apply do,justify, the trademark
system. There is no sufficient amount of mentablabavailable to the granting of
property rights according to Locke’s notion. Theghhilevel of protection of
trademarks cannot be justified on the basis ohtkatal labour of creating the mark.
Moreover, the mental labour of creating trademagkmot be justified on the basis of
Locke’s rationale and his “enough and as good pajyibecause the commons of
words will be affected, due to the fact that if ca@propriates a mark then he/she
gains a monopoly that could potentially last foee\Hence, other commoners will be
worse off, which contradicts Locke’s rationale. Mamportantly, Locke’s theory
fails to identify the fundamental link between ademark and its specification. As
has been shown, the focus of Locke’s rationale twasjustification of owning the

object of property. Thus, it fails to take into saderation the link and association

132 Craig (n86) 24.
133ibid. See also, Lessig (n131) 12.
134 (Case C-321/03pyson Ltd v Registrar of Trade Mark&007] 2 CMLR 14. See also, ch 5 s D-1-a.
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which the consuming public attribute between ttaelemark and the goods and/or
services on which the marks is affixed. Since tloekean approach fails to justify

trademarks, focus should be directed towards asggetbe personhood approach.
B-3 The Personhood Theory
B-3-a Hegel's theory

The personhood approach to property finds its raotthe writings of Georg
Wilhelm Hegel. In his worlNatural Law and Political Science in Outline; Elem

of the Philosophy of RightHegel embodies his treatise of property.

Hegel avoids a historical argument about the piimistate of natur&>® Rather,
the Hegelian theory derives from the premise tpheavate property rights are crucial
to the satisfaction of some fundamental human ngédisuch as ‘self-actualisation
and recognition of an individual persdi’. According to Hegel, ‘[a] person must
translate his freedom into an external spheredieroto exist as Idea®® this freedom
is best expressed and translated into the acaquisiti property right$>® Hegel also
intended to avoid a utilitarian argument for prdperights, according to which
property is not a means to satisfy our needs; rathés ‘the first embodiment of
freedom’!*°
‘The premise underlying the personhood prospedvéhat to achieve proper
self-development —to be persor an individual needs some control over
resources in the external environment. The necgssmurances of control take

the form of property rights:**

135 pG stillman ‘Hegel’s Analysis of Property in thailBsophy of Right’ (1988-1989) 10 Cardozo L
Rev 1033.

136 Fisher (n5) 171.

137 port (n80) 563. See also, Bell and Parchomovs8%)(542.

138 GWF HegelPhilosophy of Right1® edn Oxford University Press Oxford T M Knox Traat&n
1952) 40.

139 Zemer (n10) 63-64.

140 palmer (n44) 837.

141 MG Radin ‘Property and Personhood’ (1981-198258#hford L Rev 957. See also, Maniatis (n2)
154.
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As with the Lockean approach, Hegel argues thateesom has a natural
possession of his/her bodf# and such possession of one’s body derives from the
control of the mind or will of the person over hisf body.'*® The concept of self-
possession requires

‘[t]hat the body be gradually modified and turnedttie will’'s purposes so that it

becomes increasingly difficult for the agent or amy else to view his body,

especially in action, without taking into accoutd essentially will-governed
character**
However, Locke’s premise is that a person owns éiftinerself as their own
property, and the property of one’s self entitlepeason to own property, whereas
Hegel’s notion of one’s natural possession ‘is hitautomatic nor easy, but a long
struggle in claiming one’s self and developing sriatividuality.™*

A person should manifest their will within the extal world, and this
manifestation is part of one’s personality, andaiseflection of it. Hence, Hegel
considers the will as the core of one’s existersmeking effectiveness and self
actualisatiort*® Hegel argues that anything that a person puts wiiinto makes it
their own property, and he/she may appropriaté’ ibecause ‘property is the first

embodiment of freedom and so is in itself a sultstarend.*®

Unlike Locke’s labour theory, ‘Hegel has a much endafirect approach to
intellectual property™° He argues that

‘[m]ental aptitudes, erudition, artistic skill, avethings ecclesiastical (like

sermons, masses, prayers, consecration of votiyectsh inventions, and so

forth, become subjects of a contract, brought oa parity through being bought

and sold, with things recognised as things. It rhayasked whether the artist,

scholar, &c., is from the legal point of view ings@ssion of his art, erudition,

192 philosophy of Rightn138) 40. See also, Maniatis (n2) 154. See alsghls (n8) 332.

143The Right to Private Properin92) 361.

“Yibid 363.

145 Stillman (n135) 1040.

16 Hughes (n8) 331. See also, W Fisher ‘Property @odtract on the Internet’ (1997-1998) 73
Chicago-Kent L Rev 1214.

147 philosophy of Rightn138) 41.

148 ihid 42.

149 Maniatis (n2) 161.
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ability to preach a sermon, sing a mass, &c., ify/avhether such attainments are

‘things'..."'5°

After acknowledging the existence of intellectuaegations, Hegel develops an
argument as to whether such creations could beidzmesl “things” or not>* He
argues that they could not be “things” on the b#sas they are ‘owned by [the] free
mind’ stipulating that they ‘are something interaald not external to it>? He then
concludes that there is no harm in calling theningk”, since they should be affixed
into a material support, which is something exteraxad hence could be called

“things”.153

For Hegel, an intention to own something and malseineone’s property is not
enough; there should be a ‘physical relation’ betwthe proprietor and the thify.
He argues that

‘[s]ince property is thembodimenbf personality, my inward idea and will that

something is to be mine is not enough to make ipnoperty; to secure this end

occupancy is requisité™

Such a notion of occupancy, from a Hegelian petspedakes one of two forms:
either through taking possession of an object mutjh using it->° Taking possession
of an object is initiated ‘by directly graspingpittysically, ... by forming it, and ... by
merely marking it as ours> It is this last form which is related to the subjef
trademarks. Hegel stipulates that marking ‘is raua but is onlyrepresentativeof
my will ... and the meaning of the mark is supposetd that | have put my will into
the thing.*®

Hegel has discussed his ideas about alienationsitréatise. According to him,
anyone could freely alienate his/her property anthdvaw his/her will from the

150 phijlosophy of Righin138) 40.

Plibid.

Y2ibid 41.

*3ibid 40-41.

134 Maniatis (n2) 160. See also, Port (n80) 564. $&® Bhe Right to Private Properiin92) 363.
155 phijlosophy of Righin138) 45.

%% ibid 46.

7ibid. See also, Palmer (n44) 838. See also, Hug&s335.

1%8 philosophy of Rightn138) 49.
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object!® insofar as he/she puts his/her will intd°f.However, he argues that the

‘substantive characteristics which constitute mynoprivate personality and the
universal essence of my self-consciousness aréefiadlle’’® He stresses that
intellectual works, in particular, because of theannection with one’s being and
personality, could not be alienated. He also arghe$ a person’s body is not
alienable, by its very nature, because of its httemt to life and liberty®® he
stipulates that intellectual works are internal amdard to their creators and hence
they are inalienable. If the owner of a work of thiis entitled to alienate his/her
work, then he/she will make his/her own personaditd the substance of his/her
being the property of another pers6h.

O]ln most occasions the complete alienation ofellectual property is an

exercise of rights over property in an act thatjtbyhature, denies the personality

stake necessary to justify property rights. ... Almamdent of an idea is arguably

alienation of personality:**

Hughes considers that trademarks are justifiablebased on a Hegelian
perspective. However, he argues that basing syastification upon the rights of the
consumer is weak; he contends that

‘[tlrademark is a right of expression for the maautbirer, not a right of the

consumer to receive information. In fact, tradersdtkfil the recognition aspect

of the personality theory of property by providiaig important means of securing

respect and recognition to those who originatdtéires bearing the trademark®
Hughes'’s argument focuses on one party of the mmade formula*®® his argument
gives recognition to the “manufacturer” and dengs/ role on the part of the
consuming public. Alternatively, he could have givecognition to both parties, as

they are the parties involved in the creation aflémarks®’

159 The Right to Private Properi§n92) 361, 369.

%0 phijlosophy of Rightn138) 52.

161 ihid 52-53.

182 gtillman (n135) 1042-1045.

183 phijlosophy of Rightn138) 54.

%4 Hughes (n8) 347.

185 ihid 354.

%6 See ch 1 s E-6.

157 port (n80) 565-566. In support of this argumertrtRrgues that trademarks should fulfil three
competing objectives: the interest of the tradenmavker, the interest of consumers and the interfest
innocent third parties.
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After having manifested the content of Hegel's apgh, it seems essential to
assess it ability to justify trademarks. It sha#l &rgued that a number of hurdles

prevent its applicability to trademarks.

B-3-b Critiques of the personhood justification totrademarks

In assessing the compatibility of Hegel’s theorypodperty with trademarks, the
personality theory is not applicable to tradematitegel himself, when stating his
comprehensive list of mental creations eligible b® property, did not discuss
trademarks®® Palmer contends that the personality theory dsssionly patents,
copyright and artistic creatiod® Hughes argues that ‘[i]n the field of intellectual
property, the personality justification is best kg to the arts’’® However, the

rationale of this theory and major points in itegff its justification for trademarks.

After arguing that intellectual works should bectbsed to the public to achieve
their goal, Hegel stipulates that the protectiorsot¢h works is vital in ensuring an
advance in the field of intellectual works, and n@ake people interact with and
understand them. Hegel discusses the situatioomjfright, and argues that the book
as an object is external to the creator, and haheaable, because when someone
owns a copy of the book, this copy becomes higfloenplete and free ownership®
But ‘the means of expression of the idea are datteauthor's mind and still belong
to him.”"? By analogy, when someone purchases an article ey a trademark,
he/she owns this article, but does not own theetreadk itself, because —according to
the personality theory— the trademark as a meptélide remains the property of its
creator. Nevertheless, the personality theory failgustify the fact that trademarks
are assets, and as such, are alienable. Hegel ttailprovide any means for
safeguarding and protecting the works of the iat¢)l and argues that this issue
should be left to the individual’s honodrs.

188 philosophy of Rightn138) 40-41.

189 palmer (n44) 837, 843. The personality theorysisduin different jurisdictions in Europe such as
France and Germany for the justification of theipgright systems. See- Fisher (n5) 174.

19 Hughes (n8) 330. Palmer also argues that ‘[o]meated, works of art are independent of their
creators, as should be evident by the fact thaksvof art do not “die” when their creators do.” See

Palmer (n44) 844.

1 philosophy of Rightn138) 55.

172 stillman (n135) 1045.

173 philosophy of Rightn138) 53-56.
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If a trademark system is to be justified upon tkespnality theory, a number of
guestions will remain without clear answers, sushh transfer of ownership of the
trademark. If a trademark is a manifestation ofpitsprietor’s will, personality and
self development, how can these facets be assigmelicensed to others? In
particular, Hegel regards intellectual creationsnagard and internal to the person’s

personality.

Although the personhood approach, unlike the Lockapproach, includes a
justification as to intellectual property, two majarguments and hurdles in this
theory cannot be applied to trademarks: the “markiardle”, and the “alienability
hurdle”.

() The “marking hurdle”

Hegel has argued that in order to own an objeetetshould be occupancy to that
object. By applying Hegel's occupancy argumenthie tase of trademarks, this
occupancy is manifested in marking the object. Adit to Hegel, this occupancy is
the entitlement to property, because this markenthe representation of the owner’s

will.

It could be argued that marking establishes anliextdinkage between Hegel's
personality theory and trademark§pecause

‘[flor Hegel, the marking of our animals with a penal sign will express our will

to dominate the animals even when they are mixeth wie animals of the

neighbours®”

When Hegel was considering marking as a representat the person’s will, did
he mean that marking was a way of manifesting owdlso appropriate the marked
object? If so, then the will's manifestation commd the ownership of the object

itself. Or, was he referring to marking as the rfesting for ownership of the mark

174 Maniatis (n2) 160.
"ipid.
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itself? In this case, the ownership of this markslaot stand up to any real basis for

justification.

Hegel's marking argument does not stand in ordgugofy a trademark system.
It could be inferred from Hegel’'s argument that kinag an object reflects one’s will
to appropriate that object. This means that markingobject entitles the person to
appropriate the object, not the mark itself. MompWHegel has asserted that marking,
»176

as a way of appropriating an object, is ‘very irdetinate’;'” this might be because

of the lack of internal or inward connection betwélee mark and its owner.

This hurdle imposes another question as regardsddwree of personality
manifested in trademarks: To what extent does thation of a trademark reflect the

owner’s personality?

The creation of a trademark does not reflect theif@station of the owner’s will;
nor does it ‘seem to be the personal reaction ofndividual upon the naturé’
Trademarks are wusually owned by corporations anstititions. For such
corporations, trademarks are neither important, essential, for their will and self

actualization’® This leads to the second hurdle of applying théty to trademarks.
(ii) The “alienability hurdle”

This hurdle imposes a more crucial point in justify trademark systems.
According to Hegel's rationale, any piece of prapeand trademarks in our case,
represents a connection between the owner and wmed object, because this
property is a manifestation of his/her self. If peaty is alienable from one owner to
another, this either means that the connection dmtvthe owner and object will be
harmed or that this connection never existed. Isuggested that this connection
between the mark and the owner, on the basis thradamark is a manifestation of

someone’s will and self, does not exist. Hence,

178 philosophy of Rightn138) 49.
Y7 Hughes (n8) 339, 341.
178 Hettinger (n38) 45-47.
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‘[a]lienation is the denial of th[e] personal lin& an object. But if the personal
link does not exist... there is no foundation forgedy rights over the object...][,

tlhus, the justification for property is missing?

The alienability rationale is clarified in MargarBfadin’s article “Property and
Personhood*® Radin differentiates between two kinds of propéttyThe first is
fungible property, which could be replaced withh@t goods of equal market
value'®? and such objects are alienable. The second ismargroperty®* Owners
of personal property are connected with such ptgpgre. there is inward and
internal value of the object in its owner view) are almost part of them, and are not

alienablet®*

and this is a subjective matter that differs frone person to the other.
Personal property means that ‘an object or an igl@gertwined with an individual’'s
personal identity*®® hence it is inalienable. Trademarks fall withir tambit of the
first kind of property, and are indeed fungible pedy, because trademarks have a

market value which they might be exchanged with.

In conclusion, it seems impossible to justify tnadeks on the basis of the
personality theory, simply because the creationrafiemarks does not reflect the
personality of its creator. Even though some iatgllal property rights seem to be a
manifestation of their creators’ personalities, eoth ‘do not manifest any
“personality” of their creators... and do not seenmb&othe personal reaction of an
individual upon nature*®*® Hence, the nature of trademarks and their usedusirial
and commercial context does not embody an expressio the personality.
Furthermore, trademarks are usually owned by catmors and institutions; this
leads to the fact that trademarks are neither itapbnor essential for their existence

and self actualizatioff’

9 Hughes (n8) 345. See also, Palmer (n44) 843.

180 Radin (n141) 966.

181 Zemer (n10) 64.

182 Radin (n141) 960.

18 The notion of “personal property” in this contemeéans the property which is related to its owner’s
personality, not the technical notion of “persomadperty” in the English law, which refers to moilab
property.

184 Radin (n141) 959.

185 Menell (n9) 158.

186 Hughes (n8) 340-341.

187 Hettinger (n38) 45-47.
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B-4 The Social-Planning Approach

‘... [T]he consumption of commodified representatloforms is productive
activity in which people engage in meaning-makiagatlapt signs, texts, and
images to their own agendas. These practices ofogpjation or “recoding”

cultural forms are the essence of popular culture'®.

The last, and newest theory to justify trademarsteays is the Social-Planning
theory. The naming of this theory is not a matfecansensus among scholars. Some
suggest that the “Social-Planning Theory” couldheeterm'®® others suggest “Social
and Institutional Planning*®® However, the term “Social-Planning Theory” shadl b
used, because this title reflects the adherentgitheory to the role of the public in
the creation of trademarks and the need of theegodo the expressive uses of

cultural signs and symbols.

Although the Social-Planning theory is ‘less welhokvn than the other
[approaches]*™* it ‘is similar to utilitarianism in its teleologid orientation™®?
However, it differs from the other approaches jysig intellectual property and
trademark systems. This theory is dissimilar tditatianism ‘in its willingness to
deploy visions of a desirable society richer tha@ ¢onceptions of “social welfare”
deployed by utilitarians:®® It also differs from the perspective from whichuistifies
trademark systems, in terms of its recognitionhef public as an important factor in
the trademark formul®* The importance of this theory derives from theahaé it
draws between the rights conferred upon the prapreg the mark on the one hand,

and the consuming public on the other.

This theory focuses on the reaction of the consgnpaoblic to trademarks,
whether this reaction has any effect upon the ilegity and the justification of

188 RJ Coombe ‘Objects of Property and Subjects ofitifsl Intellectual Property Laws and
Democratic Dialogue’ (1990-1991) 69 Texas L Rev3-8864.

189 Fisher (n5) 173.

19 Zemer (n10) 65.

91 Fisher (n146) 1214.

192 Fisher (n5) 173.

193 ibid.

19 see ch 1s E-6.
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trademark systems, and whether the associationhwthie public attribute to marks
with certain meanings shall have any effect. Itlishso be crucial to assess the
cultural role of trademarks, and its implications the free will of the public, and

their right to fully express themselves throughiglbcommentary.

When first enacted, trademark legislation provideatection for different
purposes than those existing now. Trademarks wretbge first place, formulated to
protect the consumer from any potential confusi®moathe source or origin of goods
and/or services, and ultimately to preserve therasts of the consuming public and
trademark owner§® However, today trademarks ‘may deprive us of tipéinual
cultural conditions for dialogic practicé® They could also ‘be used to prohibit
access to, and use of, many cultural form5Although

‘[o]ur intangible assets are indeed valuable, bubaerbroad grant of monopoly

rights to prior creators may retard the developnodntew intellectual products

and sometimes may interfere impermissibly withah&nomy of others and with
efforts by individuals to achieve cultural self-elehination[,] ... impair[ing] our

culture’s ability to respond flexibly to future opiunities and dangers®

Indeed, such an exaggeration of protection in fawaurademark owners shall
deprive the consuming public of some fundamentghts, such as the right of
freedom of speech? The extension of trademark protection shall haespd
implications over the right of the public over temdarks, because this will put all the
rights under the disposal of the trademark ownewgmting the public from using it

for expressive and cultural purposes. And

19 As in the case of the Lanham Act. See ch 4 s B-1.

1% Coombe (n188) 1866. Rosemary Coombe argues {hahp current climate, intellectual property
laws often operate to stifle dialogic practice lne fpublic sphere, preventing us from using the most
powerful, prevalent, and accessible cultural fotmexpress alternative visions of social worldeeS
RJ CoombeThe Cultural Life of Intellectual Propertigd™ edn Duke University Press Durham and
London 1998) 42.

197 3 Bosland ‘The Culture of Trade Marks: An AlteimatCultural Theory Perspective’ (2005) Vol 10
No 2 Media & Arts L Rev 2, available at
<http://www.ipria.org/publications/workingpapers/\WW&Q5.pdf (19 August 2008).

1% \WJ Gordon ‘On Owning Information: Intellectual Pesty and the Restitutionary Impulse’ (1992)
Virginia L Rev 157.

199 This right embodies a number of sub-rights sucthagight of parody, satire and social criticism,
etc ... See- RJ Shaughnessy ‘Trademark Parody: AUsgrand First Amendment Analysis’ (1986)
72 Virginia L Rev 1107-1112. See also generallych
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i]f investment is dispositive of the trademark o&r’s right to control, then the
public’s ability to evoke the expressive dimensiohmarks is in danger of
significant restriction®°
Thus, it is important to discuss the arguments dyitig this theory; that the public
contribute in the creation of trademarks, and ttratlemarks are cultural and
expressive tools. In this way, a proposed ratiof@ehis theory shall be outlined, in

order to suggest an ideal framework for this apghoa

B-4-a The creation of trademarks and the public ro¢

The way in which trademarks are formulated is mwitéd to the proprietor’s
intellectual labour, and the fixing of the mark owiee products. The point of major
importance, which all other approaches ignore aidtd address, is the role the
consuming public play in the creation of trademarks one scholar has argued,
‘Im]eaning is ... given to trademarks by the endlgtssam of possible interpretations
imposed by the audience/consumer/reatférin the same sense, and although
discussing the author in the context of copyriddbnald Barthes argues that the
author of a work ‘is always conceived of as thet pasis own book’, ... however,

‘[tlhe reader is the space on which all the quotaithat make up a writing are

inscribed without any of them being lost; a textisty lies not in its origin but in

its destination®*
By analogy, in the field of trademarks, Bartheg'gument could be construed in the
sense that the meaning of a trademark is not c¢otesti by its owner, but rather,
through its destination; the public at large. Tisisevident in the way a trademark
becomes a generic mark, due to the kind of recimgnihe consuming public attribute
to the mark. The same applies to the secondaryingedoctrine, according to which
the recognition of the public of the mark as a makdntifying the goods and/or
services of a certain undertaking could make suatksnregistrable, even though it
was not eligible for registration. These examplesify the role of the consuming

public in the creation of trademarks.

20 RC Dreyfuss ‘Expressive Genericity: TrademarksLasguage in the Pepsi Generation’ (1989-
1990) 65 Notre Dame L Rev 405.

21 Bosland (n197) 7.

202 R Barthes ‘The Death of the Author’ in Roland Bag,Image, Music, TexEssays selected and
translated by Stephen Hedtlrontana Press London 1977) 145, 148.
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In his seminal work “Who Authors Trademarks?”, &tewVilf seeks to provide
an answer to this question. He developed the “Buhlithorship Model”, which
admits the role of the trademark owners, but argbasthe public contribute in the
creation of the trademark and are entitled to jawhership of the mark with its
proprietor’® As a practical model, Wilf focuses on the oftended role of the
public in creating trademarks. He argues thataadmark is a creature of symbolic
language. Like any other symbol or text, trademat&snot simply appear out of
whole cloth. They are authore®? According to Wilf, it is us, the public, who autho

trademarkg®®

In order to legitimize trademark systems, the marofecreating trademarks
should be understood. The trademark owner eithes as existing word or sign or
he/she develops a new word or sign. The stageinf uke mark holds an extreme
importance in justifying trademarks. Other theaa@tiapproaches focused on the act
of using trademarks as the source of the entitlésnehthe mark owner. Maniatis
argues that the registration process gives the raarkndependent externality ...
similar to that acquired by working on, or markinpe object of property®®
However, this argument focuses only on the tradkrmaner and his/her usage of the
mark. Thus, it is important to provide a furtheedhetical framework which would be

able to provide boundaries to the rights and emtiénts of trademark owners.

Consequently, it could be argued that after thdetmaark is affixed to the article
and is put into circulation, the public grant thisrk the degree of association they
find appropriate. This association is based upaors@mer’'s consensus, through their
purchasing habits. It should be noted that the athoé recognition and meaning
attributed to the ordinary trademark could be veryor or minimal, and still the
public shall enjoy property rights in the mark a®-authors”. This is because the

public decided to grant the mark little or no remitign, and by this negative act of

203\Wilf (n115) 5.

2% ihid 6.

29510 Wilf's words, ‘we have met the author and hess ibid 45.

208 Maniatis (n2) 165, Maniatis’s reference to “worirrelates to Locke’s labour theory, while the
reference to “marking” related to Hegel's persorthapproach.
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not granting any recognition or by limiting the ogoition, the public have

participated in the creation of the mark.

Wilf has designated a similar approach. He arghatd trademark is found by a
process of three steps. The first step is the &dsmt stage in which ‘a producer
associates a sign with an objet’Afterwards, this ‘association is recognized and
invested with meaning by the public as an inteipeecommunity.?®® Finally, ‘the

object-sign association is contextualized withisr@ader cultural context®®

Wilf's argument is important in the way it approaslhthe role of the public in the
creation of trademarks. However, it has some sboniiegs. It seems that Wilf did not
recognize that ordinary marks are different fromlakeown trademarks. The three
step procedures do not necessarily apply to orditrademarks, and it is apparent
that Wilf did not recognize that the recognitionastlinary marks could be minimal,
and hence the third step may not apply to ordimaayks. However, this does not
undermine Wilf's approach, his sub-theory (The RuBluthorship Model) is vitally
important, because most of the literature in tke&fof trademarks does not grant the
public any recognition in the creation of tradensarkurthermore, Wilf's argument
stresses the importance of theory in legitimizing Aalancing interests in trademarks

between the owner and the public.

The public contribute to the creation of trademarkkis is manifested in the
association they attribute between the mark and diaer's products. The
significance of the Social-Planning theory derifresn the fact that it overcomes the
shortcomings of all the other theories. It recogaihow a trademark is formulated,
and it rewards those who contribute in its creatitre trademark owner and the
public, and provides a balance between them. libvi@ that the public are entitled to
use trademarks in cultural and expressive contexd, this implies the need to

balance rights between owner and public.

207 Wilf (n115) 8.
28 ihid.
29 ibid.
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B-4-b Cultural and expressive uses of trademarks

Trademarks are a means of cultural communicatioongst individuals, they
‘can develop into fertile sources of collective ptgy culture, ... by which
individuals identify, translate, interpret, andticie the world around therfi* This
means that trademarks are a way of expressing Ibiresecultural context* In this
context, the Social-Planning theory ‘is largely dd to discussing ways to maintain
a strong civic culture that benefits from a reasdypéalanced social and institutional

intellectual property regimé*?

Trademarks are not only important in reducing comss search costs, and
helping consumers to choose the products they neeqiihe Social-Planning theory
suggests that trademarks also are culturally tyitmhportant®*® for protecting ‘our
social interests in freedom of speech, [and] pramyoexpressive activity’™* This
theory lies ‘in the proposition that property rigiitould be shaped so as to help foster
the achievement of a just and attractive cultéfeln this just and attractive culture,

‘all persons would be able to participate in thegess of making cultural

meaning. Instead of being merely passive consurokrnsnages and artifacts

produced by others, they would help shape the woftldleas and symbols in
which they live *°
This goal is achieved by recognizing the role @& public and hence, allowing them

to use trademarks in cultural contexts.

Aoki argues that textual symbols play a significaolie in ‘both cultural and

personal identity?’’ He provides an example to illustrate this idea tharley-

#9Bosland (n197) 4. See also, K Aoki ‘How the Wolliceams of Itself to be American: Reflections
on the Relationship Between the Expanding Scoperademark Protection and Free Speech Norms’
(1996-1997) 17 Loyola of Los Angeles Entertainmedt528.

21 Aoki (n210) 544.

%2 7emer (n10) 65.

#3Bosland (n197) 1.

24 The Cultural Life of Intellectual Properti€a196) 54.

25 Fisher (n146) 1214. See also, Fisher (n5) 172.

218 Fisher (n5) 193.

27 poki (n210) 527.
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Davidson trademark® This mark was first used to symbolize personadmen, but
later it was used by private entities to distinguiseir products. Aoki clarifies that
‘[w]lhile Harley-Davidson can generally be understoto represent personal
freedom, within the Harley-Davidson subculture ti$e groups interpret the core
set of values associated with Harley-Davidson sdoaender them consistent
with their “prevailing life structures™*°
Another example of this was provided by Aoki, wheegraphic designer group from
Sarajevo named Trio used a number of postcards dmpicted some western
trademarks ‘to convey their demand for the returtheir most fundamental human
right, the right to exist?®® Such examples illustrate how trademarks are ngeioa
means used in trade to perform certain functionse public use trademarks in
different social context to express their ideagrde thoughts, etc... Trademarks

became tools to convey messages to the public.

The social theorist Coombe, starts her argumerntdbgnding the social approach
to intellectual property in general, and to tradetean particular, by discussing the
difference between the objective world and the ectbje self. According to her,

‘the objective world is the cultural constructiori social subjects and that

subjectivity itself is a product of language andtual practice’, ... [and] ...

‘[w]hat we experience as social reality is a coltetion of cultural structures that

we ourselves construct and transform in ongoingtjme.' %

For Coombe, ‘mass media imagery and commodifietu@lltexts provide the most
important cultural resources for the articulatidndentity and community in western
societies #* However, Coombe’s concern and fear is that ‘offigng and reifying

cultural forms’ shall result in ‘freezing the conatons of signs and symbols and
fencing off fields of cultural meaning[s{%® thus trademark laws restrict ‘certain
224

forms of political practice[s]" in particular the right of freedom of speech. This

right is protected in the UK under the Human Rights,*?° and in the USA under the

8 This mark consists of a ‘spread-winged eagled.ibi
“ihid 528.

20 ihid 541.

221 Coombe (n188) 1858.

222 ihid 1864.

223 ihid 1866.

224ibid.

22> Human Rights Act 1998 (UK) ¢ 42 s 12.
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First Amendment?® As Dreyfuss argues, ‘the essence of the first aimemt claim is
that there are instances in which the loss of voleap is, effectively, the loss of the

ability to communicate®?’

An instructive example which is raised in the mdyjoiof the social theory
literaturé?® is that of theSan Francisco Arts & Athletics Inc v US Olympic
Committe€?® This case is peculiar, because it shows thathiigyao restrict the use
of words and signs is simply because the registamis the mark; therefore, it is a
sound example which proves that prohibiting thelipulsom using a sign might
seriously affect their right to free spe&dhin this case, a Californian non-profit gay
advocacy group called “San Francisco Arts and Aittdelnc.” (SFAA) intended to
promote an Olympic games for gays, under the nafay“Olympic Games”.
However, under the United States Amateur SportsoAd978, the use of the word
“Olympic” is restricted to the US Olympic CommittdgdSOC), and it is the only
party to use this mark and to enable and authatlzer parties or entities to its use.
The Act also entitles USOC to prohibit others frasing the Olympic mark, whether
such use is likely to cause confusion or fOtUSOC filed a case requesting to
restrain SFAA from using the Olympic mark. SFAAegied that its use of this mark
falls under the ambit of the first amendment, amast could not be prohibitédf
because the aim of this game was ‘to promote thepaance and profile of the gay
community’?* and to ‘convey a political statement about théustaf homosexuals
in society’?®* The court rejected the SFAA claim, ruling that fivehibition of the
use of the mark Olympic did not prohibit SFAA fraronveying its messadé> The
court stressed USOC's rights because

‘the use of the word by other entities to promateathletic event would directly

impinge on the USOC'’s legitimate right if exclusiight [, and] [tjhe mere fact

226 The United States Constitution Amendment I.

227 Dreyfuss (n200) 412.

228 Coombe (n188) 1874-1876. See also, MJ Kaplan tiiotion Statutes and the First Amendment’
(1992) 21 Southwestern U L Rev 1145-1146. See d#sdj (n210) 539-540. See also, Dreyfuss
(n200) 398-399, 404-405. See also, T Martitademark Dilution(1* edn Clarendon Press Oxford
1996) 63. See also, Bosland (n197) 6.

229483 US 522, 107 S Ct 2971 (1987). Also knows asSiiy Olympiaase.

#0g5ee ch 6 s B-2.

%1 yUnited States Amateur Sports Act of 1978 s 110.

%32 5an Francisco Arts & Athletics I{a229) 523.

23 Bosland (n197) 6.

#43an Francisco Arts & Athletics I{0229) 523, 535.

2 ibid 536.
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that SFAA claims an expressive, as opposed to@yoommercial, purpose does
not give it a First Amendment right to appropriétte value which the USOC'’s
efforts have given to the woré®
However, Brennan J and Marshall J of the court tthssented. They argue that the
court has broadened the prohibition in the Amat8ports Act to include non-
commercial speech which is unacceptable. They have pointed out tfidy
prohibiting use of the word “Olympic,” the USOC stintially infringes upon the
SFAA'’s right to communicate ideaS® and its right to deliver the message it was

trying to convey.

As the court in theGay Olympiccase has provided itself, this case is different
from regular trademark cases in a number of aspdoés Olympic mark is not
protected under trademark legislations; ratheiis iprotected under aui generis
systen?>° which is the Amateur Sports Act. Moreover, the WS@oes not need to
prove the existence of confusion or likelihood ohfusion®*° However, fears exist
that this judgment could be applied to ordinargémark case$; which might have
adverse effects on the cultural life of societylaage, and would probably deprive
individuals and entities of their essential rigltt éxpress themselves through
democratic dialogue. As Dreyfuss correctly pointst, athis judgment ‘puts in
jeopardy the public’s ability to avail itself of éhpowerful rhetorical capacity of

trademarks?*?

The Gay Olympic case also demonstrates another social significamfce
trademarks. They are socially important for demtici@alogue amongst individuals,
as people are using them in their communicatiocabge ‘dialogue is always already
our state of being and consciousné&$A telling example has been provided by one
scholar where two children from two different sé@ad cultural backgrounds meet,
and one of whom tries to communicate with the othesaying “Ninja, Ninja, Ninja

2 ihid 523, 540.

7 ibid 568.

238 ipid 570. See also, Dreyfuss (n200) 411.

239 Dreyfuss (n200) 404.

240 5an Francisco Arts & Athletics I{a229) 531.

241 Dreyfuss (n200) 404.

22 ihid 398.

23The Cultural Life of Intellectual Propertiéal196) 47.
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Turtles”, waiting for the reaction from the othehild, but he/she does not respond
because his/her parents have restricted their'shildtching of television. Hence, the
communication between the two of them fails becafgbe lack of communicative

tools 24

The case of trademarks is different from other liettual property systems,
where the owner of the work of intellect is onlymenerated though the selling of
his/her work, and hence, the exclusivity of rigtitghe owner is vital, whereas in the
case of trademarks, the owner is remunerated sralemeans: the selling power of
the mark, the profits of selling the article itsafc... The exclusivity in favour of the
trademark owner is only necessary to the extentittademarks identify the source of
goods and/or services. As long as the trademarkifaes the source function, there is
no harm to the trademark owner from the expressseeof the mark by the public,
and other meanings they might attribute to the nvasdocial and cultural contexts,
especially insofar as developing new words to sulstthe expressive use of the
mark is a long, complicated procés8in conclusion, the cultural and expressive use
of the mark neither affects, nor deprives the owokthis/her proprietary rights;

rather, it strikes a balance between him/her aagtiblic.
B-4-c Proposed rationale for the Social-Planning tory

It is important to provide a clear vision regarditig application of the Social-
Planning theory for a number of reasons. First, dlguments for this theory are
divided in a number of scholarly works. Seconds ttheory aims to provide a
solution to the extreme exaggeration of the extédnproprietary rights granted to
trademarks owners; thus the argument of this thaeeds to be clarified in order to
legitimize the need for drawing a balance in thaefewoed rights and the reason for
recognizing the entitlement of the public in thetaxt of trademarks.

This theory seeks to ensure that trademark system$ormulated to achieve a

just and attractive culture. In this culture, tnaxdeks are a means of democratic and

244 ibid 53.
243 Dreyfuss (n200) 408.
> ibid 416.
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civic dialogue. In order to achieve this goal, & necessary to perceive the

formulation process of trademarks.

In the first stage, the trademark owner choosegoandvents a new word and
affixes it on his/her goods and/or services, antd phe article bearing the mark into
circulation in the market. In the second stagegedhe trademark is in circulation, the
public begin to recognize the mark. This stagempartant, because the degree of
recognition of the public determines the amounpraftection granted to trademarks.
The recognition of the public varies, and differsnfi one mark to the other; in this
sense, the role of the public is crucial in deteing the amount of recognition that a
mark deserves. In some instances, the recogniticdheopublic of a trademark is
minimal, but this does not mean that the publie fialrecognizing the mark does not
exist and hence there is no entitlement to theipulblsuch marks. On the contrary,
the role of the public is still strongly presengchuse the public decided to grant
limited recognition to the mark. In other instantfes recognition reaches a high level
to the extent that renders the mark gen@ic.

Here, it could be asked: How would a trademark fo¢eted in practice until the
dialogue relationship is established? As outlinetha outset?® this thesis does not
aim to provide technical solutions for the wholstsyn of trademarks. However, one
of the arguments that could tentatively be deplageanswer this question is to avoid
conferring property rights to trademark owners lsol& Afterwards, the practical
application could be left to courts, either in favef trademark owners or the public,
depending on the degree of association attributeet mark.

Since the trademark owner and the public have tanéd to the creation of the
trademark, the owner and the public are the parteesenjoy the rights and
entitlements in the mark. On the one hand, thestradk owner shall enjoy the right
to use his/her trademark in the course in commee to exclude others from using
his/her mark in trade context and on the same dfgsods and/or services to which

they are registered and/or used. On the otherptidic shall enjoy the right of

247 Seesupras B-1-a.
28g5eech1lsC.
29 As in the case of the UK Trade Marks Act 1994. &e& s C.
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having their state of mind (confusion) as the ek for trademark infringemefi®
and to be able to use trademarks in cultural ampdessive contexts, to express their
ideas, wills and needs, amongst ottfétsThe significance of this argument derives
from its recognition of the rights of the publicnda therefore, not being an
individualistic approach. This vision towards tragek protection is not achievable
under the utilitarian, Lockean and Hegelian theorigéhe utilitarian theory focuses on
providing the incentives for trademark own&tsthe Lockean theory focuses on the
labouror®® while the Hegelian approach takes into considematihe self-
actualization of trademark owners. Thus, the rights of the public could not be

justified under these approaches.

The consumption habits of the public and the rettmgnof trademarks lead to
the use of trademarks for cultural and expressirpgses; this in turn shall result in
the meaning-making of the mark. Since the publkcallowed to practice their rights
in the mark for cultural and expressive purpodes,mark could be attributed certain
meanings which are distinct from the use of trad&nhg its proprietor. This whole
process is the manner that makes trademarks a fiacechieving a just, attractive
and proper culture. As one scholar points outgeltlajcceptance by the public-at-large
is part of what gives trademarks their value inftret place, and part of what justifies

[expressive] use[sf>°

In conclusion, it will now be clear that the Sodianning theory is devoted to
achieving a just, attractive culture. The firstggtato achieve this culture is by
comprehending the manner by which a trademarkriadtated. This occurs when a
trademark owner chooses a trademark and affixegeit his/her goods. Then comes
the second stage, which is the role of the puhliough the recognition they attribute
to the mark, and the association of this mark wéhain cultural meanings: this is the
meaning-making of a trademark. The suggested ieaiibn of trademark systems is

achieved by linking the economic theory with theci@8bPlanning theory, according

#035ee generally chs 4 and 5.

#1gee generally ch 6.

#235ee ch 2 s B-1-a.

>3 hid s B-2-a.

#ibid s B-3-a.

2% JA Hofrichter ‘Tool of the Trademark: Brand Crism and Free Speech Problems with the
Trademark Dilution Revision Act of 2006’ (2007) 2&rdozo L Rev 1929.
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to which trademarks are justifiable in economiertembecause they reduce consumer
search costs. The Social-Planning theory regutagsights and their granting to the
right holders in the trademark formif&. This could be called the Economic-Social

Planning justification.
C- Conclusion

This chapter has discussed the theoretical justifios for trademarks. It has
departed from the employment of the utilitarianoityeused, in order to justify the
expansion of owners’ rights. However, it has besgued that this theory fails to
justify trademark systems. This is due to the fhat it is based on artificial economic
grounds, which are distinct from legal theory. Theentive argument is subjective,
in that it differs from person to person, and hes/pd to be misplaced. Therefore, in
search of an equitable approach, neither LockearHegelian justifications are of
much assistance. As in the case of the utilitatigory, they are individualistic in
their recognition of owners as the only party tgogrproperty right. Locke’s labour
theory, as applied to trademarks, over-compenghteswner for the mental labour
he/she exerts in the creation. Hegel's person#tigpry, meanwhile, fails to justify
the alienability of trademarks. This is quite apmam any other hurdles in these
theories.

The Economic-Social Planning theory, which is idtroed and defended by the
present author, departs from the fact that tradesnaeduce consumers’ search
cost®’ It argues that trademark systems should fosterattéevement of a just,
attractive culturé>® In this culture, trademark systems should recagttie rights of
all parties in the trademark formui&. According to this, the role of the public in the
creation of trademarks should be recogn?8dn addition to the right of other
traders to use the mark. If this does not affeetrights of the owners, it will result in
promoting free, fair competition. This, however,edonot aim to undermine the

owners’ rights. Rather, it aims to give each pais/her due.

#6g5ee ch 1 s E-6.

%7 Seesupras B-1-c.

28 Seesupras B-4-c.

*9gee ch 1 s E-6.
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C-1 The Way Forward

This thesis argues in favour of revisiting the epbdphical foundations of
trademarks. In proving the hypothesis of this thesiis important first to provide a
practical translation to the suggested theorefreahework. A theoretical approach is
difficult to apply to the practice of current tradark systems without having the
practical approach outlined. Therefore, it seemgoitant, on the basis of the
Economic-Social Planning justification, to tacklBet functions of trademarks.
Chapter Three considers that the source and ofigiotion is the only primary
functions of trademarks. It opens the way for tluopdion of other secondary
functions. It establishes that the only test fadamark infringement should be the
confusion test. This criterion is the proper amdion of the Economic-Social
Planning justification. Chapters Four and Fiverafieto show that the cases of the
US and the UK assist in proving the need to revisg current philosophical
foundation of trademarks. Chapter Six emphasizatttie case of trademark parody
proves the relevance of the Economic-Social Plapjustification, as a manifestation
of the rights of the public. The negative treatmeithis human right of freedom of
expression proves the necessity of rethinking thendations of current trademark
systems in the US and the UK.

One of the most important conclusions stemming fthese chapters is that the
consuming public and trademark owners are “co-asthaf trademarks. Thus, they
shall jointly own the rights in trademarks. Bothrtpes should ensure that the public
are not confused as to the source and origin ofjtfwels and/or services. However,
the outcome of this thesis shows that the problemrot only in the adoption of the
dilution test, but also in the expansion of theigmtof confusion. Challenging the
tendency to this expansion of owners’ rights, tienm of trademark systems lies in
the adoption of the Economic-Social Planning thearlgich considers the rights of

all the parties according to the trademark fornftta.

®lgeech1s E-6.
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CHAPTER THREE: THE FUNCTIONS OF TRADEMARKS "~

A- Introduction

In a world saturated with goods and/or servicegitbérent brands, trademark owners
should enjoy the right to offer their goods anddervices and compete with other rivals.
In addition, consumers should be assured of thétrig choose from different
alternatives. Such fundamental rights should béepted through trademark systems, but
such protection does not emerge automatically. d&katih depends on the ability of
trademark systems to provide trademark owners witans to differentiate their
products from those of others, and consumers wWith rtecessary tools to make the
enjoyment of such right available. The corner-stohi#ademark systems is the ability to
provide customers with the source and origin ofdgoand/or services; this will benefit
trademark owners by ensuring product differentrgt@nd will also benefit consumers in
exercising their right to choice, and gives them dpportunity to link their experiences
of each brand to their judgment, which is, aftdy based on individual decision or

opinion.

The problem with the protection of trademarks e tuch systems are diverted from
their original function as product identifiers iavbur of other functions such as the
quality function. This has resulted in a broaderong of the rights of trademark owners,
to the extent that they became tools in their haodsonopolize language, unfairly
preventing other traders and undertakings fromgugie mark on different classes of
goods and/or services. It has also detracted fioendriginal purpose of protecting
consumers alongside the owner of the mark. Thigreggthe right of consumers not to be
confused by the use of the mark, and considersusleeof the mark in a cultural and
expressive manner as harmful to trademark ownéiis. might deprive the public of their

right to use the mark in the context of expressimgy freedom of speech.

Y Parts of this chapter were published in ChicagatKivurnal of Intellectual Property. MA Naser ‘Re-
examining the Functions of Trademark Law’ (200&}t8cago-Kent J of Intellectual Property (99-110).
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The Economic-Social Planning theory suggests ttaatetnark protection should be
divided into two mainstream rights. The first i thight to protect trademark owners and
the consuming public in maintaining product differation in the marketplace. The
second is directed at protecting the rights ofielic in cultural and expressive usage as

“co-authors” of trademarks.

This chapter deals with the first of these rightsncerning the functions of
trademarks. It begins with the citing of the prablef basing trademark protection on the
quality, rather than the confusion function. Foliowthis, the basis of this deployment of
the quality test will be discussed, assessing thdilgility of this argument. Afterwards,
focus will be directed on discussing the rootshef origin function, and its relation to
other secondary functions, aiming to offer a moderanifestation of the source and
origin function as the basis of confusion-basedtgmtion, rather than dilution-based

protection.

B- Origin/Quality Dilemma

The rationale behind the existence of modern tradkndegislations is twofold. First,
it ensures that traders and undertakings can digsh their goods and/or services from
the goods and/or services of other traders andrtaldegs. Second, it aims to enable the
consuming public to distinguish the source of goaad/or services in order to be able to
choose the items they wish to obtéifihis rationale is based on the origin and source
function of trademarks. The policy behind this ftioc is based on protecting consumers
from any confusion as to the source and origin. elev, a new function of trademarks
has emerged, according to which trademarks aredmesl as quality identifiers, in the
sense that they denote the quality resembled inathiele, and enable consumers to

choose the same article in future purchases.

! See ch 2 ss B-4-a, B-4-c.

2 D Shanahan ‘The Trademark Right: Consumer Protecii Monopoly?’ (1982) 72 Trademark Reporter
234. See also, B Mahaffey-Dowd ‘Famous Tradematkdinary Inquiry by the Courts of Marks Entitled
to an Extraordinary Remedy’ (1998) 64 Brook L R&4darguing that ‘[tfrademark law has historically
served a dual purpose of consumer protection amdlper protection.’
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As such, and according to the quality function,dérmark owners’ rights are
considerably wideneliThe introduction of dilution has led to the expansn trademark
owners’ rights, in addition to widening the scogeconfusion? In addition, the right of
the public to use trademarks for cultural purpoEesput at risk As one scholar
comments:

‘It may well be that no... full justification can lgiven for this protection in trade

mark law terms. If so, the only other question ieether that matters, if the protection

granted is a useful and proper weapon in the arynufuthe trade marks proprietdt.’

This approach, which argues that the traditionakqmtion of trademarks as origin
and source identifiers is outdated and could nahdstto fulfil the current needs of
modern trademark systems, fails to acknowledgethigasource and origin function aims
to ‘benefit[...] the public by preventing customernéasion,” whereas the quality
function of trademarks, resembled in the diluti@mttdne, is in favour of the trademark
owner’s rights. Moreover, this argument, which defends the extreinatection of
trademark owners, results in barriers to new etgrém enter markets, and demotivates
them to conduct their businesses. This is becaude wrotection presupposes that
famous marks denote the quality of the goods andfwices, and when a new
competitor comes to the market, he/she will be lenab sell his/her articles because
consumers will refrain from purchasing them, prefey to buy the article with quality.
As such, this shall constitute a barrier to contjwetf Consequently, such protection
might result in monopoly in the hands of trademawnkners. They will have the right to

prevent the use of their marks even in parody antiral expressive courses, and will

¥Seech 1sB.

* K Assaf ‘The Dilution of Culture and the Law ofaktemarks’ (2008) 49 IDEA: The Intellectual Property
L Rev 4.

® See generally ch 6.

® A Michaels ‘Confusion in and about Sections 5@ 40(3) of the Trade Marks Act 1994’ (2000) 22(7)
EIPR 339.

" C Brown ‘A Dilution Delusion: The Unjustifiable Btection of Similar Marks’ (2003-2004) 72 U of
Cincinnati L Rev 1026.

8 M Strasser ‘The Rational Basis of Trademark PtaiacRevisited: Putting the Dilution Doctrine into
Context’ (1999-2000) 10 Fordham Intellectual ProypeMedia & Entertainment L J 430-431, Strasser
argues that wide trademark protection ‘createfic@ali barriers to market entry.’
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enable ‘big business[es] to buy ordinary words afjlish language as trade marks at
comparatively little cost[s]’

Under current trademark legislation in differentictrsies, the concept of dilution is
the prominent doctrine for the protection of watlekvn trademarks. This concept aims to
protect famous marks from any use which dilutesdis@nctiveness of the mark. In this
manner, trademark use has deviated too far fromaitims and goals which trademarks
were initially designed to formulate,

alnd when trademarks are used in this way, theguae certain functional

characteristics that are different from —and somesi inconsistent with— their

traditional role as identifiers of sourc8.’
Thus, the philosophical foundations adopted toifyushe current protection should be
revisited and revised. This should be directed tde/aassessing whether this extreme
amount of protection to trademark owners is appad@ror whether it should be subject

to revisiting, so as to balance the rights of partn the trademark formuta.

The introduction of the dilution doctrine has lemre to argue that this should form
the basis of protection, and that the origin andr@® function no longer qualifies for
trademark protectiof?. Thus, the start shall be with Schechter's argunuénguality,
citing the inaccuracy of this argument, and conicigdhat it does not really constitute
the real rational basis of trademark protectione;ifocus will be directed towards the
source and origin function of trademarks, arguimat it forms the primary function of
trademarks, on which protection should be based.

° British Sugar Plc v James Robertson & Sons Ltd [1996] RPC 281 (Ch) 285. See also, J Davis ‘Euaope
Trade Mark Law and the Enclosure of the Common3022 4 Intellectual Property Q 342.

19 A Kozinski ‘Trademarks Unplugged’ (1994) 84 TradeRReporter 443.

' See ch 1sE-6.

12 pK Fletcher ‘Joint Registration of Trademarks #mel Economic Value of a Trademark System’ (1981-
1982) 36 U of Miami L Rev 320.
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C- Schechter’'s Argument of Quality

This section begins by discussing the quality argutnas envisioned by Schechter.
Then, the focus shall be directed towards the esiparof this argument, which accords
with the current trend to monopolize trademark awheghts.

C-1 The Quality Argument

The expansion in the protection of trademarks fitglsoots in the article of Frank I.
SchechterThe Rational Basis of Trademark Protection, a text written in 192%
Schechter is seen as the founder of dilutibeven though this particular word was only
mentioned once in his arguméntand in the course of referring to the German’sricou
decision in theddol case'® His ideas about the quality function of trademddksned the
basis for a utilitarian and economic justificatioh trademarks. They were thoroughly
deployed by utilitarian theorists to justify a wideope of protection to trademarks

owners'’ and ‘[blehind [his] model lies a utilitarian ratiale.’® The reason that

13 Schechter's article was first published in 1927was cited as: FI Schechter ‘The Rational Basis of
Trademark Protection’ (1926-1927) 40 Harvard L R&1/3-833).

14 Mahaffey-Dowd (n2) 428. See also, H Carty ‘Do Maskith a Reputation Merit Special Protection’
(1997) 19(2) EIPR 684, arguing that it is Scheghteg American academic, is the founder of thetidifu
notion, ‘challeng[ing] the traditional origin/inforation basis of trade mark protection,” and hisagléed
many states in the US to adopt anti-dilution stsgut

15 JE Moskin ‘Dilution or Delusion: The Rational Litsiof Trademark Protection’ (1993) 83 Trademark
Reporter 126. See also, S Casparie-Kerdel ‘Dilulisguised: Has the Concept of Trade Mark Dilution
Made its Way into the Laws of Europe’ (2001) 23E4PR 185. Some scholars argue that the roots of
dilution are found in the ruling of the Supreme @amf 1894 in Germany in th@dol case, where the court
expanded trademark protection of trademarks tadelhon-competing goods, but the court also reduire
the existence of the likelihood of confusion. S&dviartino Trademark Dilution (1st edn Clarendon Press
Oxford 1996) 4. Schechter himself referred to ttdse in advocating his notion of quality (dilutip®ee-

FI Schechter ‘The Rational Basis of Trademark Rtate’ (Reprint in 1970 of the 1927 text) 60
Trademark Reporter 345-346.

'8 The term “dilution” seems to be an English tratistafor the German word “verwéssert” which wastfir
used by the German court in tB€elol case. See- Schechter (n15) 346.

17 Akazaki argues that utilitarian theorists use $bher's rational regarding the quality function of
trademarks; they provide that since trademarksaedonsumer search costs then this will encoutage t
to produce high quality products. See- L AkazakouBe Theory and Guarantee Theory in Anglo-
American Trade Mark Policy: A Critical Legal Stud§1990) 72 J of the Patent & Trademark Office
Society 259.

18 s Wilf ‘Who Authors Trademarks?’ (1999) 17 Carddits & Entertainment L J 14. See also, W Ullah
and TR Martino ‘The Quality Guarantee Function odde Marks: An Economic Viewpoint’ (1989) 11(8)
EIPR 268-269, Ullah and Martino argue that the igwargument forms the basis for the utilitariardan
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Schechter’s argument is relevant and vital in tadgmark context is that it is responsible
for the change in current trademark legislationss keas led to a wide range of

monopolistic rights which are currently enjoyedtbg owners.

Schechter refuted the argument of the US Suprenoet @oHanover Star Milling Co
v Metcalf'® that trademarks are source and origin identifielss.argues that trademarks
today do not function as such, and considers thizet‘[t]he orthodox definitior?° of the
function of trademarks. His argument is based enpitoposition that with advances in
the movement of trade, it is no longer either pcatt or important for consumers to
know the source and origin of the goods and/orises?* This is because goods are
usually manufactured far away from where they apasumed. They often reach
consumers after being circulated amongst manufactand traders. Thus, the idea that
trademarks denote source and origin should berdisdafrom Schechter’s point of view,
because ‘the source or origin of the goods beaaivgell-known trademark is seldom

known to consumers?

He further contends that the source and orpginse is not of a particular importance.
What is in fact important is the consumers’ ability know that the product reaches
him/her

‘through the same channels as certain other gobds Have already given the

consumer satisfaction, and that bore the samertradg,] ... [thus t]he true functions

economic justification of trademarks, they arguat ttrade marks lower consumer search costs|[, foay t
also act as an incentive to firms to develop anthtai consistent quality.’

¥ The Supreme Court argued that ‘[t|he primary arappr function of a trademark is to identify thégar

or ownership of the article to which it is affixe@dnd wlhere a party has been in the habit of iagdiis
goods with a distinctive mark, so that purchasecegnize goods thus marked as being of his prazhucti
others are debarred from applying the same madotals of the same description, because to do so ...
may induce purchasers to believe that the goodshlte is selling are the manufacture of anothesquer
See-Hanover Sar Milling Co v Metcalf 240 US 403 (1916) 412-413.

20 Schechter (n15) 334.

2L Tlhe growth of national and international markedestroyed th[e] intimacy between producer and
consumer’, as such trademarks became quality ftkstibecause they denote consistent qualityheat
than being origin and source identifiers. See- DMdths and TJ James ‘The Economic Importance of
Trade Marks in the UK (1973-1992) A Preliminary éstigation’ (1996) The Intellectual Property Instit

5.

22 5chechter (n15) 335.
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of the trademark are... to identify a product asséatiory and thereby to stimulate

further purchases by the consuming pubfiic.’

The quality function of trademarks is based ongreamise that if the public recognize
the trademark as an origin indicator, and not gsality identifier, then there will be no
rationale for choosing a certain brand. In paracuthen consumers are interested in the
utility of certain products, then ‘the trade madaes to remind the consumer that those

articles have in the past satisfactorily carrietitbeir intended or expected purpos&s’.

A major inadequacy, Schechter argues, results omsidering trademarks as source
and origin identifiers. That is, the protection wademarks shall not find a proper
justification if the mark is to be used by othergeio non-competing goods and/or
services, even when consumer confusion is notylikelexist. This kind of protection,
over non-competing products, is vital to trademaskners who provide goods of
consistent quality for a long time. This is becagseh owners might decide to expand
the scope of their businesses to include diffectagses of goods and/or services. They
shall, therefore, be unfairly deprived of usingithrearks which they have invested in.
Schechter supports his argument by emphasisingthigaborigin and source function
‘ignores the fact that the creation and retentibicustom ... is the primary purpose of
trademark[s] today®> The focus should be directed towards the roleraflemarks
protection in the ‘preservation of the uniquenesaiarks]’ ?° because using a trademark
on non-competing goods and/or services shall ledsedistinctiveness of the mark. The
real injury —which is now widely considered theideion of dilution— in such a case

‘is the gradual whittling away or dispersion of tidentity and hold upon the public

mind of the mark or name by its use upon non-comge&joods. The more distinctive

or unique the mark, the deeper is its impress uperpublic consciousness, and the

% ibid 336, 337.

24 Akazaki (n17) 258.
% Schechter (n15) 339.
% ibid.
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greater its need for protection against vitiatiandéssociation from the particular

product in connection with which it has been u€éd.’

Despite the monopolistic rights defended by Schechhany scholarly arguments
have expanded the scope of his notion of qualitychSarguments aim to include
“related” goods and/or services within the ambitSxhechter’'s quality argument, in
addition to “non-competing” goods and/or servicBisis approach is preferred by many

countries aiming to provide protection to its nmétional corporations, such as the US.

C-2 Further Expansion of Owners’ Rights

Schechter’s argument, albeit not convincing, iaigtitforward. It aims to provide a
wide scope of protection to distinctive marks omen-competing goods and/or services,
on the basis that such marks are quality idensifielowever, as Schechter’s concept does
not define its scope, as some have argfiéldis matter is subject to discussions amongst
scholars and courts. Some have argued that

ilt is not entirely clear whether Schechter index dilution theory to apply to

noncompetitive situationsnly or to the use of certain marks on reladed unrelated

goods.?
Such arguments have led to expanding the scopeaflitution concept beyond that of
Schechter’s intentions. They argue that the scdpdilation should not only cover the
use of famous marks overssimilar goods and/or services. Rather, it should cover the

use of marks ovesimilar goods and/or services as wall.

It is a matter of debate as to why dilution shopidtect famous marks when used

over similar goods, because it is already protecteuder the “traditional”

*"ibid 342.

% Trademark Dilution (n15) 17, arguing that Schechter fails to answenes ‘fundamental questions
concerning the scope and the application of [hig}tine’.

29 ibid 26-27.

%0 For example, section 10(3) of the UK Trade Marks &f 1994 deleted the requirement that the ditutiv
use should be on dissimilar goods and/or servites, the current section 10(3) applies to siméad
dissimilar goods and/or services equally. See- Uhiked Kingdom Statutory Instrument 2004/946 Reg 7.
See also, ch 5 s D-2-c (i).
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origin/confusion rationale. The answer is that theponents of such expansive
interpretations aim to simplify owners’ burden abgf, and exempt them from proving
likelihood of confusior’

This approach is manifested in the European Coturdustice (ECJ) decision in
Davidoff v Gofkid Ltd.*? In this case, the defendant registered the tradefizurffee”
which is similar to the plaintiff's “Davidoff’ wetknown trademark, and is written in a
very similar way. It was registered for the sanasslof goods for which the plaintiff was
using his mark. Davidoff filed a request to the Ban Patent and Trade Mark Office
objecting to this registration, but did not succeadd it did not succeed either in the
courts of first instance and on app&alThus, the plaintiff filed the case to the
Bundesgerichtshof court, and the court stayed tbeggeding and requested a ruling from
the ECJ as to whether Member States according tm@loDirective 89/104/EE¥ are
entitled

‘to provide more extensive protection for well-knowarks in cases where the later

mark is used or to be used for goods or servicestichl with or similar to those in

respect of which the earlier mark was registefed’.

The hurdle which the court was dealing with was thbearticle 5(2) of the Directive
—which protects well-known marks when used by &hen dissimilar goods and/or
services— should be interpreted widely, to cover use of the mark osmilar goods
and/or services. The protection of this latter oaas the subject of article 5(1)(b) of the
Directive, which protects similar or identical markom being used by others over
similar or identical goods and/or services, buturezs the existence of likelihood of

confusion.

31 As in the case of the US. See ch 4 s D-2-e (i).

32 (Case C-292/00) [2003] ETMR 42.

%3 ibid 535.

34 First Council Directive 89/104/EEC of 21 Decemh8B8 to approximate the laws of the Member States
relating to trademarks, OJ 1989 L40/1, Corrigendimnl 989 L159/60.

% Davidoff (n32) 536.
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The ECJ refused observations submitted to it by Bmtuguese and UK
Governments, defending a narrow interpretation tacla 5(2). They argued that the
Davidoff case is already covered by article 5(1)(b) whialunees the existence of the
likelihood of confusion, especially insofar as ikelihood of confusion is found more
readily in the case of well-known mark§.However, the court finally ordered in favour
of a wide interpretation of article 5(2) to incluthee case of using well-known mark even
oversimilar goods and/or services regardless of the existehlieelihood of confusion.

It ruled that this article is

‘to be interpreted as entitling the Member Stateptovide specific protection for

well-known registered trade marks in cases whetatex mark or sign, which is

identical with or similar to the registered mar,imtended to be used or is used for

goods or services identical with or similar to ta@svered by the registered matk.’

Such interpretation —which adheres to the utibtiaand economic theory- is wrongly
based on the view of its proponents that ‘[d]ilatiz not simply a broadening of the
protection originally given to trade marks. It 1$ entirely separate concept, with its own
conditions and restriction&”

Contrary to this approach, Schechter's merits ha¢ his concept was clear and its
scope was well defined, although his argument dabadollowed. He limited the scope
of marks eligible to protection under his concephilst arguing also that ‘arbitrary,
coined or fanciful marks or names should be givercimbroader degree of protection

than symbols, words or phrases in common tisahd he restricted his argument on the

% ibid 541.

%" ibid 543.

% Casparie-Kerdel (n15) 194. See also, S Chong éBfion of Famous Trademarks Against Use for
Unrelated Goods and Services: A Comparative Analydithe Law in the United States, the United
Kingdom and Canada and Recommendations for the dmd.aw Reform’ (2005) 95 Trademark
Reporter 643.

39 Schechter (n15) 343. An arbitrary mark ‘referstword in common use that has no meaning related to
the product that it is used to name,” such as APRILEomputers, whereas a fanciful mark is ‘the erag
name that resembles no other word, such as EXXOKGIDAK.” See- WM Landes and RA Posner ‘The
Economics of Trademark Law’ (1988) 78 Trademarkdrtgy 288. See also, Brown (n7) 1027.
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use over non-competing goods and/or servieShe next section questions the
credibility of the quality argument, and whethee theed to return to the basics of

trademark protection exists.

D- Function of Trademarks: Quality or Equality?

It is imperative to analyse Schechter’s qualityuangnt in order to comprehend what
is the real and proper rationale of trademark ptaia. Thus, one should question the
validity of this argument, and assess whether tigindsource argument still maintains

its merits or is truly an outdated traditional argent, as Schechter denotes.

The basis of the quality argument —that the distreaess and the association of the
trademark with the product to which it is affixed account of the owners’ efforts— is not
accurate. On the contrary, the Economic-Social idtentheory argues that the essential
role in establishing this association between tteknand the article derives from the
consuming public. The owner might try to build thesociation and invest in doing so,
but he/she might fail, because the associationorxladed and achieved through the
recognition of consumers. As such, the party whiekerves protection and reward for
this association is the public at lafgélhis is because the consuming public are the party
who attribute the association of the mark with #necle, thus it remains their right to
maintain this association, withdraw it or lessen amount. Owners are by no means

entitled to seize this right for themselves.

In certain instances, one may find a wide agreermedtconsensus among the public
that a certain product bears a high quality. Howetlee essence of quality assessment is

a relative matter, which differs from one casehe other. It is, thus, a subjective rather

0 Schechter (n15) 341-345. See also, PL Roncagfiau We Use Guns and Missiles to Protect Famous
Trademarks in Europe?’ (1998) 88 Trademark Rep&&iér

“1 Wilf argues that Schechter credits trademarks osviar their rationality and presumes that conssmer
are irrational. Wilf stresses the opposite, anduesgthat ‘[pJurchasers carefully choose materiadgoto
construct an outward expression of identity’, ahds tis exactly what Schechter's argument fails to
acknowledge. See- Wilf (n18) 15.
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than objective issu&. What someone considers to be of high quality ne&folind to be
different by others. This differs according to ne@mhd expectations which are assessed
on individual basis. Thus, ‘[tjhe assumption thdtaale marked product must be of high
quality because it bears a trade mark, is unfountfeld is correctly argued that the
guality notion ‘is in principle a neutral term whiccan mean good or bad quality
associated with a certain source of the prodiidtvhen ‘a consumer learns that he does
not want particular goods, the mark ... becomes aifaignt warning signal® This
argument suggests that the source and origin fumcis the primary function of
trademarks, and that the matter of quality, whethesitive or negative, is something
appurtenant to this function. Indeed,

‘[tfrade mark law makes nowhere a value judgmeamnidé marks and their protection

are available to high and low quality products alifhe indicative function of the

trade mark can therefore work either way —it cantdy products as being goods of

high quality, but it can also warn customers toié\oertain product in the futuré®

Moreover, the quality function argument wronglyi@slupon the idea that the quality
function is the only function of trademarkKsSchechter does not give any regard to the
source and origin function, even as a primary fiomctRather, he considers the quality
function as the true function, implying that anyet function —source and origin— is
untrue. He considers that ‘the preservation of uhejueness of a trademark should
constitute theonly rational basis for its protection’ (emphasis add&dThis “only

rational basis” leads to strange and unnaturallosions. According to these, trademarks

2 See ch 2 s B-1-b (ii).

3 A Rahmatian ‘Trade Mark Infringement as a Crimif¥fence’ (2004) 67(4) MLR 680. See also, (Case
C-10/89)SA. Cnl-Sucal NV v Hag GF AG [1990] 3 CMLR 571, 583, providing that ‘[tlhe gaatee of
quality offered by a trade mark is not of courseddlte, for the manufacturer is at liberty to vang
quality’.

*4 Rahmatian (n43) 680.

*SW Cornish and D Llewelyintellectual Property: Patents, Copyright, Trade Marks and Allied Rights (6"
edn Sweet & Maxwell London 2007) 621 (para 16-&2e also, the ruling of the Second Circuit Court of
Appeals in the USA, arguing that the trader’s ‘maxrkis authentic seal; by it he vouches for thedso
which bear it; it carries his name for good or Bee-Yale Electric Corp v Robertson Comr of Patents 26
F.2d 972 (2d Cir. 1928) 974. See also, CDG Pickefirade Marks in Theory and Practice (1% edn Hart
Publishing Oxford 1998) 99.

6 Rahmatian (n43) 680.

4" Ullah and Martino (n18) 267, arguing that advosaiéthe quality function ‘have made an exaggerated
attempt to escape the strict doctrinal requireroéatknown source.’

“8 Schechter (n15) 345.
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bearing products of negative or bad quality shootnt be protected. Moreover,
trademarks with neutral quality do not merit angtpction, because they do not resemble
quality in the sense Schechter is arguing. In esttto this approach, it is a matter of
consensus that protection is not based upon thitygoé products; i.e. trademarks are

protected regardless of the merits of the goodgoaservices to which they are affixed.

Schechter’'s argument seeks to provide as muchqgbiateas possible for the owners
without regard to the rights of the public and ottraders. The discussion of this quality
argument shows that it cannot be reconciled withgremises of the Economic-Social
Planning theory. Schechter’s quality argument, #&sdexpansion, does not help in
achieving the vital goal of ensuring justice amdrtge involved parties in the trademark
formula®® As such, this assessment demonstrates the impdirtarbetween theory and
practice. In the remainder of this chapter, the@®and origin function is introduced as a

modern concept, in compliance with the suggestesh&mic-Social Planning approach.
E- The Making of a Modern Source/Origin Function

After having discussed the quality function of #athrks, and concluded that it fails
to establish a rational basis for trademark praiacthis section discusses the source and
origin function of trademarks. In applying the pises of the Economic-Social Planning
justification, it shall be argued that the souraaction is theonly primary function of
trademarks. This theoretical approach provides ealabe solution in its acceptance of
the existence of a number sécondary functions, from amongst which is the quality
function. To this end, the start will be to considiee roots and development of the
source/origin argument and its connection with ottrademarks functions. Then, a
proposition —which benefits from the shortcomindsttee quality argument— shall be
formulated as the basis for modern trademark letysi, on the grounds of Economic-
Social Planning.

“®Seech1sE-6.
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E-1 Development of the Source/Origin Function

It is important to understand the concept of thes®/origin argument, in order to be
able to comprehend its ability to fulfil the needfsdifferent parties in the context of
trademarks. Thus, it is essential to find its raaid to assess whether its evolution could
help to justify current emerging cases in trademaskich as the issue of well-known
trademarks. In this regard, it shall be argued ttatnotion of the source/origin argument
has developed, and is, and will be able to modifyaccordance with the advent of
trademarks. However, first of all, a brief histalioverview of the source and origin
function will be given, which is necessary to asdbe argument that this function
establishes a real rational basis. The historicatsr and development shall lead to the
argument that this notion is able to evolve andgfarm in a manner that can follow and
justify any development of trademarks. Then, theneetion of the source argument with
the other functions of trademarks shall be disalisgethe light of the Economic-Social

Planning approach.

E-1-a Historical development

The use of trademarks finds its roots in past histbages; perhaps it ‘is one of the
oldest of established human practic®dn its early stages, the use of marks involved the
branding of cattle and animalsthe intention of this was to distinguish the ovetép of
one individual's cattle from the cattle of the atheby branding the cattle with certain
colours or signs or by cutting the ears thereofcemtain shapes. ‘This practice is

152

portrayed in early Stone Age cave drawings andah paintings’;“ scholars called such

marks proprietary or possessory matks.

*0 Fletcher (n12) 301. See also, DD Domenico ‘Markdkiess: How Brent Musburger and the Miracle Bra
May Have Led to a More Equitable and Efficient Ureflending of the Reverse Confusion Doctrine in
Trademark Law’ (2000) 86 Virginia L Rev 600.

°1 SA Diamond ‘The Historical Development of Tradeksa(1983) 73 Trademark Reporter 223. See also,
JT McCarthyTrademarks and Unfair Competition (2™ edn The Lawyers Co-operative Publishing Co. New
York 1984) 131-132 (section 5:1).

2 AH Khoury ‘Ancient and Islamic Sources of Intelteal Property Protection in the Middle East: A Fecu
on Trademarks’ (2003) 43 The J of L and Technolb§§. See also, Diamond (n51) 224, arguing that wall
paintings and pottery jars used in Greece, Egypithn@&and Rome showed the early uses of trademarks.

>3 L Bently and B Shermaimtellectual Property Law (2™ edn Oxford University Press Oxford 2004) 693.
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Afterwards, in mediaeval times, the use of marksdentify the source and origin
took a different form, which arose because of tixveat of trade and the introduction of
guild marks>* Each guild group was obliged by statutory regafeito affix a certain
mark to all examples of a certain prodtitThe aim of this practice was to identify the
source and origin of the goods ‘in order to perdetection and punishment of the
individual responsible for a defecf“or in order that in case of shipwreck or pirabg t
goods might be identified and reclaimed by the avitfe

The industrial revolution witnessed the emergerfide@modern use of trademarks as
source and origin identifiers, because of ‘[tlhesl@f the personal connection between
producer and consumef.The ‘natural result was the concentration of pmicum
capacity in larger units and this in turn requirgte development of methods of
distribution to get the goods to the consum@&mhus emerged the use of trademarks to
enable consumers to know the manufacturer and/oviger of the goods, i.e. ‘to
represent to the consumanly the physical source or origin of the product avee in
connection with which the mark was uséd.’

Furthermore, in modern times, with the growth ofeinational trade and goods
and/or services being distributed throughout theoleshworld, the source and origin
function of trademarks have continued to be capabtieveloping, and trademarks have
functioned so as to distinguish the goods and/aices of one undertaking from those of

others. The significance of this development ig tha exact identity of the manufacturer

** Diamond (n51) 230.

® AS Greenberg ‘The Ancient Lineage of Trade-Ma(#€51) 33 J of the Patent Office Society 882.

¢ Fletcher (n12) 301. See also, Schechter (n15) ®hechter provides that guild marks were
‘compulsorily affixed to goods by statute, admirasive order or municipal or gild regulation, sath
defective work might be traced to the guilty crafésy and heavily punished, ... [tlhis mark was a true
mark of origin’.

" Schechter (n15) 335. See also, SM Maniatie Communicative Aspects of Trade Marks: A Legal,
Functional and Economic Analysis (PhD Thesis University of London 1998) 28-29.

8 M Blakeney ‘Trade Marks and the Promotion of Ttgd€99) 5(6) Intl Trade L & Regulation 140.

%9 Diamond (n51) 237.

% Trademarks and Unfair Competition (n51) 110 (section 3:3). The term “physical sowcerigin” means
concrete origin, i.e. ‘that the trade mark refardte actual producer or trader of the product ..tooa
number of affiliated producers’. SeBhe Communicative Aspects of Trade Marks (n57) 123.
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itself is a matter of no importance; trademarksndo tell consumers where the goods
and/or services come from. Rather, consumers axemterested in knowing that certain
goods and/or services emerge from a certain soarwk origin which could be
anonymous, and this makes them differentiate between theselgand/or services from
the goods and/or services of others of the sanss%l&s Denicola argues:
‘Trademarks could be understood as indications,neaessarily of physical origin,
but of a more general connection between the tradewwner and the trademarked

goods.®

E-1-b Primary and secondary functions

The application of the Economic-Social Planningtraidemarks presumes that the
source and origin function of trademarks is themary function of trademarks. Any
trademark should be able to function in this mano#rerwise it could not qualify as a
trademark. Therefore, this thesis considers thecsoand origin function as the only
primary function for trademarks, because protectibauld be based upon this function;
this is achievable through the confusion test. Bgtast, other functions of trademarks

should be considered secondary, because protesttaarid not be based upon them.

Trademarks could have —and in most cases do hatleer secondary functions:
quality, advertising and informative functions. Theality function, as a secondary
function, differs from the source and origin fulecti The latter should exist in all
trademarks, whereas the existence of the formeoti® necessity, and when it exists ‘it
retains a neutral charact&f’lt could inform the consumer that he/she findsagtipular

article with a high quality, but it could reminchet consumers of bad quality.

61 SA Diamond ‘The Public Interest and the Tradenfyktem’ (1980) 62 J of the Patent Office Society
537, arguing that ‘[tfrademarks are the symbols bralge the gap that now has grown so wide between
the producer and the consumer.’

2 RC Denicola ‘Some Thoughts on the Dynamics of Faderademark Legislation and the Trademark
Dilution Act of 1995’ (1996) 59 L & Contemporarydtiems 77.

83 | ntellectual Property: Patents, Copyright, Trade Marks and Allied Rights (n45) 621 (para 16-23).
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Trademarks perform a further, secondary functiosidess that of quality, namely an
advertising and marketing function. In today’s neask where a huge number of goods
and services are available, producers are abledaheir trademarks to advertise their
products®® This allows purchasers to identify the source arigin of products, and
‘[tlhe way in which trade marks facilitate this pess is by their ability to distinguish and
identify goods and service®’Indeed, ‘[tlhe mark actuallgells the goods’ (emphasis
added)’® meaning that it facilitates consumers’ identifioatof the source and origin of
the goods and/or services. In turn, this bendfigsawner in selling his/her goods and/or
services, because the advertising function assigieeventing of the diversion of his/her

sales to other undertakings.

The advertising function is related to the EconeB®dicial Planning theory, according
to which the creation of trademarks happens in stages; in the first the trademark
owner associates the mark with the article anchengecond stage the public grant the
required recognition to this associatfdrOne of the ways of achieving this recognition
and association by the public is through extenatheertising. It educates consumers and
creates a desire for goods and/or senfitdisalso creates brand awareness in the minds
of consumers, ‘especially in markets characteribgdover-capacity and increased

competition®® which makes the public’s recognition more sigific

The last secondary function of trademarks is thiatbeing informative’® This
function means that trademarks play an importala iro providing consumers with the
necessary amount of information which needs to dransunicated! Providing them

with information about products is also relatedpersonal experiences with certain

 JA Horwitz ‘Conflicting Marks: Embracing the Comgeences of the European Community and its

Unitary Trademark Regimg2001) 18 Arizona J Intl & Comparative L 248-249gaing that ‘a trademark
operates like an advertisement by convincing awmes to purchase the trademarked product.’

% Blakeney (n58) 141.

% Schechter (n15) 338. See al3be Communicative Aspects of Trade Marks (n57) 155, arguing that the
aim of advertising is ‘to sell goods by influencibgyers.’

57 wilf (n18) 8.

®8 The Communi cative Aspects of Trade Marks (n57) 122-123.

*ibid 154.

% This function is also called the communicativediion, because of its ability to convey informatiwon
consumers.

1 Blakeney (n58) 141.
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products, which differs from one consumer to thkeot This is also related to the
Economic-Social Planning theory, which considers tinademarks reduce consumers’
search cost& This entails providing consumers with the necgssdormation regarding

the products they wish to consume.

The informative function provides consumers withformation regarding the
sponsorship of the goods and/or services. Thista wm order to know the source and
origin of the products, which results in loweringetsearch costs for consumers. In
particular when the producer enters into a licemcgeement with another party
authorizing him/her to manufacture the productseurttie licensors’ trademark which
includes a relationship of sponsorship and affdiathat indicates a connection between
the licensor (the trademark owner) and the licen&ed.adas argues,

ilt is necessary to remind ourselves of the ta@cept of trademarks as being

essentially symbols or badges indicating sourcerigfin of the goods bearing such.

The word “origin” denotes at least that the goodsissued as vendible goods under

the aegis of the proprietor of the trademark whostlassumes responsibility for

them.”
For example, it is obvious that all the Coca-Cadéd Sn the world does not originate
from Atlanta in the US? Rather, the Coca-Cola Company enters into liceigreements
with others to produce under its trademark. Henle, informative function provides
consumers with information that the production ajc@-Cola in a certain country is

under the sponsorship and affiliation of a certaigin and source.

2 A Griffiths ‘The Impact of the Global AppreciatioApproach on the Boundaries of Trade Mark
Protection’ (2001) 4 Intellectual Property Q 32#jffédhs argues that trademarks ‘provide an ecoromi
benefit to consumers by providing them with uséffbrmation, which reduces the cost of searching fo
products with particular qualities.” See al3te Communicative Aspects of Trade Marks (n57) 120, 121,
Maniatis argues that ‘humans learned through sactalaction to utilise together with verbal symiol
other signs as mechanisms for communication’ ireotd preserve ‘the spent effort with the number of
purchases we make in a lifetime’. See also, Donee(&0) 601, arguing that ‘[tfrademarks reduce the
amount of time and money a consumer must spenkttinoa product by allowing for easier differeritiat
among products and producers.’

3 SP Ladas ‘Trademark Licensing and the Antitrust’L@973) 63 Trademark Reporter 248.

4 Blakeney (n58) 141.
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In conclusion, trademarks function in a number @inmers. The primary function is
the source and origin function, which all tradensaskould perform, whereas the quality,
advertising and the informative functions are seeoy functions and are attached to the
source and origin functioff.It has been argued that this primary function diegeloped
since it was first used in old historical ages luniir recent years. It has proved to be a
flexible notion which could be transformed to flulfne needs of modern trade. Being
able to identify that a product originates from aertain source and origin, albeit
anonymous, and distinguish those products fromrofteducts by others especially
when products are homogenous, alongside with baiblg to embrace the other
secondary functions, the source and origin funcispimdeed, the only rational basis for
trademark protection. This is because it regardsctinsumer confusion criterion as the
main standard, according to which consumers areqex from being confused as to the
source and origin of the products, which in turndfés trademark owners. On the basis
of this conclusion, a proposition for trademarktegss based on the source and origin
function will now be offered.

E-2 Proposition Based on Source/Origin

The shortcomings in Schechter’s argument do nonrtiest trademark owners should
not enjoy protection. Nor do they mean that owmémsell-known trademarks should not
enjoy more protection than those of ordinary maRather, any trademark system should
aim to provide protection for trademark owners, ahthe same time protect the rights of
the consuming public and other trad&Jhis could be achieved through the adherence
to the source and origin function of trademarksbasg theonly primary function
thereof, because there are secondary functionghwhight (but not necessarily) include

the quality, advertising and information functions.

> Shanahan (n2) 238-241, arguing that the origimtfon is the primary function of trademarks becaitise
plays an important role in consumer protection, iwhe the other functions are secondary functiohg;hw
not every trademark should have.

® Denicola (n62) 80.
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Owners of ordinary marks shall enjoy their right®iotheir trademarks according to
the origin and source function, according to whiody shall use their marks and prevent
others from using an identical mark over the salagsoof goods and/or services to which
the original mark is affixed. This is because consu confusion (as to the source or
origin) is the main criterion, according to thegomi and source function, and in using
identical marks over the same class of goods amglorices the confusion amongst
consumers is assumédand the owner shall not be obliged to prove itthis case, the
owner shall enjoy the right to ensure that hisnark is not used by others who could
unfairly take advantage by using an identical markr the same class of goods and/or
services, and the consuming public are protectenh fbeing confused. Conversely, if
someone uses an identical or similar mark overdamtical or similar class of goods
and/or services, then the owner of the mark shalkehthe right to prevent such use if
he/she could prove that the public will be confubgdhis use, or at least that the public

will likely be confused by such ugg.

Owners of well-known trademarks shall enjoy moretgetion than owners of
ordinary trademarks. Some marks prove to have mhistectiveness, repute or fame than
ordinary marks. This is achieved through the ownekestment and, more importantly,
the high degree of recognition and association lwiih@ consuming public attribute to
the mark, with the class of goods and/or servicaghvthey are used to. Such marks
deserve more protection than ordinary marks; howehe questions are: what kind of
protection should be accorded to such marks? Haddbis protection be formulated in

a manner which preserves the owners’ rights, dthders’ rights and public’s interests?

Schechter deals with these questions from one @etisp, that of the trademark
owners’ rights. Due to his adherence to the qudlihction, he wrongly concludes that
protection should be fully granted to trademarksewlused by others on non-related
goods’® Schechter’s policy focuses on ‘offer[ing] enhangedtection to originators of

" For example, see the Trade Marks Act 1994 (UK) cs2B)(1), where the existence of likelihood of
confusion is not required.

8 Trade Marks Act 1994 (UK) c 26 s 10(2).

9 Schechter (n15) 339, 345.
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unique marks® However, the proper and real injury is to provigl®tection to the
trademark owner, thereby depriving other tradeis the public from their rights. Thus,
well-known marks shall enjoy protection as longtlasir use by others shall result in
confusion or likelihood of confusion as to the sBuor origin. One scholar has argued, in
defence of such an approach, that expanding theegiion of trademarks to cover
dissimilar goods and/or services should ‘cover €asevhich the strength of the earlier
mark’s reputation was such that confusion woulduodespite the lack of similarity of
the parties’ goods, as long as confusion’ exists this way, owners of well-known
trademarks shall enjoy more protection than owoérsrdinary marks because of their
investment in the mark, and other traders shalehée right to use the mark on other
classes of goods and/or services, as long as teem® confusion or likelihood of
confusion. More importantly, the public will be &lgd to use the mark which they have
participated in its formulation, and they will epjahe right to enjoy cultural and
expressive rights in the mark. This cultural usérafiemarks is, indeed, vital to us as the
public, because ‘our culture is enriched by theade marks. They tell us a story, they

entertain us. They help us to express ourselvesiation to our world®?

This rationale seeks equity and equality amongstptrties involved in trademarks,
rather than adopting a quality argument which eédtegitimate barriers of competition
and affects the social and cultural developmerthefsociety. One central aspect of the
argument is therefore that the public’s confusisricathe source and origin of the goods
and/or services should formulate the rational bémidrademark protection. Confusion
should be the basis for assessing trademark irgnn@gt, even in the case of well-known

trademarks.

Once again, the importance of revisiting the plufgscal foundation of trademarks
comes to the surface, in order to be able to legi# and justify the protection based on

the confusion-origin/source rationale.

8 Trademark Dilution (n15) 23.

81 Michaels (n6) 339.

82 M Richardson ‘Copyright in Trade Marks? On Undansting Trade Mark Dilution’ (2000) 1 Intellectual
Property Q 79.
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F- Conclusion

This chapter has emphasized that the quality fanas not the appropriate rational
basis for trademark protection. Therefore, thetitutest, which is based on the quality
function, should not be deployed. The avoidancthefdilution arguments shall assist in
preventing monopolies in trademarks. It has beanifidd that the source and origin
function is the only primary function on which teadark systems should be based. The
test for trademark protection is, thus, the consucmmfusion rationale. The approach

concluded by this chapter allows other secondamgtfans to exist.

In this chapter, the argument was developed onb#dses of the Economic-Social
Planning theory. This argument adopts the confusaiionale as the proper test for
infringement. Accordingly, the consuming public shb enjoy two main right&
amongst others. Firstly, the public should be estsuhe right of having their state of
mind (confusion) as the only standard of trademafitngement. Secondly, the public
should be able to use trademarks for cultural apdessive use¥. The next two chapters
deal with the first of these rights. The aim ispi@ving the hypothesis of this thesis,
namely that the philosophical foundation of curreygtems should be revisited. As such,
it will be argued that current trademark systemthenUS and the UK deploy a utilitarian
approach, manifested in their adoption of the ditutrationale. They also apply the
confusion rationale in a wide manner. Such a witgns responsible for turning the
confusion argument into a semi-dilution conceptagthbr six deals with the second right
of the public which relates to the use of trademankcultural and expressive purposes. It
takes the case of parody as an example of thearstevof the Economic-Social Planning

theory.

83 See ch 2 s B-4-c.
84Seech1sE-7.
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CHAPTER FOUR: THE CURRENT PROTECTION OF TRADEMARKS IN
THE USA"

A- Introduction

In the second and third chapters, it has been drthe trademarks are founded
through a two-step process. First, the owner chwasmark and affixes it to his/her
product, and in the second, the public retain tlestngrucial aspect in attributing an
association between the mark and the product. Titusas been concluded that
trademarks should be formulated in a manner whidues the advent of a just and
attractive culture. This necessitates the adoptiothe source and origin function of
trademarks as the primary function thereof, andnaltely, the appropriate test is
achieved through the confusion concept.

In today’s world, various systems are adopted tdgut trademarks. Such systems
vary according to the aims and purposes to whiokeption is directed. However, the
value of theory is to rationalize and legitimize thdoption of a certain system. The
failure of certain systems to justify the protentithey provide makes it essential to
discuss such systems: that is, to highlight thkorttomings in order to prove the
reliability of the defended theoretical framewoile protection of trademarks in the
US seems attractive to any discussion on trademhadry, because it represents an
extreme point of view in favour of trademark ownewghout any proper reliance on
solid theoretical grounds. Additionally, the US eagudy is important, because its
vision of trademarks’ protection shall be imposegdtbe US over other countries
through its negotiating power in international @gments, or through the bilateral
free trade agreements into which it enters witleotountries.

" Parts of this chapter are to be published in tkiofd Journal of Intellectual Property Law & Praxeti
and the European Intellectual Property Review. MAs&r ‘The Lanham Act and the Trademark
Monopoly Phobia’ [2009] J of Intellectual Propetty& Practice (forthcoming, copy with author). MA
Naser ‘Recent Developments of Dilution in the U8 #imee UK’ [2009] European Intellectual Property
Rev (forthcoming, copy with author).

! Senate Rep No 100-515 (1988 U.S.C.C.A.N. 5577)388B4, although the TRIPs agreement
follows the European approach, the US was tryingmpose higher standards of protection for
trademarks. The Senate Report accompanying the IT988emark Law Revision Act (TLRA)
provided that the introduction of dilution in theSWvould ‘would also greatly assist U.S. negotiators
the Uruguay Round of the General Agreement on fBaahd Trade (GATT), who are urging other
countries to provide adequate protection for traatdshand other intellectual property. At the présen
time, other countries can resist agreeing to highirnational standards for intellectual propdsty
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The purpose of this chapter is to assess the U®riexge in the field of
trademarks, to discuss the foundations of the Tradks Act of 1946 (known as the
Lanham Act} and its current type of protection. The main aifrthis chapter is to
prove the expansion of trademark owners’ rightspugh the adoption of a wide
notion of confusion, in addition to the dilutionrmept. This shall prove that the
current philosophical foundation of trademarks s$tobe revisited, and that the
adoption of the Economic-Social Planning theoryrferan appropriate solution to the

expansion of trademark owners’ rights in tradensydéems such as the Lanham Act.

The first section introduces the US Trademark Althis leads to a greater
understanding of its initial foundations, and thammer by which protection was
directed. This also assists in assessing whetleeclihnges and amendments in the
Act were consistent with the original aims and jmsgs of the Act. Next, the
confusion doctrine will be considered, citing th#gtls and inadequacies in this, and
assessing the consistency of the Act with the pesiof the Economic-Social
Planning theory. The remaining part of this chapbkeds light on the dilution
doctrine and its expansionist nature. Throughoig thhapter, emphasis is directed
towards assessing these doctrines according tprédmises of the Economic-Social
Planning justification.

B- Introduction to the Lanham Act
As already outlined,the Supreme Court ifirade-mark casésconsidered the US

Trademark Act of 1870 as unconstitutional. ‘[T]redek protection did not come

within the scope of the Constitutional Patent op@ight clause® Thus, ‘Congress

pointing to the fact that the United States itqmibvides little protection against dilution in many
States. The dilution provision would show that [theited States is not] asking other countries t@ gi
better protection than [it is] willing to give, wtti will be increasingly important as negotiations
proceed under the new GATT trade round.’

2 The Act was named after its sponsor Congressmim Barland Lanham. See- JT McCarthy
Trademarks and Unfair Competitiof2™ edn The Lawyers Co-operative Publishing Co. NewkYo
1984) 139 (section 5:4).

¥See ch 2 s B-1-a.

* Trade-mark case$00 US 82 (1879).

® K Aoki ‘Authors, Inventors, and Trademark OwneRsivate Intellectual Property and the Public
Domain Part 2’ (1993-1994) 18 Columbia-VLA J of LtBe Arts 235.
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has exceeded its powérhecause ‘there is no specific Constitutional laegugiving
Congress power to regulate trademarkafterwards, consecutive trademark statutes
were ‘attempt[ing] to establish a balance on thestjon of constitutionality® This
section argues that the Lanham Act, initially, wast established on utilitarian
grounds. It was formulated on the basis of the @mwand origin function, and
considered other traders and the public as righidrslin trademarks before it shifted

towards the current expansionist rights to trad&moamers.

Understanding how the Lanham Act was formulatediireg an investigation of
its aims and purposes. Reference to such aims Islaallto the Act’'s recognition to
other parties in the trademark formdlalrhis will support the argument that
trademarks wer¢henregarded as ‘psychological sensations and soeadtions to
symbols.*® This, however, was before ‘the emphasis of U.8degmark law has
shifted from protecting consumers to protectingléraark owners** Then, some
points which accord with these aims and purposdsbei discussed, such as the

existence of the source function and the recognufoother parties’ rights.
B-1 The Aims and Purposes of the Lanham Act

The central argument before and during the enadtmiethe Lanham Act was
concentrated on the fears that trademark rightsldvaurn into ferocious exclusive
rights. US courts and scholars ‘were troubled bg thonopoly implications of

recognizing exclusive rights in words of commonesge™? This

® Trade-Mark casegn4) 89.

" Trademarks and Unfair Competitiqn2) 136 (section 5:3). See also, Aoki (n5) 235-23

8 SM Maniatis The Communicative Aspects of Trade Marks: A LeBahctional and Economic
Analysis (PhD Thesis University of London 1998) 35. See,als Beier ‘Basic Features of Anglo-
American, French and German Trademark Law’ (1975)n88 Rev of Industrial Property and
Competition L 291.

°See ch1s E-6.

1 Trademarks and Unfair Competitiqn2) 140 (section 5:4).

1 Aoki (n5) 236.

12 MW Handler ‘Are the State Antidilution Laws Comjid¢ with the National Protection of
Trademarks?’ (1998) 88 Trademark Reporter 422.
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‘anti-trademark sentiment was shared in the acad@mmmunity that viewed
trademarks as a means for creating monopoly powdavor of the trademark
owner.™?
Courts were ‘sometimes sensing intuitively thatéRelusionary nature of trademarks
may be in some way “monopolistic® and were reluctant to rule in favour of
trademark owners because they felt that this waimagthe interests of the pubfit.
It was argued, at that time, that ‘the public iestrwill suffer unless the courts are
very cautious either in recognizing ... exclusivehtigor in enlarging their scop®.’
In addition, the US Department of Justice ‘assetibed trade-marks are monopolistic
and any statutory protection of them plays into lthads of big business and should

be discouraged-’

However, discouraging the statutory protection oddémarks provides no
solution. It is true that trademark policy-makenrsd aegislators should focus on
avoiding monopolizing the rights of the owners. Bielieless, this should not turn
into a “monopoly phobia*® Rather, trademark systems should provide a pioteta
trademark owners, based on confusion, as the Edor®otial Planning theory
suggests. This allows greater public access t@mnatks in expressive uses, and takes
into consideration other traders’ rights in allog/ithem to invest and operate in an
atmosphere of fair and just competition.

Pattishall has cited this exaggeration of “traddamrobia”. He argues that ‘there
is no public interest served in granting a monopialy the creation [of] ... [an]
attractive trade-mark® However, he contends that

13 M Leaffer ‘Sixty Years of the Lanham Act: The Dieel and Demise of Monopoly Phobia’ in H
Hansen (edV.S. Intellectual Property Law and Poli¢¢™ edn Edward Elgar Cheltenham 2006) 85.
See also, M Leaffer ‘Fifty Years of the Lanham Athie Decline and Demise of Monopoly Phobia’ in
HC Hansen (ed)nternational Intellectual Property Law & PolicfVolume 7 Juris Publishing Inc
Huntington NY 2001) 38-1.

14 DM McClure ‘Trademarks and Unfair Competition: Ait@al History of Legal Thought' (1979) 69
Trademark Reporter 308.

15BW Pattishall ‘Trade-Marks and the Monopoly Phol§951-1952) 50 Michigan L Rev 969.

6 SC Oppenheim ‘The Public Interest in Legal Prateciof Industrial and Intellectual Property’
(1950) 32 J of the Patent Office Society 906.

" ES Rogers ‘Excerpts from the Lanham Act and theigdrunction of Trade-Marks’ (1972) 62
Trademark Reporter 259.

18 pattishall (n15) 968-970.

9 Oppenheim (n16) 917.

2 pattishall (n15) 971.
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‘[courts] need have no fear that in protecting adé&mark a monopoly may be
granted in anything that is public property so lagy[they] adhere[...] to the
likelihood of confusion test*

Congressional discussions acknowledged the feammarfopolistic trademarks
rights. The Senate Report, discussing the Lanham #iesses that the aim and
purpose of this Act is twofold:

‘One is to protect the public so it may be confiddrat, in purchasing a product

bearing a particular trade-mark which it favorakhows, it will get the product

which it asks for and wants to get. Secondly, whiseeowner of a trade-mark has
spent energy, time, and money in presenting topingic the product, he is
protected in his investment from its misappropoiatoy pirates and cheats. This is
the well-established rule of law protecting botke thublic and the trademark
owner.??
In order to assure that the first purpose of thehlaan Act is fulfilled, ‘confusion to
the public [should form] the essence of ... tradeniafiingement’?® Such protection
against consumer confusion shall also serve thensepurpose, namely protecting

the trademark owner as well.

A number of following court decisions have assertieel dual purpose of the
Lanham Act. For example, ifiwo Pesos Inc v Taco Cabana?hthe Supreme Court
asserted that ‘the Lanham Act’'s purposes [are turs¢ to a mark’s owner the
goodwill of his business and protecting consumeitsility to distinguish among
competing producer$® The US Court of Appeals iAvery Dennison Corp v Jerry
Sumptof? provided that

*!ibid 978.

22 Senate Rep No 79-1333 (1946), available at
<http://ipmall.info/hosted_resources/lipa/trademéPksLanhamAct 026 _HR_1333.f#n(19 August
2008).

See also, JA Cody ‘Initial Interest Confusion: WHater Happened to Traditional Likelihood of
Confusion Analysis?’ (2002-2003) 12 The FederakdiirBar J 648-650. See also, MJ Allen ‘The
Scope of Confusion Actionable under Federal Tradkrhaw: Who Must be Confused and When?’
(1991) 26 Wake Forest L Rev 324.

#Dart Drug Corp v Schering Corp20 F.2d 745, 116 U.S.App.D.C. 23 (1963) 750.

2505 U.S. 763, 112 S.Ct. 2753 (1992).

“ibid 763. See alsddyde Park Clothes Inc v Hyde Park Fashions 20¢ F.2d 223 (1953). See also, J
Lobur ‘Trademarks — Likelihood of Confusion and tReblic Interest’ (1973-1974) 20 Wayne L Rev
1206.

%189 F.3d 868 (1999).
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‘[tjwo goals of trademark law are reflected in tfemleral scheme. On the one
hand, the law seeks to protect consumers who laweetl particular associations
with a mark. On the other hand, trademark law sézksotect the investment in a
mark made by the ownef”
This decision by the Court of Appeals is significdhconsiders that the rights of the
public derive from the articular associations they form with the markhis shows
a high degree of consistency with the premiseshef Economic-Social Planning
theory for the justification of trademarks. It algiesumes that this association is part
of the process of authoring trademarks. This reguithe implementation of the
confusion test, because it is the most appropratienale to assess the extent of

impairing public’s association.

Still, there is a third purpose, which should h&seen embodied explicitly in the
Senate Report, which is the right of other trad&he report did not give any regard
to the rights of other traders and rivals to useilar marks in a manner which shall
not cause confusion to the public. However, the ptairoof other traders could be
inferred from the first aim of protecting the publit could be construed that the
owners’ protection within the boundaries of the fasion rationale allows others to
use similar, or identical marks if this use willtremuse confusion to the public. One
scholar, correctly, argues that

‘to the extent that [the mark’s] corresponding bseothers is likely to result in

confusion of source with the prior user, that mtiah prior user’s individual trade

identity should be protected and use denied tohemet no more no les&”’

All in all, the Lanham Act initially aimed to prate the public against any
confusion as to source and origin, as the officmhgressional documents indicate.
Thus, the scope of the actionable confusion shbeldssessed in accordance with the
aims and purposes stipulated by Congfédsthe aims and purposes on which the
Act was based were followed today, protection wdaddconsistent with the premises
of the Economic-Social Planning theory. According this theory, consumer

confusion would be the only test, and dilution wbuobt be available at all. Next, the

“ibid 873.
28 pattishall (n15) 979.
2 Allen (n22) 324.
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aspects reflecting the Act’s purposes will be esgallo which were undermined by the

adoption of a wide notion of confusion, as welttzes adoption of dilution.

B-2 Aspects Reflecting Lanham’s Aims and Purposes

This section argues that in certain respects,Laréham Act initially embodied
aspects which accorded with its aims, as outlifem/e. Currently, the expansionist
trend favouring monopolistic rights to trademarknans has diminished the effects of
such aspects. The source function and the rightshadr parties under the Act will

now be discussed.

B-2-a Source/origin function under the Lanham Act

The Lanham Act, in defining trademarks, provideat tthey mustitientify and
distinguish[the owner’s] goods, ... from those manufacturedad by others and to
indicate thesourceof the goods, even if that source is unknown’ (eagis added

Analysing this section, two conclusions could bierired.

First, a sign in order to qualify for registratiaa a “trademark” under the Lanham
Act should be able to identify ardistinguishthe source of goods and/or services.
Thus, ‘[a] trademark, to function as such, mustptw the origin or ownership of the
article to which it is applied* Second, the trademark system should focus onggivin
owners the right to use their marks in a manneckensures product differentiation.
The core of protection lies in protecting consumiosn confusionand requiring
actual confusion, or at least, the likelihood ohsemer confusion as the proper test

for infringment.

This interpretation shows that the main goal ef ilanham Act, when it was first
enacted, was to ensure that consumers were prdtécim any use of trademarks

which was likely to cause confusiGhMoreover, anyone who uses a trademark in a

% Trademarks Act 1946- Lanham Act (USA) 15 U.S.@187 (Section 45).
313J Liddy ‘The Lanham Act- An Analysis’ (1996) 86aflemark Reporter 421.
32 MJ Kaplan ‘Antidilution Statutes and the First Andgnent’ (1992) 21 Southwestern U L Rev 1141.
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manner which ‘is likely to cause confusion, or stmse mistake, or to deceive, shall be

liable...’.3

Courts in the US were at first acknowledging thhé tproper function of
trademarks is the source and origin function. A bemof cases, before the
introduction of the Lanham Act reflected the polinjtrademark systems as based on
the source and origin function. For instance, ie Hanover Star Milling Co v
Metcalf** the Supreme Court provided that ‘[tlhe primary gmdper function of a
trademark is to identify the origin or ownershiptioé article to which it is affixed®
Other decisions stressed that ‘the trade-mark neitbier by itself, or by association,
point distinctively to the origin or ownership dfet article to which it is applied® In
Manufacturing Co v Trainéf the court argued that

‘[tihe symbol or device thus becomes a sign to ghelic of the origin of the

goods to which it is attached, and an assuranddhbg are the genuine article of

the original producer. In this way it often provis be of great value to the
manufacturer in preventing the substitution ane sdlan inferior and different
article for his products®

Afterwards, courts mixed the source and origin fiomc with the quality function,

arguing that trademarks function both to indicaterse and quality of products.

In conclusion, the Lanham Act admits that trademdtnction as identifiers of
sources and origins. Today, this is not the onhcfion of trademarks. The quality
function is present through the adoption of thaittbh concept. The next section
discusses instances whereby the rights of the pubid other traders have been

recognized under the Lanham Act.

% Trademarks Act 1946- Lanham Act (USA) 15 U.S.@184 (Section 32).

34240 US 403 (1916).

% ibid 412.

% Lawrence Manufg Co v Tennessee Manuf'g 138 U.S. 537, 11 S.Ct. 396 (1891), 5&&e also,
Canal Co v Clark80 U.S. 311 (1871) 323. See alstgLean v Flemin®6 U.S. 245, 6 Otto 245 (1877)
254.

37101 U.S. 51 (1879).

%8 ibid 53.

39 See for exampleAvrick et al. v Rockmont Envelope €85 F.2d 568, 69 U.S.P.Q. 431 (1946) 571-
572.
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B-2-b The rights of the public under the Lanham Act

The recognition of the rights of the public in tmurse of trademarks is one of the
most crucial aspects of the Lanham Act. The publiE not passive in trademarks.
Rather, they are important players, and have tligyato make some marks, which
are not eligible for registration, capable of beirggpistered through the public’s
association of that mark with the product. The publso can seize hold of certain
marks which they believe no longer represent ootiethe source of the goods and/or

services to which they are affixed, rendering smeiiks generié®

Such aspects of the entitlements of the publicjastfied only if the process of
creating trademarks is understood. The consumirjgys association of the mark
with the goods and/or services is the corner-stortbe creation of trademarks. The
public shall therefore enjoy the right to halt tlissociation and render the mark
generic. They might also attribute secondary mepam certain signs which lack
distinctiveness, thereby making them registrable.

(i) Secondary meaning*

Trademarks should be inherently distinctive, ineortb qualify for registratioff
The Lanham Act excludes from registration ‘a markicki when used on or in
connection with the goods of the applicant is merdéescriptive ...** Since
descriptive marks indicate the characteristicsrofipctst* other traders ‘must be left
free to use, the same language of description atimd their goods before the
public.”* This is because ‘one person may not lawfully matiap the use of words

in general use ... to describe [his/her goods ars#fprices]*.

0 Seeinfra s B-2-b (ii).
1 Also known as the “acquired distinctiveness doeffi See- J Jacoby ‘The Psychological
Foundations of Trademark Law: Secondary Meaningpe@eism, Fame, Confusion and Dilution’
(2001) 91 Trademark Reporter 1029. See also, A @dariistinctive Character Acquired Through
Use: Establishing the Facts’ in J Phillips andrm@&i (eds)Trade Mark Usg1* edn Oxford University
Press Oxford 2005) 71-72.
2 Trademarks and Unfair Competitiqn2) 435 (section 11:2).
3 Trademarks Act 1946- Lanham Act (USA) 15 U.S.@082 (Section 2(e)).
:;' Estate of P. D. Beckwith Inc v Comr of Pate2i2 U.S. 538, 40 S.Ct. 414 (1920) 543.

ibid 544.
“® ibid 540. See also, VN Palladino ‘Assessing TraalmSignificance: Genericness, Secondary
Meaning and Surveys’ (2002) 92 Trademark Repo5&r&b9.
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According to the Economic-Social Planning theolng tonsuming public are “co-
authors” of trademarks; consequently, they can edna descriptive sign into a
trademark. This happens due to the public’s assogiaf the descriptive sign with
the products of a particular trader. Thus, ‘a ficannot register a descriptive mark
until it is able to show that consumers actuallyognize the mark as distinguishing
the firm’s goods”’ This mark should

‘acquire[...] the distinctiveness that characteriagsademark, namely, the ability

to indicate the goods of one producer and distsigng them from the goods of

others'#®
The US Court of Appeals ihM. Huber Corp v Lowery Wellheddgrovided:

‘To acquiresecondary meaning, a descriptive mark must haver‘lised so long

and so exclusively by one producer with referemcki$ goods or articles that, in

that trade and to that branch of the purchasindiqulphe mark has] come to

mean that the article is his product®.’

The Lanham Act acknowledges the ability of the comimg public to make
descriptive marks eligible for registration. Ittt that ‘nothing ... shall prevent the
registration of a mark ... which has become distusctdf the applicant’s goods in
commerce®! The secondary meaning doctrine, however, is netafly means of
recognizing the rights of the public under the LamhAct; it also embodies the

doctrine of genericness.
(i) Genericness

The doctrine of genericness reflects the powehefpublic to associate the mark

with the whole class of products, rather than tloelpcts of the trader. Thus, they can

" SL Carter ‘The Trouble with Trademark’ (1989-199@)Yale L J 776.

“8 palladino (n46) 859.

49778 F.2d 146 (1985).

*Vibid 1470.

*! Trademarks Act 1946- Lanham Act (USA) 15 U.S.@082 (Section 2(f)).

95



end the life of the trademark. The mark then cetségnote the source and origin of
the goods and/or servic&s As one scholar argues:
‘Such generic designations tell the buyer whatgheduct is, not where it came
from[, and] ... [tJo grant an exclusive right to ofsen of use of the generic name
of a product would be equivalent to creating a npaiyin that particular product,
something that the trademark laws were never ir@ol accomplish®
Thus, the Lanham Act gives any interested partyrigite to file a petition to cancel
the registration of the trademark if it ‘becomes tpeneric name for the goods or

services™*

One of the most famous cases regarding the doodfirgenericness is that of
Bayer Co Inc v United Drug C8 In this case, the court ruled that the word “Aspir
no longer referred to its manufacturer or to thgiorand source of the goods; it was
rather used ‘to denote a kind of produétJudge Learned Hand asserted that:

‘If the defendant is allowed to continue the useh&f word ..., there is a chance

that it may get customers away from the plaintyffd@ception. On the other hand,

if the plaintiff is allowed a monopoly of the woas against consumers, it will
deprive the defendant, and the trade in generaheofight effectually to dispose
of the drug by the only description which will bederstood. It appears to me that
the relief granted cannot in justice to either ypatisregard this division; each

party has won, and each has I6&t.’

This judgment is important in a number of waysstithe court considered the
vital question in this case to be: ‘What do the dmgyunderstand by the word for
whose use the parties are contendifigPhe significance of this question is that it

focuses on the role of the public and the assaciatiey grant to the mark. This is

2 See- Feathercombs Inc v Solo Products G066 F.2d 251 (1962) 256. See also, SR Weber
‘Trademarks and Genericness: Loss of a Mark tcPtlidic Domain Through its Transformation into a
Generic Term’ (1989-1990) 17 Western State U L RE9.

3 Trademarks and Unfair Competitiom2) 520 (section 12:1), 521 (section 12:1). Ske,aRH
Folsom and LL Teply ‘Trademarked Generic Words{29980) 89 Yale L J 1324.

** Trademarks Act 1946- Lanham Act (USA) 15 U.S.Q084 (Section 14(3)).

*“Thermos” is another famous example of generic maBeeKing-Seeley Thermos Co v Aladdin
Industries Inc321 F.2d 577 (1963) 580, 581.

272 F. 505 (1921).

*"ibid 512.

%% ibid 513-514.

*%ibid 509.
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consistent with the presumptions of the Economick8oPlanning theory, which
considers the public’s association of the mark wit@ goods and/or services as the
corner-stone in the creation and protection of emaarks®® Second, the court
considered that the trademark formula included dlmer, other traders and the
consuming public. In so doing, the court's emphass not so much on the need to
turn the mark into a monopoly to the owner, bubheato consider the rights of other
rivals and to strike a balance between those istelia the light of the meaning that
the consuming public attributed to the mark. Thiscads with the premises of the
Economic-Social Planning theory, because it comsidk the parties in the trademark

formula®!

B-2-c Other traders’ rights under the Lanham Act

A further aspect which proves that the Lanhamwas not intended to provide a
monopolistic tool to trademark owners is recogmdime rights of other traders. This
is apparent through a number of examples, one afhwd¢oncerned honest concurrent

use.

The ‘first in time ... first in righ? rule is the general rule for trademark
registration in the US. This rule is subject to &xeeption of honest concurrent use of
trademarks. This exception aims to acknowledgeritjtes of two undertakings to
register the same mark, provided that both usesal@verlap geographically. It is

also essential that this concurrent use will nstiltein causing consumer confusidh.

The honest concurrent use exception is recognimedhe Lanham AcY It
acknowledged that preventing the second user fegistering the mark would result

in monopolizing the mark to owner (first user)also causes unjust prejudice to the

0 gSee ch 2 s B-4-c.

®1See ch1s E-6.

%2 MJ Alexander and JH Coil ‘Geographic Rights in demarks and Service Marks’ (1978) 68
Trademark Reporter 101.

83 5 Lefkowitz ‘A Concurrent Use Registration as dl&sion of Established Territorial Rights; Fact or
Fiction?’ (1975) 65 Trademark Reporter 71, 73. 8ese, DA Kaul ‘Concurrent Use and Registration
of Trademarks’ (1972) 62 Trademark Reporter 581-582e also, DS Barrett ‘The Future of the
Concurrent Use of Trademarks Doctrine in the Infation Age’ (2000-2001) 23 Hastings Comm/Ent
L J 689.

® Trademarks Act 1946- Lanham Act (USA) 15 U.S.@082 (Section 2(d)).
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second user who innocently used the mark and iegde@stcreating the association in
the minds of consumers through advertising. Theegrgon of this registration has no

real justification because of the lack of interactbetween the uses of both parfies.

Analysing this section of the Lanham Act leadsaonumber of significant
outcomes, which support the argument that the Aat designed on non-utilitarian
grounds. First, it stresses that granting two tradee right to use similar, or identical
marks is based on the condition that such use nwill cause consumer confusion.
Second, the importance of this section derives fthm fact that it is not merely
designed to protect other traders and give thenrighe of concurrent use, but also
recognizes the right of the public, because theseldecided to give recognition to
both marks as distinct marks for different tradditsis is an important point, because
it falls within the premises of the Economic-Sodpdanning theory, which considers
that the public contribute to the creation of tradeks, and are as such, the “co-

authors” of trademarks, along with the own®rs.

Honest concurrent use was not the only way by whicbnopolies over
trademarks could be hindered. The Lanham Act regqulre applicant to have ‘a bona
fide intention... to use a trademark in commefédt.also embodies the cancellation
for non-use doctrine if the mark was not used lioee¢ consecutive yeat$According
to this rule, the owner of the mark is not allowedkeep and maintain the registration
of his/her mark if he/she is not intending to us® This is because not using a mark
will prevent new entrants from registering the sam&k which shall constitute a
monopoly promoting unfair competition, and ‘[ijfehmark is no longer associated
with the business, in the public mind, then the knahould be regarded as

abandoned”®

% See-Hanover Star Milling Can34) 405-406, 416. See also, Barrett (n63) 690-6&k also, Kaul
(n63) 581, 582 and 583. See also, Lefkowitz (n63) 3ee also, WS Creasman ‘Establishing
Geographic Rights in Trademarks Based on Interiset (2005) 95 Trademark Reporter 1020.

 See ch 2 s B-4-c.

" Trademarks Act 1946- Lanham Act (USA) 15 U.S.@081 (Section 1(b)).

%8 ibid § 1127 (Section 45).

9B Pretnar ‘Use and Non-Use in Trade Mark Law’ irhlllips and | Simon (edgjrade Mark Use(1®
edn Oxford University Press Oxford 2005) 15.

® Trademarks and Unfair Competition2) 773 (section 17:3). See alddajor League Baseball
Properties Inc v Sed Non Olet Denarius Btti7 F.Supp. 1103 (1993) 1130.
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B-3 Summarizing Remarks

In conclusion, the Lanham Act was intended toqubthe different parties in the
trademark formuld® Its aims and purposes accord with the premisesthef
Economic-Social Planning theory. However, it seeite to assess whether the Act,
where it stands today, still adheres to its inigadls. It shall be argued, in the coming
sections, that the confusion section is considgrabdened in favour of owners.
Similarly, the source function is no longer the ibasf protection. This has been
substituted with the introduction of the dilutioroncept, which is based on

Schechter’s quality function.

C- Consumer Confusion under the Lanham Act

This section aims to assess whether the Lanhant@oplies with the aims and
purposes for which it was enacted. More specifycallaims to explore whether the
confusion doctrine under the Act considers trad&nmwners and the consuming
public equally. The premises of the Economic-Soé&tnning justification are a
central argument in this assessment. The aim @dwee that the current confusion
concept is widened in favour of trademark ownens, fails to consider the public and
other traders as equal parties to trademark owmec®rding to the trademark

formula.”?

In doing so, the first section discusses the motd the confusion test, as
envisioned by the Economic-Social Planning thedwext, the texts regarding
confusion in the Lanham Act in its original formatll be analyzed, and the
amendment introduced into this confusion sectionsl962 will be tackled. This
attempts to prove that the these sections falltstioprotecting trademarks on the
basis of the confusion test, because they fail éterthine the proper limits for
confusion. This shall prove the shift towards geeaights of trademark owners, and

towards less adherence to the public as the catoee of consumer confusion.

"MSeech1sE-6.
2 ibid.
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C-1 Economic-Social Planning and Lanham Act

The Economic-Social Planning theory considers thatexistence of trademark
systems is an extreme necessity in modern sodiétg.theory calls for such systems
to be formulated in a manner which fosters a jasitactive culture. This could be
achieved by de-monopolizing trademark rights. Tthieory is translated into a
practical system, which is based on the sourceoaiggh function. Accordingly, the
test for trademark infringement is the consumerfusion system. The question
remains, however, as to which test of confusiorreguired. Is it any type of
confusion? Or should it have clear boundaries whefine the scope of the rights of

all involved parties?

Answering such questions should involve the fouiodatof the Economic-Social
Planning justification. Trademarks are “co-authdréy owners and the public.
Therefore, the confusion test should take into antthe rights of trademark owners
and the consuming public. The Economic-Social Rfepitheory does not aim to
deprive owners of their entitlement over trademaRather, what is a required is a
system which acknowledges both parties’ rightsaddition, the confusion test should
also consider the rights of other traders as a omempt of the trademark formufa.
This shall encourage free and fair competitionhia marketplace, without anyone of

the parties dominating at the expense of others.

Consequently, an equitable confusion test is requiuch a test should focus on
preventing any confusion as to the source andronfigoods and/or services. This
would ensure to trademark owners that diversiotraafe shall not exist. It shall also
protect the consuming public in not being led todurcts which they do not require.
At the same time, other traders will be able to @ mark when confusion is not
likely to exist. If this could be achieved, it shaktcord with the premises of the
Economic-Social Planning theory, as well as thesaand purposes of the Lanham
Act.

" ibid.
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The coming section explores the Lanham Act’s treatnof confusion. This will
be assessed in accordance with the claims of tbhedaaic-Social Planning theory,
and the Lanham Act’s aims and purposes. It shadirgaed that the steady shift in the
Lanham Act towards the extreme widening of ownggyists started with the widening

of the scope of the confusion test.
C-2 Likelihood of Consumer Confusion under the Lanlam Act

Confusion was the basic and standard concept asgdssdemark infringement
before the introduction of the dilution doctringarthe Lanham Act in 1995. It was,
indeed, ‘the hallmark of any trademark infringemeliaim.”* This concept proved to
be capable of developing and ‘has manifested anahke flexibility in its adaptation
to ... new realities™ It will be shown how the confusion concept is dapaof
developing to suit current legal needs, and cam ftite sole basis for trademark
infringement’®

This doctrine functions as a warning signal to prévany application for
trademark registration, which is likely to confuge public with the earlier mark.
Such marks which are likely to cause confusion #drerefore, not registrable. The
Lanham Act provides that:

‘No trademark by which the goods of the applicaalyrbe distinguished from the

goods of others shall be refused registration emptincipal register on account of

its nature unless it ... [c]onsists of or comprisemak which so resembles a

mark registered in the Patent and Trademark Officea mark or trade name

previously used in the United States by anotherrentcdhbandoned, as to lieely,
when used on or in connection with the goods ofghy@icantto cause confusign
or to cause mistake, or to deceive’ (emphasis 3dded

Thus, the trademark owner has the right to fileopposition to any application to

register a mark which is similar to his/her markitifis likely to cause consumer

" Polymer Technology Corp v Emile Mimr&i F.3d 74 (1994) 80.

> Leaffer 2006 (n13) 112. See also, Leaffer 200B)13B-21.

® See for examplinfra s C-2-a. See also generally ch 3.

""Trademarks Act 1946- Lanham Act (USA) 15 U.S.@082 (Section 2(d)).
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confusion’® However, if the owner does not oppose the apjdicaand if upon
examination of the application the Patent and Traat& Office finds
‘that likelihood of confusion with prior marks oames exists, the application is
rejectedex officio even if the owner of the prior mark does not ogptise

registration.”®

The Lanham Act prohibits any use which shall resBultonfusing the consuming
public, and creates liability in a civil action agst
‘[a]ny person who shall, without the consent of tbgistrant use in commerce any
reproduction, counterfeit, copy, or colorable imida of a registered mark in
connection with the sale, offering for sale, dmtion, or advertising of any
goods or services on or in connection with whiclhsuse islikely to cause
confusion or to cause mistake, or to deceive’ (emphasisa@dd
In addition, section 43(a) of the Lanham Act com¢éais main definition of confusion.
It reads as follows:
‘Any person who, on or in connection with any goodservices, or any container
for goods, uses in commerce any word, term, nayrapsl, or device, or any
combination thereof, or any false designation afior false or misleading
description of fact, or false or misleading reprgagon of fact, which idikely to
cause confusignor to cause mistake, or to deceive as to theliadidin,
connection, or association of such person with tergberson, or as to the origin,
sponsorship, or approval of his or her goods, sesyior commercial activities by
another person ... shall be liable in a civil actipnany person who believes that
he or she is or is likely to be damaged by such(estphasis added}.

These confusion sections were the touchstone imtioal to trademark
infringement cases. Courts considered that ‘ungerlanham Act the ultimate test is
whether the public is likely to be deceived or em&d by the similarity of the
marks.®? Unfortunately, what was considered once “the \dtientest” for trademark

infringement is considered today a traditional testrademark infringement. It is

8 ibid § 1071 (Section 21). For example, s&ant Food Inc v Nation’s Foodservice 170 F.2d
1565 (1983).

9 Beier (n8) 293.

8 Trademarks Act 1946- Lanham Act (USA) 15 U.S.@184 (Section 32(a)).

8 ibid § 1125 (Section 43(a)).

8 The New West Corp v NYM Co of California 595 F.2d 1194 (1979) 1201.
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undermined by the adoption of other doctrines, Whitovide monopolistic rights to
trademark owners. Proponents of exclusive and naistig trademark rights

consider that the confusion concept does consgtuétional basis for protection.

The Lanham Act should be credited for adoptingdbefusion test for trademark
infringement. Nevertheless, while there are somstipe points, others have been
omitted in the course of amending the Act, and 8ig confusion sections are not
detailed enough to specify and cover all aspectshefconfusion rationale. This
resulted in the courts being confused when deality trademark infringement
cases. The confusion sections under the Lanhanrad®® a number of questions,
such as whether actual or likely confusion is regfliiand what types of confusion are
actionable.

C-2-a Actual confusion or likelihood of confusion?

In the case of trademark infringement under thehlaam Act, ‘[i]t is not essential
to show actual confusion or deception in orderstafalish trademark infringemerit’
Rather, the trademark owner is only required tos@rimat the use of his/her mark by
others islikely to cause consumer confusion between his/her gand&r services
and the goods and/or services of others. Thus,

‘a] likelihood of confusion exists “when consumergewing the mark would

probably assume that the product or service itesgnts is associated with the

source of a different product or service identifisda similar mark.”%*
The flexibility of this requirement is that it do@®t require actual confusion. This
means that the mere probability of confusion isugimoto prevent the use of the mark
by others. However, the likelihood of confusiont tmsggests that confusion should be

more probable to occur than ridt.[Clourts are unanimous in declaring that

8 Miller Brewing Co v Carling O’Keefe Breweries of @ala Ltd452 F.Supp. 429 (1978) 444.

8 Citizen Financial Group Inc v The Citizens Natiorénk of Evans City and Citizens IWgL
32808575 (W.D.Pa.) (2002) 3. (Citingcott Paper Co v Scott's Liquid Gold /B89 F.2d 1225
(1978)).

8 JS Thomas ‘Likelihood of Confusion Under the Lanhaat: A Question of Fact, a Question of Law,
or Both?’ (1984-1985) 73 Kentucky L J 236. (Citidgvar Coffee Co Inc v Jos Martinson & Co Inc
142 F.Supp. 423 (1956)). See alSmdemarks and Unfair Competitiqn2) 45-46 (section 23:1). See
also,Board of Supervisors of the Louisiana State Uniteiand Agricultural and Mechanical College
v Smack Apparel C438 F.Supp.2d 653 (2006) 659.
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probability of confusion means more than a meresipdity of confusion’® this in

turn complies with the Economic-Social Planningoityepremises. It prevents any
probable act which might affect or alter the asstomn which the public attribute
between the mark and the products. This shoulchbexealusive right accorded to the

public.

The likelihood of confusion test allows the tradeknawner or any interested
party to file a civil action to prevent any use @ahimight constitute confusion in
future. This is one of the aspects of flexibilitiytbe confusion test which was adopted
in the Lanham Act. The reason for requiring a iikebd of confusion rather than
actual confusion is to ensure that the confusisehttens into a precautionary measure
to prevent actual confusion before it occurs, wiictuld in turn pre-empt the damage
before it occurs. However, although ‘ordinarily @emce of actual confusion is
difficult to secure®’ if the plaintiff —whether the trademark owner myanterested
party— is capable of proving that actual confusicourred, this would be a stronger

proof®®

Some scholars object to the likelihood of confusiest, claiming that it is not
based on real foundations, and argue that ‘actoiadusion is the best evidence of
likelihood of confusion® They also contend that survey evidence shows the
existence of actual confusion in a number of cd%éss such, they consider that

actual confusion should be the test for confusises.

However, the likelihood of confusion test is a meahpreventing the occurrence
of irreparable harm. We need not wait until irreggide damage happens to give the
owner, or the interested party, the right to filease of trademark infringement. Thus

‘harm can be stopped before it starts and befogmifsiant costs have been

8 Leaffer 2006 (n13) 124-125. See also, Leaffer 200B) 38-29.

87Chester Barrie Ltd v The Chester Laurie 189 F.Supp. 98 (1960) 102. See aMdes Shoes Inc v
R. H. Macy & Co Ind199 F.2d 602 (1952) 603. See alshe Earth Technology Corp v Environmental
Research & Technology I'WL 877 (C.D.Cal.) (1983) 4.

8 A Bartow ‘Likelihood of Confusion’ (2004) 41 Sanéjo L Rev 763. See also, Leaffer 2006 (n13)
125. See also, Leaffer 2001 (n13) 38-29, 38-30. &se Gilbert/Robinson Inc v Carrie Beverage-
Missouri Inc758 F.Supp. 512 (1991) 524. See alb Hour Fithess USA Inc v 24/7 Tribeca Fitness
LLC 447 F.Supp.2d 266 (2006) 277.

8 ES Clark ‘Finding Likelihood of Confusion with Agil Confusion: A Critical Analysis of the
Federal Courts’ Approach’ (1992) 22 Golden Gate Rdyv 398-399.

* ibid 397-398.
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incurred’® Moreover, actual confusion is, indeed, the bestience of trademark
infringement. However, this should not be a subiifor the likelihood of confusion
test, because it has been incorrectly stated tigatiack of actual confusion is proof
that no likelihood of confusion exist¥. Thus, [i]t is well settled ... that the plaintiff
is not required to prove any instances of actuafugion in order to be entitled to a

finding of a likelihood of confusior®®

Thus, it should be stressed that the likelihoodcoffusion is the “minimum
standard test” of trademark infringement. It givlks plaintiff the option of proving
actual confusion, which might strengthen his/hdegation of the existence of

infringement.

C-2-b Types of confusion or expansion of confusion?

Trademarks are source and origin identifiers; ad,sthe onlyprimary type of
confusion is related to source and origin. Sourck@igin confusion occurs when the
second user’s adoption of an identical or similarknconfuses customers as to the
source and origin of the products in question. Hawe

‘it is important to note that the public need noibWw the identity of the senior

source in order for actionable confusion to exisis sufficient that the public

simply believes the products bearing the marks ateafrom a single, though

anonymous, sourcé”

Trademarks might have other secondary functiond,tl@y could also fall under
the ambit of the confusion doctrine if the natufesach functions is compatible with
the confusion doctrine principles. As such, the fasion rationale accepts the
advertising and informative functions (regardingrsgorship and affiliation) within
its ambit. Accordingly, any confusion in this redas also actionable. This is correct,
because any confusion regarding advertising, spshgo or affiliation leads to
indirect confusion as to the source and origin.tl@ncontrary, the quality function by

I Barbecue Marx Inc v 551 Ogden Iht0 F.Supp.2d 689 (2000) 693.

92 Clark (n89) 4009.

93Elvis Presley Enterprises Inc v Barry Cap&&0 F.Supp. 783 (1996) 796.
% Allen (n22) 325.
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its very nature, especially because quality isettbje and differs from one consumer

to the otheP? could not be assessed according to the confusgin t

Therefore, advocates of a broad trademark protedticavour of the ownet8
“invented” a number of types of consumer confusatimer than the source and origin
confusion. The aim of this was to make an impliatroduction of the quality
argument within the ambit of the confusion doctriBach attempts have widened the
scope of confusion applicability, and made it ‘da@havith dilution’.’’ As a result, a
semi-dilution concept was introduced within the fosion concept. Such new types
will now be discussed, as will their effects on amging the confusion concept,

through various means.

(i) Confusion of sponsorship and subliminal confusin

The newly invented types of confusion include tlfasion of sponsorshi.
This type of confusion suggests that confusion magicur if the consuming public is
not confused as to the source; rather they arausedfbecause they will think that the
infringing user is using the mark under the sposisipror affiliation of the trademark
owner?® Another type of confusion is the subliminal coriéus which

‘occurs on a subliminal or subconscious level, [witecauses] the consumer to

identify the properties and reputation of one puaidwith those of another,

although he can identify the particular manufacturef each (emphasis
added)'®°

This expansionist trend in favour of trademark on@as unable to divert the
Lanham Act to comply with its premises rapidlywlas a process of steady change

throughout more than sixty years of the applicabif the Act, giving rise to a drift

% gee ch3sD.

% Such as those named by the Senate Report of th2 d96interested Private Organizations”. See-
Senate Rep No 87-2107 (1962 U.S.C.C.A.N. 2844) 2845

7 |eaffer 2006 (n13) 111. See also, Leaffer 200B)13B-20.

% Also known as confusion of affiliation or connecticSee-Worthington Foods Inc v Kellogg C&82
F.Supp. 1417 (1990) 1430. See also, Trademarksl®46- Lanham Act (USA) 15 U.S.C. § 1125
(Section 43(a)).

9 Leaffer 2006 (n13) 114-115. See also, Leaffer 200B) 38-22.

1% Ortho Pharmaceutical Corp v American Cyanamid &1 F.Supp. 1032 (1973) 1044. See also,
Farberware Inc v Mr. Coffee Ing40 F.Supp. 291 (1990) 302. See also, Jacoby (0¥5-1046.
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towards more absolute rights in trademarks. Stiik is an ongoing process which
shall not end until it gives the owner full exchesirights. Thus, as part of this
process, the expansionist's aim was to diminish tl@fusion concept as an
introduction to the dilution concept, without angjections as to the constitutionality
of the rights conferred by such concept, as hapéragd with the 1870 AcP?

Accordingly, the original sections of the Lanhamt Aggulating confusion were
amended in order to broaden the confusion ratiotmalaclude certain types such as
subliminal confusion. For example, the original diag of section 32(a) of the Act
required that confusion should be ‘as to the sowteorigin of ... goods or
services™® whereas the current proviso after the amendment962 does not
require the likelihood of confusion to be as torseuand origin. The Senate Report
accompanying this amendment did not give any perpasthis unjustifiable excision
other than ‘rearranging the languad®.'Courts contended that ‘the purpose of the
amendment was to broaden the scope of the sitgationwhich confusion would
result in infringement’?* and by eliminating the source and origin phrasmggess

‘evinc[ed] a clear purpose to outlaw the use ofléraarks which are likely to

cause confusion, mistake, or deception of any knad,merely of purchasers nor

simply as to source of origin®
Contrary to the courts’ approach, the purpose isfdmendment was not to introduce
new situations and types of confusion. Rather,din@ was to introduce the quality

function, which is based on the utilitarian andremic justification.

If the aim was really to introduce new types of fusion, then there was no need

to delete the source and origin phrase in the 1&62ndment. The drafters could

191 Seesupras B.

192 The original wording of section 32(a) of the LanmhAct provides that: ‘Any person who shall, in
commerce, use, without the consent of the registeany reproduction, counterfeit, copy, or coloeabl
imitation of any registered mark in connection witle sale, offering for sale, or advertising of any
goods or services on or in connection with whicbhsuse idikely to cause confusioor mistake or to
deceive purchasees to the source of origin of such goods or ses/i@mphasis added). This should
be compared with the wording of the current sect®eesupras C-2.

103 Senate Rep No 87-2107 (1962 U.S.C.C.A.N. 2844D28ge also, Allen (n22) 331, arguing that
‘[bleyond this “clarification,” the amendment arid iegislative history provide no further guidance.

%4 Ortho Pharmaceutical Cor(n100) 1043.

195 Syntex Laboratories Inc v The Norwich Pharmacal43d F.2d 566 (1971) 568. The court in the
Syntex Laboratoriesase had ‘adopted the expansive view that the Lranket protects confusion of
any kind on the part of anyone, without any ... latidns, [relying] upon the 1962 Amendment.” See-
Allen (n22) 349.
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simply have maintained this phrase and provided exeamples of confusion. There is
no point in removing one type of confusion (sousod origin confusion) and keeping
the (sponsorship or affiliation confusion). Moregvéhe sponsorship or affiliation
confusion is a sub-category of source and originfugion, because when the
consuming public are confused as to sponsorshgffiiation, then they arex officio
confused about the source and origin of the goadfoa services. One scholar argues
that ‘[a] corollary to source confusion is confusias to affiliation, sponsorship,
connection, relationship, or approvi® The real problem is that the omission of the
source and origin confusion shall result in inchgdsemi-dilution concepts, such as
subliminal confusio®’ However, this was not the only attempt to “erodkg

confusion test; other attempts aimed to includenttteon of post-sale confusion.
(ii) Pre-sale confusion and post-sale confusion

In addition to the traditional pre-sale confusiamew type of confusion could be
applied to trademark infringement cases; that ast-gale confusion. Scholars argue
that the introduction of the post-sale confusionswaot available before the
amendment of 1962° because of the Lanham Act's reference to the soaru
origin confusion. ‘Therefore the possibility of pesales confusion of a group beyond
immediate purchasers was preclud€d The concept of post-sale confusion suggests
that consumers are not confused whilst purchasatfer, ‘the use by ... purchasers
of [the] goods is likely to cause others to be asefl with respect to the mark&”In
Lois Sportswear U.S.A. Inc v Levi Strauss &'€dhe court held that according to its
interpretation, the Lanham Act was meant to pretleatikelihood of confusion when
the products in question ‘are observed in the pakt-context™? This means that the

confused parties are ‘persons who have not yet Hiollng goods at issue. [Hence,

196 Allen (n22) 325.

107) eaffer 2006 (n13) 131. See also, Leaffer 200B)1¥B-34.

1% Trademarks and Unfair Competitiqn2) 47 (section 23:1).

199 DM Tichane ‘The Maturing Trademark Doctrine of B8sles Confusion’ (1995) 85 Trademark
Reporter 401.

10 Allen (n22) 345.

111799 F.2d 867 (1986).

H2ibid 871. See alsalordache Enterprises Inc v Levi Strauss & &l F.Supp. 506 (1993) 515. See
also,Dorr-Oliver Inc v Fluid-Quip Inc94 F.3d 376 (1996) 381.
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post-sale] confusion arises on the part of obsereérthe goods that are already

purchased and in us&?

However, dividing the confusion concept into préesand post-sale confusion is
not based on real grounds. If the confusion tesbasource and origin is fully and
strictly applied, there will be no need to introdua new category of post-sale
confusion. If one were to suppose, for the sakearguument, that the trademark
“Rolex” was used by another infringer, then the capt of post-sale confusion
suggests that consumers buying the replica of tlggnal Rolex watches would not
be confused as to the source and origin of the gaddch they are buying, especially
that the low price of the watches will inform thehat they are not buying original
Rolex watches. The post-sale concept is not didetcieards those consumers; rather
it is directed towards those who will observe taplicas and will be confused about

such items.

If the confusion doctrine is applied appropriatédythis hypothetical example,
then using a mark which is identical to the origimark, and on the same class of
goods and/or services, is prohibited, because @héusion doctrine provides that in
such cases, consumer confusion as to the sourceoragid of the goods and/or
services is presumed. Thus, the confusion doctsitiesuffice to prevent such use,
and the owner of the mark “Rolex” will be able tdefa case of trademark
infringement where there is no burden of provingfasion, as is presumed in such
cases. This is before the infringing replicas aeduby purchasers, and before their
use is likely to confuse observers of the item.

In conclusion, new invented types of confusion @b am to prevent consumer
confusion. The goal of such attempts is to exphedconfusion types and to widen
the scope of confusion, in order to give tradenwavkers more monopolistic rights in
their marks. It shall be argued below that theufailof the Lanham Act to define the
scope of the confusion concept was the reasonuich snnatural expansion in the

confusion rationale.

113 | eaffer 2006 (n13) 128. See also, Leaffer 200B)1¥B-32.
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C-2-c Scope of confusion under the Lanham Act

In the light of the broad language of the confuspwavisions, the Lanham Act
suffers from a problem as regards the scope ofustori. This problem is apparent in
two respects. First, there is a lack of specifaratas to the similarity between the
marks and the goods and/or services in questicrorfsy, the Act does not refer to

the characteristics of the confused public.

(i) Specifications of marks and products

One major insufficiency of the confusion doctrinedar the Lanham Act is that it
does not differ between the different situationd arpected scenarios of confusion.
That is, it does not refer to the different insesto which confusion could be applied
in respect of the degree of similarity between tharks and products in each

particular case.

Three main scenarios of confusion could be intreduon the basis of the degree
of similarity or dissimilarity between the marksdathe goods and/or services in
guestion. The first is the use of an identical @éradrk on identical products, and in
this situation, confusion is presumed. The secatdgory is the use of similar or
identical marks over similar or identical produchs. this case, the likelihood of
confusion should exist to establish a case of tremtk infringement. Finally, the third
category is the case of “well-known marks”. In thi&se, protection is extended to
dissimilar goods and/or services if such use &l number of conditions. Such

categories shall define the exact boundaries detraark protection.

In many instances, courts were unable to deterthi@escope of confusion under
the Lanham Act. For example, in one aspect couagiged that
‘the protection which the law gives the owner dfalemark is not confined to the

goods upon which it is used by the owner, but eldeto articles which would
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reasonably be thought to come from the same safitweught under the same
name.**
This statement by courts shows a degree of adherenche source function of
trademarks. It also stresses confusion, but coesina show and assert that the scope
of confusion is indefinite, and that the protectiohtrademarks might extend to

dissimilar products.

Therefore, courts started to apply the confusieh dg@er ordinary marks, even on
non-competing goods and/or services, and were sedfas to the proper scope of the
confusion concept. For example, Dallas Cowboys Cheerleaders Inc v Pussycat
Cinema Ltd""® the plaintiff owned the Dallas Cowboys Cheerleaderam. The
defendants used an outfit almost identical to thioum of the plaintiff's team in a
sexual film. The plaintiff raised a case of tradekmiafringement, claiming that the
defendant’s use of its trademark caused consumugion. The defendants argued
‘that the Lanham Act requires confusion as to thgiw of the film ... [and] that no
reasonable person would believe that the film ostgd with plaintiff.**® However,
the court eventually ruled in favour of the pldintn the basis that ‘it is hard to
believe that anyone who had seen defendants’ dgxdepraved film could ever

thereafter disassociate it from plaintiff's cheaders.*'’

The unsavoury use of the mark by the defendantisisncase could be described
as “depraved use”. However, the court should héyectively dealt with the business
of the defendants as a certain class of goods aseéfwices. This is because the
registrability of trademarks is a matter of pulgdalicy, and as long as the Lanham
Act does not consider “pornography” contrary to [pubrder and morality, then the
court should not take the nature of the busingssdonsideration in the assessment of
infringement on the basis of confusion. The secstap in analysing the court’s
decision in the light of confusion is that the w$¢he defendants of the mark was for
dissimilar goods and/or services. The defendandg’ ig thus permissible, because

such protection over dissimilar goods and/or sewvics restricted to well-known

14 JR Lunsford ‘Trademark Infringement and ConfusidrSource: Need for Supreme Court Action’
(1949) 35 Virginia L Rev 218-219.

15604 F.2d 200 (1979).

“ipid 204,

“*7ibid 204-205.
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marks. Nothing in the facts of the case indicatest the plaintiff's mark is well-
known or famous. Finally, if the plaintiff is ingatl by the use of its mark in this
context or if such use would injure its businesputation then trademark
infringement cases are not the proper means fdr slaims''® Rather, defamation
cases could be the proper solution. Thus, this tses] not meet the traditional
standard of likelihood of confusioh*? therefore, ‘the continued validity of the Dallas

Cowboy holding is questionabl&®

The court inDallas Cowboys Cheerleadersase, probably impelled by its
intuitive intentions against “immoral and depraviéohs”, benefited from the broad
language of the confusion sections under the LanAamand ‘suggest[ed] that
Lanham Act § 43(a) supports the claim of tradenditktion.’*?* This expansionist
trend is supported by the fact that there is littleno guidance under the Lanham Act
confusion sections as to the scope of the confudiocirine. If there were any
adherence to the premises of the Economic-Sociahrifig theory, the courts’
decision would focus on different aspects, sucthaslegree of similarity between the
goods and/or services to which both marks were asédf such use would result in
confusing the public. Therefore, the decisive goestwhich the court should have
addressed is whether the plaintiff mark’s abilibyimdicate the source and origin of
his/her products was lessened or at least weakened.

It should be borne in mind that tiballas Cowboys Cheerleadetase holds very
specific facts. However, it is indicative in termisthe results of expanding the scope
of the confusion doctrine, namely enabling traddnmavners to contest different uses
of trademarks where confusion is not likely. Thss not the only insufficiency
regarding the scope of confusion; the lack of exiee to the requirements of the

confused party is another aspect of the scoperdtismn under the Lanham Act.

18 DK Park ‘Trademark Infringement — Lanham Act § @3¢ Source Confusion’ (1980-1981) 48
Tennessee L Rev 192, Park argues that ‘the cowoudldmot have used trademark law to reach its
result.’

"ipid 185.

120\WHS Entertainment Ventures v United Paperworketsriational Union997 F.Supp. 946 (1998)
953.

21T Farmany ‘Dallas Cowboys Cheerleaders v. Pusspirama’ (2001-2002) 12 J of Contemporary
Legal Issues 275.
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(i) Who should be confused?

The ideal assessment of the amount of confusedunmrs should be decided
upon the basis of the Economic-Social Planningrtheaxcording to which the focus
on the role of the public in the creation of tra@eks plays an important roté” Thus,
due to the fact that a wide cross-section of thesaming public attribute their
association to the mark, confusion should exisberlikely to exist amongst the
majority of the public who granted their associati® the mark. This is required
because the right of the public and their assamias crucial, and confusion amongst
a minority will not suffice. However, this does nokean that confusion or likelihood
of confusion should exist for the public at largather, confusion should be assessed

amongst the majority of prospective and expectedemers.

The Lanham Act fails to refer to the number of eoners who have to be
confused in order for infringement to occur. ThizsshHed courts and scholars to
introduce a criterion for the amount of confusedhstoners. For example, in
McGregor-Doniger Inc v Drizzle In¥ the court provided that ‘the crucial issue is
confusion on the part of an “appreciable number’cofsumers'** Other courts
provided that

‘[tlhe touchstone of trademark infringement undée tLanham Act ... is

“likelihood of confusion”: whether aubstantial number of ordinarily prudent

purchasersare likely to be misled or confused as to the s®wf the different

products’ (emphasis addet?.
Scholars supported the courts’ tendency to congldsra relatively high number of
consumers are required to be confused in ordestabksh trademark infringement.

For example, McCarthy argues that ‘[i]f an apprb@anumber of reasonable buyers

122 This results from the adoption of the source anmigim function as the primary function of
trademarks. See generally ch 3.

123599 F.2d 1126 (1979).

124ihid 1138. See alsdlontblanc-Simplo GmbH v Aurora Due S.R363 F.Supp.2d 467 (2005) 477.
125 Mushroom Maker Inc v R. G. Barry Cod#l F.Supp. 1220 (1977) 1225. See aldoDonald’S
Corp v McBagel’s In6&49 F.Supp. 1268 (1986) 1273. See alWestern Publishing Co Inc v Rose Art
Industries Inc910 F.2d 57 (1990) 59. See al¥8,W.W. Pharmaceutical Co Inc v The Gillette 933
F.2d 567 (1993) 571. See alddesign Solange Ltd Inc v Lane Bryant Wi 599552 (S.D.N.Y.)
(1997) 4.
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are likely to be confused by the similar marks nthieere is liability for trademark

infringement’1%®

Although it could be argued that courts’ and scislapproach as regards the
standard of the confused public is generally aa®pt possible shortcomings might
derive from the fact that their approach is notstnrcted on a theoretical basis, and is
subject to change and modification. Hence, the BanlAct should have referred to
this subject and addressed this problem.

C-2-d Test of confusion

To comply with the Economic-Social Planning theamyachieving a just and
attractive culture, trademark legislations shoulib@ a test which provides courts
with a clear, unified criterion for confusion. hall also assist new entrants when they
attempt to choose their marks. A clear and webldgdsghed test will indicate to
competitors that if the factors of the test arelijkto occur, then such use might
confuse consumers. Thus, it would give them moesiptability in the course of
choosing their mark, which would save them money tame in choosing a different
mark, rather than entering into a long and comgeitgrocess of litigation. This, in
turn, would result in the protection of the puhilcpreventing the adoption of any
mark which shall confuse them. It shall also alter association they make between

the senior mark and the products to which it ixed.

The Lanham Act does not embody any test for coafysior does it provide any
guidance as to the manner of assessing confusmri<Cnoticed this insufficiency in
the Act’?’ and were keen to invent a test for confusion. @heas, however, no
consensus amongst courts as to the factors redoiréde confusion test; each of the

eleven Circuit Courts adopted its own test for ositn’?®

126 Trademarks and Unfair Competitiofn2) 44 (section 23:1). See also, PW Smith ‘Traadm
Parody, and Consumer Confusion: A Workable LanharhIAfringement Standard’ (1990-1991) 12
Cardozo L Rev 1541.

127 Freedom Savings and Loan Association v Vernon Wawl/b/a Freedom Realty57 F.2d 1176
(1985) 1182.

128 Eirst Circuit Court test, seaBoston Athletic Association v Mark Sulliv&67 F.2d 22 (1989) 29.
Second Circuit Court test, sel@elaroid Corp v Polarad Electronics Corp87 F.2d 492 (1961) 495.
Third Circuit Court test, sed-isons Horticulture Inc v Vigoro Industries 1890 F.3d 466 (1994) 473.
Fourth Circuit Court test, sekene Star Steakhouse & Saloon Inc v Alpha of Vieginc 43 F.3d 922
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Despite the importance of the intervention of tloeirts, especially in the case
where the legislation does not cover a certain,ats Circuit Courts were not
successful in this particular situation. Firstlgettests developed by courts are very
similar in practice*® However, the regulation of trademarks at a fedesad| aims to
provide a unified system for protection; therefotlee Lanham Act should have
embodied the factors for this test. This would cwene the possibility of future split
between Circuit Courts in respect of this test; andures the harmonization which
the federal legislation aims to achieve. Secondlyd most importantly, the test
developed by Circuit Courts is designed to be &plpiin cases where the question of
confusion concerns dissimilar goods and/or sen/itet is argued that this kind of
protection should only be applied to well-known ksamot to ordinary marks.

In this context, it would be beneficial to discufise distinction between
“dissimilar” products and “non-competing” product&his distinction is not usually
addressed by scholarship; however, it would befaklp terms of identifying the
scope of trademark protection. The present authggests that the term “dissimilar”
is more strict than the term “non-competing”. Dissarity requires that the products
should be totally non-related products, while nompeting products infers that the
goods might be possibly relatédt. A proper example of non-competing products is
that of Aunt Jemima Mills Co v Rigney & C%&: In this case the mark was used for
pancake flour and syrup® These two uses of the mark could be classifiedcas

competing, but related, uses. Nevertheless, suels asuld not be classified as

(1995) 933. Fifth Circuit Court test, se@festchester Media v PRL USA Holdings #iel F.3d 658
(2000) 664. Sixth Circuit Court test, sed:-S. Structures Inc v J.P. Structures 1180 F.3d 1185
(1997) 1189-1190. Seventh Circuit Court test, 8sebecue Marx Inc v 551 Ogden 1885 F.3d 1041
(2000) 1043-1044. Eighth Circuit Court test, sBeduth News-Tribune v Mesabi Publishing @4
F.3d 1093 (1996) 1096. Ninth Circuit Court tesg-seurfvivor Media Inc v Survivor Productiod96
F.3d 625 (2005) 631. Tenth Circuit Court test, se@lly Beauty Co Inc v Beautyco 1864 F.3d 964
(2002) 972. Eleventh Circuit Court test, s€¢anetary Motion Inc v Techsplosion 1261 F.3d 1188
(2001) 1201.

129 MH Blerman and JD Wexler ‘Toward a Reformulatiohtiee Test for Determining Trademark
Infringement’ (1990) 80 Trademark Reporter 4.

%0 Some courts started an argument that ‘[the maltidr test used to determine likelihood of
confusion between noncompeting goods should alsappéed in cases involving directly competing
goods.” SeeCheckpoint Systems Inc v Check Point Software Déafjies Inc269 F.3d 270 (2001)
280.

131 AMF Inc v Sleekcraft Boats99 F.2d 341 (1979) 348, referring to the posisjbilf non-competitive
but similar uses of trademarks.

132247 F. 407 (1917).

133 Seeinfra s D-2-a.
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dissimilar uses. Thus, it could be concluded tisgithe term dissimilarity is more
approapriate because it limits the range of maliggk for protection, as it requires

the use to be totally different and unrelated.

However, courts should not be blamed for this sibua This was a result of the
indeterminate scope of the confusion section utiteet. anham Act. The Act does not
provide whether the scope of the confusion sectongrs similar or dissimilar goods
and/or services, or whether protection over didammgoods is confined to well-
known marks. This insufficiency regarding the scapeonfusion has led courts to
develop their own criteria, which resulted in caifig the courts as to the proper

scope of the confusion doctrine.

C-3 Summarizing Remarks

It has been argued that the Economic-Social Plgnmquires the existence of an
equitable test of confusion. Such a test shouldldde to recognize the rights of all the
parties in the trademark formul&:. It should clearly define the scope of confusion in
order to achieve the goals of the Economic-Sodiahming theory in a just culture

and a free and fair competition.

Throughout this section, it has been clearly protteat the current confusion
concept, under the Lanham Act, does not providedgmred notion of confusion.
While confusion was initially the corner-stone midemark protection under the Act,
it seems today to be a wide notion, which is outaiftext. It has been argued that
many attempts have widened confusion in a manneahwtenefited only trademark
owners. This has been proved through a numbersténices. The explicit reference
of confusion as to source and origin has been reohoas this was claimed to open
the way for new types of confusion. The result waes introduction of subliminal
confusion, which was described by one scholar asaf#ti-dilution notion smuggled
into federal trademark law™ In addition, post-sale confusion is now actionalte
aims to substitute the confusion test with the nassociation which does not lead to
confusion. It is also argued that the Lanham Acesdmot define a scope for

13 gee ch 1 s E-6.
135 _eaffer 2006 (n13) 131. See also, Leaffer 200B)1¥B-34.
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confusion. It does not provide for when confusismpiesumed or when it is required.
It also fails to denote whether well-known tradeksagare actionable under the
confusion protection. Similarly, the Act does naobypde a test for confusion, and
therefore there is no link with the public’s assticin between the mark and the

products.

All in all, the confusion concept under the Lanhawet is too wide. It does not
accord with the premises of the Economic-Sociahiilzg theory; nor does it comply
with the aims and purposes on which the Act wagdhaBresently, courts should be
aware that in protecting a trademark on the bdstemfusion, they might be granting
to the mark owner something that is public propeftyere is thus a need to rethink
the foundations of current trademark systems.

D- Dilution under the Lanham Act

After having discussed the confusion concept utlderl.anham Act, and proved
its current expansion in favour of trademark own#mns section discusses the dilution
concept. Dilution is the effective tool for tradetwawners to monopolize rights in
trademarks. This section aims to explore the intctidn of dilution under the
Lanham Act, exploring its aims and purposes. Thif assist in proving the
utilitarian grounds of dilution, which are respdsisi for the current expansion of
trademark owners’ rights under the Lanham Act. Asreault, revisiting the

foundations of trademark systems will become ewiden

This section starts with the Economic-Social Plagrtheory’s vision of creation
and entitlement in the case of well-known tradermarkhis is important because
many calls defending the introduction of the notioh dilution argue that the
confusion concept fails to provide proper protattio owners. Then, the substance of
the dilution theory in the US will be presented. dmthis, it is necessary to tackle the
history, definition, types and requirements of thiition action under the Lanham
Act. The evaluation of the current state of pratectunder dilution is essential for the
conclusion of a normative approach which aims twiogle a substitute for the dilution
concept in relation to the protection of well-knowrarks, in order to conclude an

improvement to this area of trademark protectiondbing so, the conclusion will
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apply the dilution theory within the scope of theoRomic-Social Planning theory.
The aim is to challenge the concept of dilution mdevise the argument in favour of
more public access to well-known marks trademaaksl, in the need to balance the

rights in trademarks rather than giving more exeitisin well-known marks.

D-1 Economic-Social Planning of Well-Known Marks

Arguments defending the dilution theory consideat ttrademarks are the sole
creation of their ownerS® Accordingly, they consider the rights of trademark
owners, which should be remunerated for the creatiotrademarks. They should
also be assured the proper incentives. This saef@rithe creation of trademarks is
unrealistic. Rather,

‘trademark[s are] not ... word[s] or symbol[s] but @association of an object with

a sign. [They are] not authored by the producti@iketing of an object in its

package but by a joint interpretive enterprise leemvauthor and publi¢®’

The Economic-Social Planning theory, as developedhls thesis, provides a clear
vision to well-known trademarks. This vision is edn the flexible premises of this
theory, as opposed to the rigid approach of otheoretical approaches which are

individualistic in nature, and consider only thena#s’ interests.

This theory provides a new process for the creadiwh authoring ofvell-known
trademarks, as well as a new concept as to thedfypeotection of such marks. It is
important to note first of all that a well-known rkabefore it became well-known,
was an ordinary mark, and the original scenaritbabe “co-authorship” of ordinary
marks is still applicable. The difference in welldwn marks is that there are two
other steps for an ordinary mark to become welkmoThe first step is that the
owner of the mark starts to provide a more extengffort in advertising his/her
mark, and in enhancing the association of the mattk his/her mark. The second and
most crucial step is that the public will attribue higher degree of association
between the mark and the products of the owner tth@mssociation attributed in the

case of ordinary marks. It is this second step Wwhsc decisive in the process of

136 R callmann ‘Unfair Competition without Competit®n(1946-1947) 95 U of Pennsylvania L Rev
464.
1373 Wilf ‘Who Authors Trademarks?’ (1999) 17 Carddits & Entertainment L J 45-46.
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authoring a well-known mark. In other cases, thekmall remain an ordinary mark

and will never turn into a well-known mark.

The type of protection accorded to well-known maskeuld be assessed upon the
foundations of the Economic-Social Planning the@ggording to which the focus
should be directed towards ‘the public authoridé im associating a symbol with an
object ... [which] creates competing interests of pulic as creator*® Therefore,
one concludes from this analysis that the consumuligic should have more access
to use the well-known mark, namely in cultural @&xgressive manners, and this shall
be their reward for their role in authoring suchrksa In the meantime, owners of
well-known marks shall enjoy extra protection tleamners of ordinary marks; this is

their reward for the effort they exerted in theignks.

Accordingly, the protection of well-known marks sifaresult in achieving a just
and attractive cultur€® Hence, trademarks should function as source arginor
identifiers. It follows that any confusion as toisttsource and origin should be
prevented. Consequently, owners of well-known tnaai&s shall enjoy the extra
protection only within the boundaries of the confusion rationaldis could be
achieved by giving the owners of well-known marke tight to prevent the use by
others of any identical or similar marks dissimilar goods and/or servicgsovided
that the owners of such marks can prove the existehlikelihood of confusion. This
proposition shall provide owners with extra proimctin cases of well-known
trademarks, but it also considers the confusionhef public as the parameter for
trademark infringement. The rights of other tradses recognized, in allowing them
to use well-know marksf confusion is not likely. If protection of well-kman marks
is based as such, then a just culture would beeaetlj and competition would be fair

and free.

Tackling the dilution concept under the Lanham Atiall prove its monopolistic

nature. It shall therefore assist in showing howtidct it is from the suggested

138 ;i

ibid 3-4.
139W Fisher ‘Theories of Intellectual Property’ ilVuinzer (edNew Essays in the Legal and Political
Theory of Property1® edn Cambridge University Press Cambridge 2001) 172
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Economic-Social Planning theory, and consequehi#l prove that the philosophical

foundations of current trademark systems shoulebisited.

D-2 The Dilution Concept under the Lanham Act

This section discusses the dilution doctrine urtdberLanham Act. This requires
discussing the origins of dilution; this shall seft the aims and purposes of the
doctrine, which proves the individualistic natufeights. Thereafter, the introduction
of dilution under the umbrella of the Lanham Achigh was originally based on the
dual purpose of protecting the interests of thdiputmd the owners’ interests, will be
tackled.

D-2-a Origins of dilution

Arguably, the first traceable indication of theutiibn doctrine is the US Court of
Appeals decision of 1917 in th&unt Jemima Millscase'® In this case, the court
dealt with the critical question of whether the teation of the complainant’s mark
should be extended when the use by the defendaagsfav non-competing goods.
The court then concluded that the products of hglties, although not directly
competing, are interrelated, with similar markslifigl within the same class of
products**! Therefore, this case does not seem to be theofdbe dilution doctrine,
because the court expressly found that the produrctghich the mark was used were
similar goods. The court applied the case of caafusesulting from the use of an
identical mark over similar goods, and concludext tonfusion is likely to result, and
prevented the defendants’ use. Despite this coiocluproponents of the dilution
doctrine use the term “Aunt Jemima doctrine” teereb the use of a trademark on

non-competing goods and/or servic&s.

The roots of the dilution concept could be tracaedkbto the year 1924 in the

GermanOdol case'®® In this case, the German word “verwassert” whickans

140 Aunt Jemima Mills C¢n132).

“Libid 409-410.

142 eaffer 2006 (n13) 116. See also, Leaffer 200B)1¥B-23.

13T Martino Trademark Dilution(1st edn Clarendon Press Oxford 1996) 4. (Ci@utpl case (1925)
25 Juristiche Wochenschrif02; XXV Markenschutz und Wettbewe2b4).
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“diluted” in English, was first used by the colitt.It was held that owners of the
well-known trademark “Odol” should enjoy protecti@wer non-competing goods.
The court reasoned that the use for a dissimiladywst ‘shall lead]...] the public to
assume that it is of goagliality (emphasis added}? and the ‘[clomplainant’s ability
to compete with other manufacturers of mouth waghh& impaired [because] the

significance of its mark is lessenéd®

Tackling the history of dilution and th@®dol case decision is of crucial
importance in understanding this concept in curfegal systems. The court’s
emphasis in thé®dol case was directed towards the idea that protestmuld be
accorded to well-known trademarks, even over nangsiing products, because the
public would link the superior quality of the wddhown mark with the inferior
quality of the junior mark. This shall affect theark's ‘selling power if others were
allowed to use it ... even for totally different prmds.?*’ It follows that such use
shall incline the incentive of well-known trademaokvners to produce superior
quality products. This argument is in harmony wikie utilitarian and economic
justification, which mainly argues that owners dflllknown trademarks shall enjoy

full protection against any use by others whatsp&Ye

Nevertheless, the American Scholar Schechter &d]ghe idea of dilution within
the United State$* in 1927. Influenced by Schechter’s exposition tinademarks
shall face “real injury*®® if others are permitted to use trademarks over- non
competing goods, many states enacted their owre shati-dilution statutes.
Massachusetts was the first state having such am\&947, only one year after the
enactment of the Lanham AEE The first, but unsuccessful, attempt to introdtiee

dilution concept at a federal level was the “Ve&dl’ of 1932, in support of which

1“4 sSee ch 3 C-1.

145 F| Schechter ‘The Rational Basis of Trademark &ton’ (Reprint in 1970 of the 1927 text) 60
Trademark Reporter 346.

“Cibid.

147 WJ Derenberg ‘The Problem of Trademark Dilutiord ahe Antidilution Statutes’ (1956) 44
California L Rev 449.

18 For example, see- Carter (n47) 763. See also giyneh 2s B-1.

149K Port ‘The “Unnatural” Expansion of Trademark Rig; Is a Federal Dilution Statute Necessary?’
(1995) 85 Trademark Reporter 529.

150 5chechter (n145) 342.

151 3 Gilson ‘A Federal Dilution Statute: Is it Time2'993) 83 Trademark Reporter 109. See also, Port
(n149) 530. See alsdrademark Dilution(n143) 29.
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Schechter provided a testimony before the HousRepfresentative$? and ‘argued
that federal protection against dilution ought éoavailable for certain trademarks®
The second attempt to introduce dilution federallgs in the same year, but the
“Perkins Bill” had the same destiny of the “Vedsal”. **

Afterwards, the first modern attempt to introdugkitébn was in 1988, but this
was not successful. However, in 1995 the Federatldmark Dilution Act (FTDA
1995) was passed by Congress. Later, in 2006, peoyte of dilution were successful
in enhancing the protection of trademark owner®ubh the enactment of the
Trademark Dilution Revision Act (TDRA 2005). Befadescussing these legislations,
it is essential to start with the purposes of tigtidn concept, to assess whether this
concept is compatible with the aims and purpos¢leof. anham Act.

D-2-b Aims and purposes of the dilution concept

‘If KODAK may be used for bath tubs and cakes, MAZ»Aameras and shoes,
or RITZ-CARLTON for coffee, these marks must iablit be lost in the

commonplace words of the language™>.

With these words, Schechter expressed the aimdutiod. He directed dilution
towards the protection of well-known marks, andnited it to the protection of
unique marks against use on different produc¢fsTo safeguard such “unique”
marks, Schechter’s proposal aims to maximize tb&eption thereof, even when used
over non-competing products. This is achieved, fBshechter’s perspective, through
the protection of the distinctiveness of the maitkerefore, the dilution concept aims
to protect the quality of the mark, in order to \pde the incentive to owners of
“unique” marks to produce or provide high qualitsogucts. The dilution concept
does not accept the consumer confusion concepdildson proponents argue, in the

case of dilution, the ‘injury is materially diffare from that arising out of mere

132 Derenberg (n147) 449-450.

133 DS Welkowitz Trademark Dilution Federal, State, and Internatibhaw (1% edn The Bureau of
National Affairs Washington 2002) 154.

**ibid 154-155.

155 Schechter (n145) 344.

1% Handler (n12) 425.
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confusion.**” Therefore, the focus is not directed towards ihefused public. It is,
rather, directed to the injury to the owner’s isws to whom rights should be
enhanced and entitlement should be maximized, ewtiong premise ‘that the real

wrong arises out of dilutiort>®

Proponents of dilution admit that Schechter’s raie ‘was not overly concerned
with public deception'®® Such a claim aims to “dilute” the dark sides dfition.
This concept is designed only to suit trademark eranand to allow them to
monopolize the use of “unique” marks, through thatgxtion of the mark, even when

used on non-competing produtt8.

This emphasis on owners’ rights embraces two isdties, it denies the role of
the public as “co-authors” of trademarks with thveners, and thus does not accord
with the aims and purposes of the Lanham Act. Sgdballows trademark owners to
monopolize words in the English language in retiona really low pricé® and
deprives the public of having their state of mirgl the test for infringement, in
addition of not being able to use the mark in galtand expressive uses. As such,
dilution is the ‘basis of trademark exclusivity theas nothing to do with protecting
consumers from being confused or deceiéd’'and ‘severs the link between
trademark protection and consumer protect6h’.

In L.L. Bean Inc v Drake Publishers IA%¥ the court asserted that ‘[t]he law of
trademark dilution aims to protect the distinctigeality of a trademark from
deterioration caused by its use on dissimilar petl&® The court further reasoned
that

157 Callmann (n136) 448.

%ibid 449,

%9 Gilson (n151) 109.

160 Seesupras C-2-d.

181 J Davis ‘European Trade Mark Law and the Enclosafrghe Commons’ (2002) 4 Intellectual
Property Q 342.

162 3T McCarthy ‘Proving a Trademark has been DilufBteories or Facts?’ (2004-2005) 41 Houston
L Rev 727.

183 Trademark Dilution Federal, State, and Internatibhaw (n153) 5.

164811 F.2d 26 (1987).

% ipid 30.
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‘[tlhe overriding purpose of anti-dilution statutés to prohibit a merchant of

noncompetitive goods from selling its products tading on the ... reputation of

another's mark®®
The court’s interpretation is not correct; the ¢oncorrectly concluded that the rights
of the owners emerge from any probable diversiotrade. It seems that the court
ignored the fact that it is not possible for anyedsion of trade to occur unless the
consuming public i€onfused Moreover, in the case of well-known trademarks it
more probable that consumers would be able to reeeghe senior mark, to which
they have attributed a high degree of associatmu thus are less likely to be

confused.

In conclusion, the aims and purposes of the ditutoncept contradict the aims
and purposes of the Lanham Act. It has already begued that the original aims and
purposes of the Lanham Act are consistent withptieenises of the Economic-Social
Planning theory®’ Thus, it is no surprise that the dilution concdpes not refer to
balancing the rights in trademarks throughout #levant parties. Rather, the owner
of a well-known trademark is the only player in ttidution field. Therefore, the
initial aims and purposes of the Lanham Act areugted, and every time a court
rules in favour of owners on the basis of dilutitimere is something given to the
owner which is the public interest, and the origirdea of the Lanham Act is
“betrayed”.

D-2-c 1988: Congressional failure to adopt dilution

In 1988, a draft of the Trademark Law Revision ATLRA) was introduced.
From amongst the various amendments to the Lanhamwas an addition of
paragraph (c) to section 43 of the Act, which deatk trademark infringement. This
suggested subsection aims to introduce the dilutmmcept into the Lanham Act.
Fortunately, this attempt ended in failure becanfstts potential[] anti-competitive

aspects and freedom of speech consideratf8nHowever, examination of this

188 hid.

187 Seesupras B-3.

188 5 ManiatisTrade Marks in Europe: A Practical Jurispruden(®' edn Sweet & Maxwell London
2006) 710 (para 10-068).
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unsuccessful attempt is helpful in the procesaudging the following amendments,

which established the current dilution section urride Act.

The Senate Report accompanying the Bill providas {d]ilution occurs when a
person adopts the mark of another for use on nopeting goods or service¥® To
contest this deficiency the ‘traditional trademarringement questions such as
likelihood of confusion and competition between fzeties are not at issu€® The
report also indicates that marks eligible for petittn should not be only inherently
distinctive, but should also be famous. It alsovmtes a number of factors which
should be weighedumulativelyin order for the mark to be eligible for protectias

‘no one of them is determinativ&’*

This Bill is credited, over later propositions, ftg stress on proving that the mark
should be famous, and that all the factors shoeldakencumulativelyin assessing
the mark’s distinctiveness and fame. Such requintsnare not applicable to the

currently applied notion for dilution.

When the TLRA was introduced in the House of Regmtives it was not passed
because of the opposition held by RepresentativeeRoKastenmeier and his
concerns about the clash of dilution with the Fitshendment’ Therefore, the
attempt to monopolize the rights and entitlememntsrademarks for the owners’
benefit and to ensure the domination of US tradkmaworldwide failed.
Unfortunately however, the year 1995 was differemg witnessed the first federal

introduction of dilution.
D-2-d 1995: Dilution into effect

The Federal Trademark Dilution Act of 1995 (FTDARsvthe first successful
introduction of dilution at a Federal level. Theeraents of the FTDA shall be
discussed in order to prove its monopolistic naturkis requires exploring the

definition, types, test and requirements of dilationder the FTDA. It shall be

1%95enate Rep No 100-515 (1988 U.S.C.C.A.N. 5577) 5604
170 ;1.
ibid.
1 ibid 5604-5605.
172 Gilson (n151) 114.
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clarified that this Act forms an important steptire ongoing expansion of owners’

rights.

(i) Definition of dilution

The FTDA defines dilution as:

‘[T]he lessening of the capacity of a famous maskidentify and distinguish
goods or services, regardless of the presencesenab of

(1) competition between the owner of the famousknaad other parties, or

(2) likelihood of confusion, mistake, or deceptidf?

This definition has a number of defects. First,tlas dilution concept lacks
justification, the drafters of the FTDA have attdatpto override the principles of the
confusion rationale in order to legitimize this cept. Considering that dilution is a
lessening of the capacity of the mark to distinguise products to which they are
affixed, they have used the source and origin fandio overcome any objections to
the quality argument upon which dilution is basddwever, if one were to use the
source and origin function, then logically confusishould be the test for any use
which would lessen the ability of the mark to digtiish the source and origin of the
products. Therefore, the reliance on this notiomoisin conformity with the results of

applying dilution.

The court inRingling Bros.-Barnum v Utah Division of Travel R&pment’
‘interpret[ed the definition of dilution under] th&ct ... as requiring for proof of ...
an actual lessening of the senior mark’s sellingygrp expressed as “its capacity to
identify and distinguish goods or services:®'The court attempted to draw a link
between the distinguishing function of the markhatihe “selling power” of marks,
which Schechter argued ‘the value of the modemtetrzark lies in’® However, such
an approach contradicts Schechter’s starting pafimefusing the source and origin
function of trademarks. Therefore, the combinatdrthe source function with the

dilution doctrine is strange.

13 Trademarks Act 1946- Lanham Act (USA) 15 U.S.@187 (Section 45).
174170 F.3d 449 (1999).

5 ibid 458.

178 Schechter (n145) 345.

126



Second, the definition provides that competitiord dikelihood of confusion
between the marks should not be regarded in asgesilution. As regards the
competition part, it is not clear what input thddéion has; it has been already argued
that the likelihood of confusion test can adopt pinetection of well-known marks
when used on dissimilar products, provided thaffiegion exists. This shall provide
more equity in balancing the rights of the public ather traders with the rights of
the owner, because any use for dissimilar produbish might confuse the public is
harmful to both the public and the owner and prisdédtbas such, whereas if such use
does not cause confusion then there is no harrhardid the owner nor to the public,
it rather considers the discretion of the publicthe meaning-making of signs and

marks.

In contrast to the approach of confusion, the FTaiAs to provide protection to
the owners of well-known trademarks against anywtsieh might lessen their ability
to distinguish the source and origin, and doesreguire the owners of such mark to
prove the existence of confusion which is the toa@ssess and measure any lessening
in the marks’ ability to distinguish the source andgin. It follows that the
monopolizing nature of the dilution concept is cleam its definition, by protecting
the owner without any burden of proving confusidiis is also apparent in the
disregarding of the role of the public in creatirgdemarks, and not protecting them

in this process.

For example, the legislative history of the FTDA&aly indicates that ‘the use of
DUPONT shoes, BUICK aspirin, and KODAK pianos woblel actionable under this
legislation.™”’ It seems elementary even to inexperienced purchakat BUICK
aspirin does not originate from the same sourc8WKCK automobiles; it would
seem rather that such use might strengthen thacfaulslssociation with the first
usert’® Thus, the source and origin function is maintairé@dreover, the public is the
party who made BUICK for automobiles, a well-knogign, and they should retain
the right to alter or withdraw the amount of asabon they attribute. By prohibiting
further use of this mark for dissimilar goods whemnfusion does not exist, we

Y"House Rep No 104-374 (1996 U.S.C.C.A.N. 1029) 1030.
178 McCarthy provides a similar argument. See- McGa(tti62) 746.
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prevent the possibility of the benefits of this nage, and infringing the rights and

entitlements of the public and other traders.

(ii) Types of dilution

The dilution concept embraces two types of diltidilution by blurring and

dilution by tarnishment.

- Blurring

This type of dilution presumes that the use byi@ tharty of a famous mark shall
blur the distinctiveness of the mark ‘if such ussgins after the mark has become

famous and causes dilution of the distinctive dqualf the mark "

regardless of the
existence of likelihood of confusidfi® Thus, [tlhe wrong that the Dilution Act
prohibits is the reduction of the distinctivenedsttwee plaintiff's famous mark'®*

which is manifest through the erosion of ‘the sfytnof the mark as a unique

identifier of the senior holder's good€?

The reliance of this type of dilution upon the miarkdistinctive quality” seems to
be totally inaccurate. Distinctiveness is the apibf the mark to denote the source
and origin of products and to distinguish the goofiene undertaking from those of
others. Therefore, distinctiveness is a prerequisit any sign to become a mark. As
one scholar argues, ‘all trademarks must be distme@ither inherently or through
acquired meaning®® and appropriately asks, ‘[i]f all marks are distime, ... what
marks would be outside the protection of the FTBX?This sheds the light on the
crucial role of the public in trademarks and welbkn marks in particular, in which
the matter of distinctiveness lies in the handdhef consuming public. This role,

however, is totally ignored under dilution by biag.

179 Trademarks Act 1946- Lanham Act (USA) 15 U.S.@185 (Section 43(c) (1)).

80ibid § 1127 (Section 45).

181 C Hein ‘Confused About the Federal Trademark Doh®’ (1997) 87 Trademark Reporter 384.

182 KB McCabe ‘Dilution-by-Blurring: A Theory Caughhithe Shadow of Trademark Infringement’
(2000) 68 Fordham L Rev 1842.

183 | Krafte-Jacobs ‘Judicial Interpretation of thedEeal Trademark Dilution Act of 1995’ (1998) 66
U of Cincinnati L Rev 690.
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- Tarnishment

Tarnishment refers to a situation where the secmsd’'s use of the mark affects
the positive connotations which the well-known markoys. This occurs when the
subsequent use of the mark is used over an infelass of goods and/or services, the
link with which shall affect the image of the mankthe eyes of consumers. As courts
have provided, tarnishment

‘arises when the plaintiff's trademark is linkedpducts of shoddy quality, or is

portrayed in an unwholesome or unsavory contexliko evoke unflattering

thoughts about the owner’s produtt’

It is questionable whether the FTDA includes tlyjset of dilution'®® Through its
section 43(c), the FTDA only refers to the distinetquality of the mark, which is the
subject-matter of blurring. Denicola argues thatdhafters of the FTDA intentionally
omitted the reference to tarnishment from the Actl that the ‘[s]eparation of the
tarnishment and dilution of distinctiveness thepreas not an accident|, ... and tlhe
drafters should be held to their statutory langud¥eHe argues that broadening the
dilution concept in this way, so as to include tslnment, shall lead to rulings of
dilution in cases where dilution does not exi&t.

However, the House Report clearly provides thatghgpose of this Act ‘is to
protect famous trademarks from subsequent usedhathe distinctiveness of the
mark ortarnishor disparage it' (emphasis addétf}In the light of this contradiction
between the wording of the Act and its legislatiustory, one court decided that it
‘need not ... delve into the difficult question ofvin@onceptually to fit tarnishment

within a theory of dilution®*® However, a substantial number of court decisions

185 Deere & Co v MTD Products Inél F.3d 39 (1994) 43. See alferkins School for the Blind v
Maxi-Aids Inc274 F.Supp.2d 319 (2003) 326-327.
186 JT McCarthy ‘The 1996 Federal Anti-Dilution Stau1998) 16 Cardozo Arts & Entertainment L J
593.
87 RC Denicola ‘Some Thoughts on the Dynamics of Fad@rademark Legislation and the
Trademark Dilution Act of 1995’ (1996) 59 L and Gemporary Problems 89-90.
188 i1

ibid 89.
189 House Rep No 104-374 (1996 U.S.C.C.A.N. 1029) 1029.
10 Ringling Bros.-Barnunin174) 452.
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consider that the FTDA encompasses dilution throbiginring and tarnishment as

being the two types of dilutiof?*

Nonetheless, this is not the only hurdle under Fi®A; the clash between
tarnishment and the definition of dilution seemsrenproblematic. If the FTDA
considers dilution to be defined as the lessenihghe famous mark’s ability to
distinguish the source and origin of the produttisn there seems to be the problem
of classifying tarnishment under this definitiohid, by any means, unclear how the
use of the mark on inferior goods and/or servicesld/result in reducing the ability
of the famous mark to denote the source of theywisd Consequently, tarnishment
could not fall under the definition of dilution uedthe FTDA. Welkowitz raises
similar concerns, and argues that

‘[n]othing in th[e] definition [of dilution] dirediy refers to business reputation,

trademark tarnishment, or trademark disparagenjent[[and tJarnishment does

not attack the distinctiveness of the mark. ... [Thailse unsavory association
does not mean that the consumer sees the marksamalkng more than one
y192

source

This means that tarnishment does not fit undeFFi2A’s definition of dilution.

(iif) Scope of dilution under the FTDA

Not only does the dilution doctrine widen the scapeorotection in favour of
trademarks owners, but its proponents have sucdeedeidening the scope of its
applicability so that it becomes an effective maoiggtic tool for the owners of
trademarks. It is suggested that dilution under FA®A is extended to include

different types of trademarks.

- Fame and its test

When Schechter envisioned his concept of dilutioa, focused on extending

protection to the limited class of marks even ilatten to noncompeting goods. This

191 see for exampleAmerican Family Life Insurance Co v Timothy Hag#6 F.Supp.2d 682 (2002)
692. See alsalews For Jesus v Steven C. Brod388 F.Supp. 282 (1998) 306.
192 Trademark Dilution Federal, State, and Internatibhaw (n153) 259.
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could be easily inferred from Schechter’s eagert@ssaintain the “uniqueness® of
marks; he stressed that only “coined mat¥sare the types of marks subject to this
expansive protection as opposed to “commonplacekshif He restricted his

argument to the rejection of any use responsihi¢ifopairing the individuality*®®

197 of such marks. The emphasis was on the fact tdétiion type

and “singularity
of protection should only be limited to a truly &xaive set of marks, retaining a high

degree of fame.

A number of scholars have argued that the diludoncept was formulated and
founded to cover a limited class of marks. For epl@nMcCarthy argues that the
dilution concept should ‘be reserved for a smadlest group of truly eminent and
widely recognized marks®® Thus the FTDA, Jacobs argues, ‘is meant to prateist
famous marks**® However, the vagueness and general language d¥TB& open
the way for a wide interpretation, leading to ampamsion of the scope of dilution

beyond its limits®

The FTDA provides that the entitlement for legali@t under section 43(c) be
restricted to ‘[tlhe owner of famousmark’ (emphasis added} it provided a list of
factors which might be taken into consideratioin‘[determining whether a mark is
distinctive and famous (emphasis addedy? The legislative history of the FTDA
shows that this list providemonexclusivefactors that a courtnay consider in
determining whether a mark qualifies for protecti@mphasis added{> Therefore,
this list is not compulsory for courts to followpdit is not exclusive; this is the first
indication of the widening the scope of dilutioly, ot requiring a compulsory set of
factors that a mark should fulfil in order to gfalior dilution protection. This could

be distinguished from the 1988 Bill, which requiredch factors to be taken

193 Schechter (n145) 340, 342 and 345.

**ibid 345,

% ibid.

*ipid 344,

“Tipid 345.

198 McCarthy (n162) 733.

199 Krafte-Jacobs (n183) 690.

20 JF Hacking ‘Trademark Dilution: Setting the Dibni Standard under the Federal Trademark

Dilution Act’ (2003) 5 Tulane J of Technology & #itectual Property 123.

22; Trademarks Act 1946- Lanham Act (USA) 15 U.S.@185 (Section 43(c) (1)).
ibid.

203 House Rep No 104-374 (1996 U.S.C.C.A.N. 1029) 1034.
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cumulatively when assessing a mark’s féfffeConsequently, the standard of fame
differed from one court to the other. Some countisstdered the plaintiff’'s mark to be
“strong”, and directly concluded that the mark @ambus by virtue of its mere
distinctivenes$® meanwhile, other courts did not even bother tocudis the

famousness of the maff

In conclusion, such decisions show the wideningheffame requirement. They
also de-emphasize the public’s association betwleemark and the products, which

should be the real injury in the field of tradensark
- Non-registered marks

The FTDA considers that if the mark is registerdebn this is a factor which
promotes its fame and distinctiveness, and rerttiersnark eligible for protectioff”
This indicates that registration is not a requiretrfer dilution protection, but only a
factor in deciding its famousness. And if the uséra non-registered mark could
prove that it is a famous mark, then protectioprizvided ‘to [such] famous marks,

whether or not the mark is the subject of fedesdeémark registratiorf°®

However, The Lanham Act was founded by the motov@rovide protection for
registered marks at a federal level. It was alsenided to promote the registrability of
trademarks at a federal level. Hence, it was noanhdo cover non-registered

trademarks by any means.

The FTDA's inclusion of non-registered trademarkaler its scope of subject-
matter contradicts the intentions of the Lanham. Adtis widens the scope of its
applicability, granting monopolistic rights to negint large businesses who do not
take the initiative of registering their signs.aliso broadens the scope of dilution

protection, to include an area which falls under @imbit of common law. This raises

24 senate Rep No 100-515 (1988 U.S.C.C.A.N. 5577) 5864 alscsupras D-2-c.

25Clinique Laboratories Inc v Dep Cog45 F.Supp. 547 (1996) 551.

2% JR Hughes ‘The Federal Trademark Dilution Act 94 and the Evolution of the Dilution Doctrine
— Is it Truly a Rational Basis for the ProtectiohToademarks?’ (1998) Vol 1998 Issue 3 Detroit
College L Rev 799.

27 Trademarks Act 1946- Lanham Act (USA) 15 U.S.@185 (Section 43(c) (1) (H)).

28 House Rep No 104-374 (1996 U.S.C.C.A.N. 1029) 1034
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the fears of some scholdt$of turning the American legal system into a ciailv
system, because the inclusion of non-registeredksnam the FTDA provides

protection which already exists in common law.

This inclusion of non-registered marks under théiaof the FTDA is significant.
Non-registered marks are protected by English sounder the doctrine of passing
off, 2% and in the US under the doctrine of unfair contjoet’'* It is agreed that
where there is no competition, there can be noiuntanpetition?*? Therefore, in
principle, it could be argued that non-registereatks are protected under the unfair
competition doctrine only in the case of competitizetween the two uses of the

mark.

Rendering non-registered marks actionable undedilation doctrine means that
protection of such marks is extended, because ilnéod protection is available
‘regardless of the presence or absence of conmpetlietween the owner of the
famous mark and other parti€s® As such, protecting non-registered marks under the

FTDA forms a real expansion of trademark protection

(iv) Burden of proof: Likelihood or actual dilution?

The burden of proof is a crucial issue in the fiefdlilution. That is, there should
be a need to ensure that the requirement to prduéod is difficult, and only
extremely well-known marks which have suffered attuarm can succeed in such
cases. Nevertheless, the FTDA is silent as regdmelgequirement of proving the
existence of actual dilution, or the mere likelidoaf dilution. The legislative history

provides no indication eithét?

29 gee for example, KL Port ‘The Congressional Exjmanef American Trademark Law: A Civil Law
System in the Making’ (2000) 35 Wake Forest L R&vV-814.

#0g5ee ch 55 C-1.

21 schechter (n145) 338.

#2Bond Stores v Bone Store84 F.2d 124 (1939) 125. See also, Callmann (n438)

23 Trademarks Act 1946- Lanham Act (USA) 15 U.S.CLI®7 (Section 45). See alsuypras D-2-d
(i).

214K Ruwe ‘The Federal Trademark Dilution Act: “Actudarm” or “Likelihood of Dilution”?’ (2001-
2002) 70 U of Cincinnati L Rev 1175.
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One would expect the courts to provide a clear answoncerning this
requirement. However, there was a split amongsttsptT some have argued that the
FTDA necessitates actual dilutiétf, whereas others have stressed that it only
requires that dilution is likely to occat’ For example, the US fourth Circuit Court in
the Ringling Bros.-Barnumcasé®® argued that dilution consists of a number of
factors, amongst which is the requirement thatjtimor use of the famous mark
causesactual harmto the senior marks’ economic value as a prodietiifying and
advertising agent’ (emphasis addétl)The court reasoned by arguing that if no
actual economic harm is required, ‘property rightsgross’ would be created in
famous marks, making them comparable to patents capyrights*® The court
correctly concluded that this interpretation of ugpg actual harm ‘confines the

federal dilution claim to a ... narrow scopgé”.

In contrast, other courts have argued in favouregtiiring the mere likelihood of
dilution. The second Circuit Court iNabisco Inc v PF Brands IA€ criticized the
Ringling Bros.-Barnunease decision. It considered that

‘requir[ing] proof of actual loss of revenue seemappropriate[,] ... [as] it would

be extraordinarily speculative and difficult to peothat the loss was due to the

dilution of the mark2*
The court also stressed that tRengling Bros.-Barnuntase requirement of actual
harm opens the door for a type of ‘injury [that] Wl never be compensated”
Therefore, the court concluded that the Act ‘peshitadjudication granting or

denying an injunction, ... before the dilution hatuatly occurred2®

215 Cable News Network L.P. v CNNews.cb7 F.Supp.2d 506 (2001) 521, providing that ¢hisra
circuit split regarding whether a plaintiff seekitggprove dilution must show actual economic hasm t
its famous mark or merely a threatened injury.’

218 For example, seéWestchester Medign128) 670. See alstnternational Bancorp L.L.C. v Societe
Des Bains De Mer Et Du Cercle Des Etrangers A Mora2 F.Supp.2d 467 (2002) 484.

27 For example, seeli Lilly & Co v Natural Answers In@33 F.3d 456 (2000) 468. See al$mns
Union LLC v Credit Research 112 F.Supp.2d 1029 (2001) 1045.

18 Ringling Bros.-Barnunin174).

“9ibid 453.

*Dihid 456.

22Lihid 458.

222191 F.3d 208 (1999).

22 ihid 223-224.

24 ipid 224.

%5 ibid 224-225.
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In the light of this split amongst Circuit Courtdere was a need for the
intervention of the Supreme Court to settle thiataversy. The Supreme Court’s

decisive answer was Moseley v V Secret Catalogue fie.
(v) Moseley v V Secret Catalogue Inc

The Moseleycase is of crucial importance. The core of the Suer Court’s
decision was whether the FTDA required actual ailubr likelihood of dilution. In
this case, the mark “Victor's Secret” was used ligy petitioners on their retail store
for adult videos, novelties and lingerie. The rexfents argued that the mark was
similar to, and diluted their famous mark “Victosecret” which is used on lingerie.
The respondents sent a letter to the petitionergesing that they stop using their
mark, as it caused confusion and dilution to thecttia Secret” famous mark.
Hence, the petitioners changed their trademark/ict6r’s Little Secret”, but this was
of no conciliation to theespondent8’’ Thus, the owners of the “Victoria Secret”
mark filed a suit and succeeded in the District & and on appeal to the Circuit

Court??® Therefore, the Moseleys petitioned to the Suprémart.

The court shed light on the language of the FTDskelff in particular on the
phrase: ‘if such use ..causes dilutionof the distinctive quality of the mark’
(emphasis added}° The court provided that ‘[t]his text unambiguousbquires a
showing of actual dilution, rather than a likelilbof dilution.?*! The court also
linked this interpretation to the FTDA’s definitiasf the term dilution itself** and
ruled that

‘[tlhe contrast between the initial reference toaatual “lessening of the capacity”

of the mark, and the later reference to a “liketiloof confusion, mistake, or

deception” in the second caveat confirms the canatuthat actual dilution must
be established*®

226 Moseley v V Secret Catalogue 587 U.S. 418, 123 S.Ct. 1115 (2003).

27ibid 422-424.

283ee-V Secret Catalogue Inc v Victor MoseR§00 WL 370525 (W.D.Ky.) (2000).
229 3ee.V Secret Catalogue Inc v Victor MoseR89 F.3d 464 (2001).

20 Trademarks Act 1946- Lanham Act (USA) 15 U.S.@185 (Section 43(c) (1).
%1 Moseley (n226) 433.

232 geesupras D-2-d (i).

233 Moseley (n226) 433.
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The Supreme Court has set out a more flexible ndto actual harm, which falls
between thdRingling Bros.-Barnuntase requirement afctual economic harmand
the Nabisco Inccase requiring the merkkelihood of dilution Conversely, the
Supreme Court argued that there is no need to paoteal loss of sales or profits*
However, the court argued that ‘the mere fact dwisumers mentally associate the
junior user’'s mark with a famous mark is not suéfit to establish actionable
dilution.”?® This is correct, because the public’s associdtom rational decision on
their part, and could not be manipulated by théojunse of the mark. Yet, the mental
association does not of necessity mean that thé&'snaapacity to distinguish the
source of products is lessened. Consequently, mastmciation is only relevant
when the public are confused as regards the samat@rigin of the products, and this

is an area which falls out of the dilution zone.

Not only does the significance of this decisioniekefrom the fact that it resulted
in settling the dispute amongst Circuit Courts, tre importantly, it narrows the
scope and restricts the applicability of the ddaticoncept. Although not totally
satisfactory, this decision was the only procedbet courts could undertake to limit
the owners’ broad rights under the FTDA. In paHistis consistent with the
Economic-Social Planning theory in restraining omheights. However, the part
relating to harm to the public is missing, espégiaisofar as the court’'s decision

‘still acknowledged some property rights in tradekfs]’. *°

Proponents of the dilution concept opposed the &uprCourt’s decision in the
Moseleycase. Some scholars argued that this decisiord fanléiscuss ‘how to prove
“actual” dilution’.?*” Others argued that during the hearings of the F,TAngress

was concerned with the severe implications thathimigsult if dilution occurred and

2 ibid.

*ibid.

23 A Walker ‘The Burden of Actual Dilution: In the Wa of Moseley v. Victoria Secret Catalogue
(2003) Volume 8 Number 2 Intellectual Property LlIBtin 25.

%7 DM Cendali CM Matorin and J Maltby ‘Moseley v. \e&et Catalogue, Inc.: One Answer, Many
Questions’ (2003) 93 Trademark Reporter 836. See, AE Pulliam ‘Raising the Bar Too High:
Moseley V. V Secret Catalogue, lland Relief under the Federal Trademark Dilutiont’ £2004) 53
Catholic U L Rev 902. See also, JR Higgins and SAdl ‘The FTDA after Moseley v. V Secret’
(2003) 93 Trademark Reporter 818. See also, T Rawjet's the Secret? — Proving Actual Harm in
Trademark Dilution’ (2005-2006) 47 South Texas LvRd5.
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was allowed to continue’, which contradicts theidigule of the courf®
Consequently, ‘[ijn the wake dfloseley Congress has begun to consider amending
the FTDA,?*® which opened the way for the introduction of theademark Dilution
Revision Act of 2005.

D-2-e 2006: Introduction of “Trademark Dilution Revision Act”

The Trademark Dilution Revision Act of 2005 (TDRBgcame effective on 2006.
Dilution proponents argue that the TDRA providearity to the FTDA, and is ‘a
sensible and progressive reform of American fedenatidilution protection®*
forming ‘an appropriate solution to the interpretiifficulties plaguing the courté*
The effects of the TDRA are manifold. On the onechahe TDRA expanded the
scope of dilution, while on the other, it requi@dhigh standard for marks eligible for
dilution protection. This strict standard of famautt form an effective tool to limit

the scope of dilution actions.
() Dilution extended

The TRDA has expanded the rights of trademark osvteefimits that were never
previously available. It may be argued that theremir exposition of the TRDA
provides large businesses with extremely wide sigihtideed, the TDRA ‘greatly
favors big businesse$’ to the detriment of small businesses and the enimsy
public?*® As Bone argues, the expansion of dilution by tB&RA ‘risks creating high

social costs without corresponding benefifs.’

28 pylliam (n237) 904.

29 \Walker (n236) 26.

240 B Beebe ‘A Defence of the New Federal Trademarkidotion Law' (2006) 16 Fordham
Intellectual Property Media & Entertainment L J 414

241 K Goodberlet ‘The Trademark Dilution Revision Aat 2006: Prospective Changes to Dilution
Definition, Claim Analyses, and Standard of Har20Q6) 6 J of High Tech L 279.

242 CR Kinkade ‘Is Trademark Dilution Law Diluting Rigs? A Survey of the Trademark Dilution
Revision Act of 2006’ (2007) 31 Seton Hall Legislat] 437.

>3 ihid 457.

244 RG Bone ‘A Skeptical view of the Trademark Dilutid®Revision Act’ (2007) 11 Intellectual
Property L Bulletin 198.
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Unlike the Supreme Court’s decision to interpre¢ thiTDA as requiring the
plaintiff to prove actual harrff° the TDRA reversed the decision in tHeseleycase,
requiring merely the likelihood of harm to prevaila dilution claim?*® It provides
that:

‘... the owner of a famous mark ... shall be entitledan injunction against

another person who ... commences use of a markae trame in commerce that

is likely to cause dilution by blurring or dilution by tashment of the famous
mark ..." (emphasis added)’
The House Report, accompanying the TDRA, provided ftlhe Mosely standard
creates an undue burden for trademark holders whtest diluting use€*® hence ‘in
response to the Mosely decision, actual harm is angdrerequisite to injunctive

relief.’?49

The importance of this lower standard is thatnitmifies the burden of proof for
trademark owners, ‘particularly with dilution byubling, [because] proving actual
dilution is far more difficult than establishinggthit is likely.*° It is, therefore, easier
for owners of famous mark to protect the exclugidt their marks under the new
TDRA standards. However, this is not the only toblexpansion of dilution, the
TDRA

‘explicitly provides that both “dilution by blurrgi and “dilution by tarnishment”

are forms of dilution actionable under Section #3(ud formulates definitions of

“dilution by blurring” and “dilution by tarnishmerit**

The TDRA defines tarnishment as the ‘associatiasiray from the similarity
between a mark or trade name and a famous markérats the reputation of the

famous mark®*? In regards to its recent decision, the SupremertQelied on such

24> geesupras D-2-d (v).

248 SA Duvall ‘The Trademark Dilution Revision Act 2006: Balanced Protection for Famous Brands’
(2007) 97 Trademark Reporter 1258.

%7 Trademark Dilution Revision Act 2005 (USA) § 2 raflemarks Act 1946- Lanham Act (USA) 15
U.S.C. § 1125 (Section 43(c) (1)).

248 House Rep No 109-23 (2005 U.S.C.C.A.N. 1091) 5.

*9ibid 8.

20 JF Beerline ‘Anti-Dilution Law, New and Improvedhe Trademark Dilution Revision Act of
2006’ (2008) 23 Berkeley Technology L J 521.

1 Beebe (n240) 1156.

52 Trademark Dilution Revision Act 2005 (USA) § 2 raflemarks Act 1946- Lanham Act (USA) 15
U.S.C. § 1125 (Section 43(c) (2) (c)).
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grounds (tarnishment) in favour of the plaintiff ine Moseleycase®® although the
court was previously speculative as to whetherishment was embodied within the
FTDA.?* Clearly, this also contributes to the expansionrights in favour of
trademark owner&”® although proponents of dilution argue that ‘marastpcases
involving tarnishment claims would not be actiomabhder the TDRA®® However,

theMoseleycase leads to the contrary.

(i) Standard of fame

It is claimed that the expansion of trademark ownheghts deriving from the
inclusion of tarnishment, and the associated Idweden of proof, is balanced by the
introduction of a new standard of fame. Prior te TTDRA, fame in nich@” markets
was sufficient to satisfy the requirement of fanmeler the FTDA, i.e. fame amongst
prospective consumers in the relevant trade. Tag lbeen shown ifiimes Mirror
Magazines Inc v Las Vegas Sports News ¥ @r example, where the court held
that the appellant's mark “The Sporting News” ‘Wasious in itsnicheand therefore
entitled to protection under the FTDA’' (emphasisied)?*>® However, the TDRA

260

‘denies protection for marks that are famous onlyniche” markets®”" which was
the standard under the FTDA.

%3 The Moseleycase returned to the Supreme Court after the eeattof the TDRA. SeeV Secret
Catalogues Inc v Victor Mosel®&p8 F.Supp.2d 734 (2008).

%4 Moseley (n226) 432, providing that ‘[w]hether [tarnishmeigt]actually embraced by the statutory
text, however, is another matter. Indeed, the eshtoetween the state statutes, which expressy ref
to both “injury to business reputation” and to tdibn of the distinctive quality of a trade name or
trademark,” and the federal statute which refefy tmthe latter, arguably supportsiarrowerreading

of the FTDA.’ (emphasis added).

25 PA Levy ‘The Trademark Dilution Revision Act — AoBsumer Perspective’ (2006) 16 Fordham
Intellectual Property, Media & Entertainment L BX1arguing that ‘tarnishment cases tend to involve
commentary on the trademark holder- sometimes mastymentary, but commentary nonetheless.’

%% g Burstein ‘Dilution by Tarnishment: The New Causf Action’ (2008) 98 Trademark Reporter
1224,

%7 The term “niche fame” is used ‘to describe matthat tenjoy a high level of recognition that is
confined to a certain segment of the public, a Engkeographic area, a particular industry or atéch
group of specialized purchasers or users.” See- MlHépke ‘Taking Unfair Advantage or Diluting a
Famous Mark — A 20/20 Perspective on the BlurreffeBEnces Between U.S. and E.U. Dilution Law’
(2008) 98 Trademark Reporter 797.

#8212 F.3d 157 (2000).

*9ihid 165.

20 House Rep No 109-23 (2005 U.S.C.C.A.N. 1091) & 8iso, ML Delflache, S Silbert and C
Hillson ‘Life After Moseley: The Trademark DilutioRevision Act’ (2007) 16 Texas Intellectual
Property L J 142-143.
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The TDRA considers that ‘a mark is famous if itwsdely recognized by the
general consuming public of the United Stadesa designation of source of the goods
or services of the mark’s owner (emphasis add®&dHowever, the Act ‘does not
make it clear precisely who is included in the gaheonsuming public of the United
States?®? It states that courts may consider all relevamtois in determining
whether the mark is famous or not, and for thigppse, the TDRA provides a number
of non-exhaustive factors which the couray take into consideration in this
proces<® Today,

‘the mark must be famous across the entire pulgiec{uding niche product-

market fame) and across the entire United Statesl(ing fame in a particular

geographical locality)?®*

As such, the TDRA ‘require[s] nationwide fame, neimply regional
recognition.?®®> This is not an easy requirement, especially gitbe wide
geographical area, and the level of populationhie JS. On its face, it could be
argued that this change in the standard of fanegti®mely important, in terms of its
ability to limit the scope of marks capable of iiliig the requirement of fame.
However, it will now be discussed whether the néandard of fame is helpful in

terms of narrowing down the boundaries of dilution.
(i) Effects of the TDRA

Two main issues should be discussed in assessrgffdct of TDRA. Firstly, it is
important to consider the treatment by courts efribw standard of fame; the TDRA

%1 Trademark Dilution Revision Act 2005 (USA) § 2 raflemarks Act 1946- Lanham Act (USA) 15
U.S.C. § 1125 (Section 43(c) (2) (a)).

%2 55 Diamond ‘Trademark Dilution: of Fame, Blurrirand Sealing Wax, with a Touch of Judicial
Wisdom’ (2007-2008) 24 Santa Clara Computer & Higdthnology L J 528, arguing that ‘all people
living in the United States are presumably inclu@ethe general consuming public, with the arguable
exception of those in jails, prisons, and nursinghbs who, although they consume goods, are not in a
position to make any of their own purchasing decisi’ See also, J Jacoby ‘Considering the Who,
What, When, Where and How of Measuring Dilution0QZ-2008) 24 Santa Clara Computer & High
Technology L J 602-606.

23 Trademark Dilution Revision Act 2005 (USA) § 2 raflemarks Act 1946- Lanham Act (USA) 15
U.S.C. § 1125 (Section 43(c) (2) (a)).

%4 |S Fhima ‘The Fame Standard for Trademark Dilutiorthe United States and European Union
Compared’ (2008) 17 Transnational L and ContempgyodPaoblems 644.

2 Beerline (n250) 525. See also, Beebe (n240) 1afjuing that ‘the use of the language “widely
recognized” and “general consuming public of theitéth States” repudiates outright the strange
doctrine of “niche fame.”
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has been effective for more than two years nowlohg this, it may be seen as
beneficial to look at the role of state anti-didutistatutes in the light of the TDRA.

In terms of the courts’ treatment of the new stadd# famous marks, it seems
that this has been treated inconsistently. Althotlgh new fame requirement was
regarded by some couf, it is clear from a number of courts’ decisionsttttas
requirement was not fully considered. For examipl®iane Von Furstenberg Studio
v Catherine Snyder and Richard Snytféithe court ruled in favour of the plainffff
without any assessment of the fame of its "i&tlnother example is that &fet Silk
Inc v Maria Jacksofi’”® In this case, the court referred to the requirenieat the
plaintiff's mark should be famous. The court, hoee\wconcluded that the plaintiff's
mark was famous. In the absence of significantfaation, the court relied on the
fact that the defendants did ‘not contest[] therabgerization of the Pet Silk mark as
famous'?’* and that a review of the conditions of fame undee TDRA
‘demonstrates that th[is] characterization is v&lid Beebe considers that such
decisions show that ‘the TDRA'’s newly heighteneahdiard for fame has failed to
limit the subject matter of federal antidilutionopection only to truly deserving
marks.?’® Indeed, ‘in some cases it is hard to see how thetccame to the
conclusion that the plaintiff's mark was famous,ledst under the criterion of the
TDRA.’?™

It could thus be argued that the alleged reformihgyTDRA was not successful.
Port argues that although ‘Congress did eliminatgonal fame with the Trademark
Dilution Revision Act of 2006, but this tension fimeen regional and nationwide

fame] has not gone awa3/” This conclusion is also supported by a statemeéttie

%% Nike Inc v Nikepal International In2007 WL 2688499 (E.D.Cal.). See aldepsico Inc v #1
Wholesale LLQ007 WL 2142294 (N.D.Ga.).

272007 WL 2688184 (E.D.Va.).

28ihid 4.

29ihid 7.

270481 F.Supp.2d 824 (2007).

" ibid 830.

22 ihid.

23 B Beebe ‘The Continuing Debacle of U.S. Antidituti Law: Evidence from the First Year of
Trademark Dilution Revision Act Case Law’ (2007-8D024 Santa Clara Computer & High
Technology L J 466.

27 Diamond (n262) 529.

275 KL Port “Judging Dilution in the United States addpan’ (2008) 17 Transnational Law and
Contemporary Problems 676.

141



court in thePet Silk Inccase that ‘[tlhe Texas anti-dilution statute ecigly requires
only distinctiveness, not famé&’® This is extremely important, in that it brings the
significance of the state anti-dilution statutes the surface agafi’ ‘Thus, a
guestionable level of fame is one situation in Wwhibere may be an advantage to
suing only under state la¥’® As such, if one would assume, for the sake of
argument, that the TDRA's requirement of fame g8y applied, it seems that state
anti-dilution statutes would provide owners of ngskith “niche fame” an escape
route, where the likelihood of dilution to markstfwfniche fame” is sufficient’®

D-3 Summarizing Remarks

This section has demonstrated that the Economi@Sdédanning theory is
capable of providing a justification for extra protion of well-known trademarks
over dissimilar products, on the grounds of comusiHowever, it has been argued
that the origins of the dilution concept, in adulitito its aims and purposes, contradict
the approach of the Economic-Social Planning theorgecognizing all the parties

under the trademark formuf&®

The FTDA was the first successful attempt to intrcel dilution at a federal level.
Although it provides wide protection to trademankners, it was followed by the
TDRA, which provides the utmost protection to ovadt prohibits any association
between the famous mark and other similar markgwshall blur its distinctiveness.
It also prevents any use which might affect andishr the reputation of the famous
mark. The current formula of dilution protectionedonot require a high burden of

proof; the mere likelihood of harm is sufficiefit.

2% pet Sjlk Ing(n270) 830.

2" Especially that approximately more than 37 Sthtag enacted state anti-dilution statutes.

278 C Chicoine and J Visintine ‘The Role of State Tawrk Dilution Statutes in the Light of the
Trademark Dilution Revision Act of 2006’ (2006) 98ademark Reporter 1169. See also, DS
Welkowitz ‘State of the State: Is There a FutuneState Dilution Laws?’ (2007-2008) 24 Santa Clara
Computer & High Technology L J 697.

29 Chicoine and Visintine (n278) 1181.

*0gee ch 1 s E-6.

21 CH Farley ‘Why we are Confused about the Tradenfailktion Law’ (2006) 16 Fordham
Intellectual Property Media & Entertainment L J 418
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The Economic-Social Planning theory advocates npuelic access to well-
known trademarks, in return for the high degreassfociation they attribute to such
marks. This, in turn, embraces the need to alldverotivals and traders to use similar
marks on dissimilar goods and/or services to opendbor for the public to decide
whether they wish to alter the association of #r@@ mark. This allows the public to
practice their right in the meaning-making of crdiusigns. The TDRA introduced

exceptions in this regard; this will be the mat&further discussion in chapter St

A central piece of argument lies in applying théutibn doctrine under the
Lanham Act over the principles of the Economic-8bE&illanning theory, to conclude
as to whether this concept fits under this thecaétramework. Apparently, dilution
falls far away from the premises of the Economici8loPlanning theory, for a

number of reasons.

First, as regards the creation of marks, the difutioncept wrongly supposes that
the mark becomes famous because of the ownerstsfiehile the Economic-Social
Planning theory acknowledges the role of the puhlico-authoring” trademarks and
in rendering them famous. Second, as to the scbpghts, the dilution concept aims
to maintain the singularity of the famous mark. sThequires imposing a monopoly
over the use of the mark in favour of the ownelisTdontradicts the Economic-Social
Planning theory rationale of achieving a just amtaetive culture, where each is
given his/her due. Rather than admitting the puliie owner, and other traders as the
parties in trademark formula, dilution underminles public and other traders’ rights

by focusing on the owner.

In addition, the application of the Economic-Sod?dénning theory requires the
adoption of the source and origin function as thengry function of trademarks. And
if dilution is the lessening of the mark’s abilitp distinguish the source of the
products, then the only way to assess this lesgasito question the party to whom
this lessening has occurred. In other words, tlemddnment of the confusion test to
assess the lessening of the mark’s ability to raystish the source makes dilution

immeasurable. Thus, owners’ protection should ewiséen the junior use causes

#250e ch & C-2.
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confusion to the public as to the source and orgithe products in question. This is
important because it constitutes a practical taol measuring the infringement.
Meanwhile, the requirement of likelihood of harnmdenthe dilution concept seems to
be a vague speculation, leaving more questionsaeggathe efficiency of dilution.

All in all, situating dilution within the Economic-Social Plamgp theory is,
indeed, impossible. There is no way of reconcilihgse two. As such, the dilution
concept also fails to accord with the aims and gsep of the Lanham Act. Therefore,
there are sound utilitarian grounds in the conc@ption under this Act. This raises
the old concerns of the constitutionality of thistAas was the case with the 1870

Act,?®3 and proves the need to rethink its philosophicahtiations.

E- Conclusion

Throughout this chapter, it has been argued thatailns and purposes of the
Lanham Act, when it was first founded, were focused the dual purpose of
protecting trademark owners and the consuming puBlhis was reflected in the
original text through the adoption of different asfs; namely was the embodiment of
the confusion test as the norm for trademark iggment. However, various attempts
to widen the confusion test resulted in the intotin of semi-dilution concepts.
Thereafter, the adoption of the FTDA in 1995 and TlDRA amendment of 2006
opened the way to getting the Lanham Act out otdsetext and far away from its
original purposes. As Dinwoodie argues,

‘[d]ilution protection moves trademark law awayrrats basic purpose of mutual

consumer and producer protection, and instead éscaslely on protecting the

producer.?4

Scholarly arguments defending the dilution conceptlermine the confusion
concept. This idea seems to lack accuracy for abeurof reasons. First, the dilution
concept is clearly directed to protecting trademavkners. This is apparently in

conflict with the general aims and purposes ofltaeham Act, which give attention

283 Seesupras B.
%4 GB Dinwoodie ‘The Rational Limits of Trademark Lam H Hansen (ed)U.S. Intellectual
Property Law and Policy1® edn Edward Elgar Cheltenham 2006) 76.
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to protecting the consuming public side by side th® owner. Second, the
monopolistic nature of dilution contradicts the geal outline of any trademark
system in promoting just and fair competition ansgingaders, by preventing other
trader’s rights of using similar marks over dissanproducts when confusion is not
at question. Third, dilution denies the role of gublic in “co-authoring” trademarks
and therefore denies their right to use trademar&udtural signs and symbols. Thus,
the dilution concept as perceived under the LanBAamcontradicts the Economic-

Social Planning theory.

The theoretical approach envisioned and adoptedhisy thesis regards the
confusion test as the sole manner of assessinganie's ability to denote the origin
and source of goods and/or servie&sThe significance of this test lies in its ability
provide extra protection to owners of well-knowmademarks, in that protection
extends to cover their uses over dissimilar gooaa service# such uses are likely

to confuse the public.

If an effective trademark system based on confysidrich is founded according
to a convincing theoretical framework, acknowledgihe rights of the owners, other
traders and the consuming public, and which makasemarks effective tools to
promote the cultural movement of communities thdrywlo we need the dilution
notion at the first place? Indeed, as McCarthy esgu

‘If a legal system has a test of likelihood of assibn that broadly encompasses

confusion over sponsorship, affiliation, or conmatt then many of the

“deficiencies” cited by proponents of a broad aihittbn law disappear. In such a

setting, the alleged “need” for a separate systépratection though a dilution

theory is much less pressing, and the burden afupsion on proponents who

advocate a broad scope to antidilution laws is ngrefater 2
Returning to Schechter, Welkowitz argues:

‘It is unclear ... whether today Schechter would hdixéened the same need for

promoting a doctrine that potentially protects Hygldistinctive marks from

virtually any unauthorized use on other goods arskovices2®’

#5g5ee ch 2 s B-4-c. See also, ch 3 s F.
286 McCarthy (n162) 720.
%7 Trademark Dilution Federal, State, and Internatibhaw (n153) 9.
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CHAPTER FIVE: THE CURRENT PROTECTION OF TRADEMARKS IN THE
uk"”

A- Introduction

As has previously been indicated, the proper jigstibn for trademark systems lies
in the premises of the Economic-Social Planningothe This means that trademark
systems should be formulated in order to promogeetkistence of a just and attractive
culture, which acknowledges that trademarks arerdisalt of “co-authorship” by the
owner and the consuming public. This could be agdehrough a system which adopts
the source and origin function as the only primamyction which could be assessed
through the deployment of the confusion ration@lgs shall result in acknowledging all
the parties in the trademark formdithereby promoting free and fair competition, and

enhancing the cultural movement of societies.

This chapter evaluates the UK Trade Marks Act &41@rMA). This is a particularly
good example, because to a large extent, the UK TMAa reflection, and
implementation of Council Directive 89/104/EEC, winiaims to approximate trademark
legislations in the countries of the European Comityult also adheres to the minimum
standards required by international treaties: mi@adar, the agreement on Trade-Related
Aspects of Intellectual Property Rights (TRIPs)ughto a certain extent, this Act seems
to reflect a large amount of trademark legislatiovhether in Europ& or at an
international level. This serves as an attractiamgle when tackling trademark policy

in general.

The experience of the UK TMA is different from thaft the American experience.

Both types of legislation are different in a numioéraspects. The US and Europe in

Y Parts of this chapter are to be published in the@jgean Intellectual Property Review. MA Naser ‘&gc
Developments of Dilution in the US and the UK’ [BQ@&uropean Intellectual Property Rev (forthcoming,
copy with author).

! Seech 1sE-6.

2 Excluding the trademark system adopted in the Bermountries, which adopts an expansionist apgroac
to trademark rights, making it similar in its gemespproach to the US Lanham Act.
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general hold different approaches regarding thieptbwards intellectual property rights
in general, each trying to protect its interests. &ample, Europe has always been keen
to expand protection to geographic indicationsit &ss retained the lion’s share in this
field, while the US’s keenness to protect trademasknow evident, as concluded from
Chapter Four above, being the country to have tgbkelst number of valuable well-
known trademarks in the world. As such, studying WK experience is indicative in
order to gain a different view. After all, the U&shbeen successful in ensuring due
adherence to its policy in distributing its utilin dilution principles at an international
level through its negotiating power of the TRIPseagnent, for example. Nevertheless,

the approach of many other countries is less rathea that of the US.

The purpose of this chapter is to consider theuatan of the UK TMA within the
boundaries of the proper theoretical approach, Idped and adopted by this thesis, as
demonstrated in the Economic-Social Planning thdbgims to assess whether a certain
theoretical approach was deployed in its formulgteind to what extent it complies with
the premises of the Economic-Social Planning thediys shall be of benefit in proving
the hypothesis of this thesis, namely that the ggbibhical foundations of current

trademark systems should be revisited.

In so doing, the starting point will be to introéu¢the UK TMA and Council
Directive 89/104/EEC; this shall assist in gainiag insight into the theoretical
approaches on which they were built. Following ,thiee nature of rights in trademarks
will be discussed. The core of this chapter lieshia section that discusses confusion-
based protection and dilution-based protection uttte UK TMA and Council Directive
89/104/EEC, in the light of the European Court uwdtite (ECJ) and English case law. It
is the purpose of the final section to provide ammagive approach, which applies the
British experience to the premises of the EcondBactal Planning theory, in order to
make appropriate conclusions regarding this piédegislation. In the conclusion of this
chapter, the aim is to prove that the UK TMA isiatuitive example, which proves the

need to revisit the philosophical foundations a$ thct.
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B- Introduction to the UK TMA and Council Directive 89/104/EEC

At a European level, efforts to harmonize tradentagkslations resulted, in 1988, in
the adoption of the First Council Directive 89/1DBC to approximate the laws of the
member states relating to trademarks. The impostahthe Directive in tackling the UK
TMA lies in the fact that the Act finds its rootadahistorical source in this Directive.
Thus, an overview of the Directive’s rules and tBEJ's decisions shall assist in
interpreting how trademarks are protected in the MKre widely, it will also provide an

indirect indication as to the situation of tradeknarotection within Europe in general.

On the face of it, the Directive refers to the seuand origin function in two
particular instances. First, the Directive plaimgquires that a sign should be able to
denote the source and origin of the goods and/orices in order to qualify as a
trademark Second, the tenth recital of the Directive prosidleat: ‘... the function of [a
registered trade mark] s particular to guarantee the trade mark as an indication of
origin ... (emphasis added).Some scholars argue that the use of the woms *
particular’ denotes the Directive’s intention to include aseéhere confusion is not in
guestion. As Gielen writes:

‘Note the words “in particular”. The Directive h&alleave other functions open since

it provides for the possibility of wide protectioof reputed marks even if no

confusionarises. Such protection can only be given if aweepts that the trade mark
has functions other than being an indicator ofintigemphasis added).

This conclusion by Gielen cannot in itself be supgub because he has a different
reference for the functions of trademarks. Theregfee to the source and origin function

“in particular’ does not result in protecting reputed marks whesafusion does not

3 Council Directive 89/104/EEC art 2, providing thda] trade mark may consist of any sign capalfle o
being represented graphically, particularly woiidsluding personal names, designs, letters, nusettad
shape of goods or of their packagipgpvidedthat such signs are capable of distinguishinggibads or
services of one undertaking from those of othereutadings.” (emphasis added).

* First Council Directive 89/104/EEC of 21 Decemt®B8 to approximate the laws of the Member States
relating to trademarks, OJ 1989 L40/1, Corrigendmnl 989 L159/60.

® C Gielen ‘Harmonisation of Trade Mark Law in Eueofrhe First Trade Mark Harmonisation’ (1992)
14(8) EIPR 264.
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arise. This reference is included because the socamd origin function is, indeed, the
primary function of trademarks. The use of the vgdid particular’, however, is to open
the gate for other secondary functions; namelyatheertising and informative functiofis,
to which confusion is an essential element. Thisckision is supported by the decision
of the ECJ inCanon Kabushiki Kaisha v Metro-Goldwyn-Mayer ,[nghere the court
provided that

‘according to the settled case-law of the cous esential functiof the trade mark

is to guarantee the identity of tbegin of the marked product to the consumer or end

user by enabling him, without any possibilityanfusion to distinguish the product

or service from others which have another origamhphasis added).

However, some ECJ decisions provided an approaethvid contrary to the view of
the Canoncase. For example, irsenal Football Club Plc v Regdhe court provided
that:

‘The Court has consistently stated that the fumctid trade marks is not only to

indicate the undertaking of origin of the goodsservices to which they apply and

that the intention is, through identification ofigin, to protect the status and

reputation of its proprietor and tigeality of his creations’ (emphasis addéd).

The implications of these roots of the source amgirofunction of trademarks under
the Directive are sound, within the UK TMA. The Axbvides a modern approach to the
notion of the source function, according to its mwdstandard, in that it does not require

the mark to denote the physical source of the ptsdit stipulates that:

® (Case C-337/95parfums Christian Dior v Evor§l997] ECR 1-6013, the ECJ provided protectioritte
advertising function of trademarks. See also, Wndtr and D Llewelyrintellectual Property: Patents,
Copyright, Trade Marks and Allied Righ8" edn Sweet & Maxwell London 2007) 625 (para 16-30).

7 (Case C-39/97)1999] RPC 117.

8 ibid 133. This statement is important, becausielis the confusion concept with the essential fiomcof
trademarks, and deploying the confusion test fgriafringement which shall affect the mark’s alyilib
denote the source and origin of the products.

° (Case C-206/01) [2003] 1 CMLR 12.

%ipid 357.
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‘[A] “trade mark” means any sign capable of beiegnesented graphically which is
capable of distinguishing goods or services of ondertaking from those of other
undertakings™

Questions remain as to which theoretical basidJikerMA was based upon. Indeed,

does it provide any explicit indication as to hedretical foundations?

The legislative history of the UK TMA provides lét indication regarding the
theoretical grounds on which it was formulated. ldoer, a thorough look at the
discussions of the UK TMA at the House of Lords #melHouse of Commons shows the
desire to formulate the Act in a manner which caoegplwith Council Directive
89/104/EEC? In introducing the Bill at the House of Lords, HdBtrathclyd&® observed
that ‘the rights conferred by registration of adgamark will be broadened'Similarly,
in the House of Commons, it was provided that Bilemake[s] it easier for industry and
commerce to register their trade marks and willjgl® owners of registered trade marks
with wider infringement rights'® Mr McLoughlin'® remarked that: ‘The Government
believe that it reflects industry’s needs for a ldat maximiseghe protection given to

owners of registered trade marks’ (emphasis added).

This shows the adherence to the current trend favgptrademark owners, and bases
protection on their interests and needs. Nonetheksme members of the Parliament
were concerned about the consumers’ interestsinstance, in the House of Commons,

Mr Bruce emphasized that ‘the suggestion that branekquires the additional protection

" Trade Marks Act 1994 (UK) c 26 s 1(1). The 1938 Aecognized the origin function, it defines a
trademark as ‘a mark used or proposed to be useelation to goods for the purposeinlicating ... a
connectionin the course of trade between the goods and g@rs®n having the right either as proprietor
or as registered user to use the maikether with or without any indication of the idigntof that person
... (emphasis added). See- Trade Marks Act 1938 (UK)2 Geo 6 c 22 s 68(1).

12| ord Strathclyde —the Parliamentary Under-SecyetéiState, Department of Trade and Industry— dtate
that: ‘[OJur aim must be to use the wording of theective whenever possible in the bill ..., alsettsure
that the interests of Ukwnersof trade marks are not put at risk’ (emphasis dildeee-HansardHL Deb
Vol 552 Col 731 (24 February 1994).

3 The Parliamentary Under-Secretary of State, Degent of Trade and Industry.

4 HansardHL Deb Vol 550 Col 750 (6 December 1993).

15 HansardHC Deb Vol 241 Col 658 (18 April 1994).

'8 The Parliamentary Under-Secretary of State fohfieogy.

" HansardHC Deb Vol 241 Cols 658-659 (18 April 1994).
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of law is contrary to the consumer's interé§tDuring discussions of the Bill at the
Public Bill Committee, Lord Peston expressed hisceons regarding the rights of the
public in trademarks. He said: ‘[T]he ability toeusvords in the English language in
contexts other than the specific trade mark contexshould not be limited® The
Minister, however, replied that the Lord’s suggasti‘is a difficult one to

accommodate®®

As such, the legislative history does not providg elear aims and purposes, as in
the case of the Lanham AZtlt merely shows the desire to comply with the Diinee,
with more emphasis on owners’ rights. As Pickepnts it:

‘The problem which confronts us is that there isrently no expressly articulated

policy guiding English trade mark law[,] ... therees®s to exist a blind acceptance of

the obligations imposed by the EC Directive andtlod belief that trade mark
protection must somehow be necess&ty.’

This view is supported by the preamble of the UKA,M/hich provides that it is
‘[aln Act to make new provision for registered teacharks, implementing Council
Directive No. 89/104/EEC of 21December 1988 to approximate the laws of the

member states relating to trade marks?3.".

Some scholars even proclaim that the introductiotihis Act heralds a shift towards
more protection to owners, an argument which ingpliglitarian and economic roots.
Davis argues:

‘Before the introduction of the 1994 Trade MarkstAthe prevailing assumption

among both the judiciary and law-makers in the ebhiKingdom was that the

8ibid Col 665 (18 April 1994). See also, the statatmof Mr Griffiths, Hansard HC Deb Vol 241 Cols
663-665 (18 April 1994).
Zz Public Bill Committee on Trade Marks Bill HL (1998 LA8/3 Job 1-5 Col 25.
ibid.
1 See ch 4 s B-1.
22 CDG PickeringTrade Marks in Theory and Practi¢&™ edn Hart Publishing Oxford 1998) 96.
% Trade Marks Act 1994 (UK) ¢ 26 Preamble.
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protection of a public interest, as opposed toitkerests of proprietors, was central
to any system of trade mark registratiéh.’

At the outset, one may argue that the Directivahassource of the Act, is the result
of negotiations, and as such, its formation was rsult of compromise between
conflicting views towards the appropriate theowmdtiapproact’> This resulted in a
mixing of the foundations of the Directive, becaitsgas not based on a solid theoretical
basis. However, we shall explore and identify hentity of the TMA and the Directive
in the remainder of this chapter. Europe in genkea traditionally deployed a more
moderate and balanced approach towards intellegtggerty rights protection, but
ultimately it was not beyond the expansionist ircgions of the Americans. After this
introduction to the UK TMA, the nature of rightsrderred to owners as a result of

trademark registration shall be explored.

C- The Nature of Property Rights in Trademarks

The UK TMA looks at the nature of rights in tradeksin an excessively rigid
manner. It provides that ‘[a] registered trade migrla property right obtained by the
registration of the trade mark under this Act ..rhasis addedf,and that ‘... equities
in respect of a registered trade mark may be eadbirc like manner as in respect of other

personal or moveable property.’

24 J Davis ‘To Protect or Serve? European Trade Mamk and the Decline of the Public Interest’ (2003)
25(4) EIPR 180.

% HansardHC Deb Vol 241 Col 659 (18 April 1994).

% Trade Marks Act 1994 (UK) ¢ 26 s 2(1). It is notetty that the 1938 avoided describing trademasks a
property rights, however, it considered that ‘... thgistration ... of a person ... as proprietor ofadlér
mark ... in respect of any goods shall, if valid,e@ir be deemed to have given to that person tHestxe
right to the use of the trade mark in relationftoste goods ...” See- Trade Marks Act 1938 (UK) 1 &&b

6 c 22 s 4(1).

%" Trade Marks Act 1994 (UK) c 26 s 26(2). It is netethy that Council Directive 89/104/EEC was silent
as regards the nature of rights in trademarks dmathver they constitute property rights. However @il
Regulation (EC) No. 40/94 regarded trademarks bjgats of property’. See- Council Regulation (EG®).N
40/94 of 20 December 1993 on the Community TradekMas amended), OJ 1994 L11/1, Section 4, in
particular art 16(1), and the tenth recital of CadlRegulation 40/94.
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The view of trademarks as the registrants’ prop&ghts is, indeed, a radical one.
Even Schechter, the founder of the concept ofiditavoided giving property rights in
trademarks. Although some scholars argue thate([tfloncept of a nearly absolute
property right for ... marks is generally attributexl ... Schechter® Schechter's own
words lead to the contrary. He argued that:

‘Nothing is to be gained, in determining the nataf@ trade-mark and the basis of its

protection by describing the trade-mark as “progerthe real heart of the matter

seems to be that a trade-mark, both as a symbolaana creative agency of its
owner’s good will, depends for its value upon itdchupon the public mind®
It is significant that the reason for Schechtewsidance in considering trademarks as
property lies in the fact that trademarks are,sse@ce, the “hold upon the public mind”.
This indirectly implies an adherence to the rolehef public in trademarks, but which is

obviously not credited, according to Schechter’sasition.

However, if Schechter, who is, at least in the ti#isidered as the intellectual source
of the current expansion of trademark rights, asdithe argument regarding the nature
of rights in trademark, it seems essential to labkhe grounds of such rights under the
UK TMA. The approach of the UK TMA should be dissed in two ways. It should be
assessed within the historical outline, in thetlighthe passing off effects at first, and

then the theoretical basis of such an argumentigh@uexamined.

28 3 Abdel-khalik ‘To Live in in-“Fame”Y: Reconceiviy Scandalous Marks as Analogous to Famous
Marks’ (2007) 25 Cardozo Arts & Entertainment L152

2 F| Schechter ‘Fog and Fiction in Trade-Mark préitet (1936) 36 Columbia L Rev 65. See also, T
Martino Trademark Dilution (1st edn Clarendon Press Oxford 1996) 79, (CitiigSchechterThe
Historical Foundations of the Law Relating to Tradlarks (1925 Unpublished) 156). It should also be
noted that the Council Directive 89/104/EEC isrtiilas to the nature of rights in trademarks.
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C-1 Passing Off Effects

Some scholars argue that:
‘Trademark law was not intended to protect conssgmdaut rather to protect
producers from fraudulent diversion of their cus¢éosnby competitors who passed off
their goods 3
Passing off protection for trademarks aims to mtotee owners and the public, and
recognizes the function of trademarks as sourceoaigth identifiers. However, it shall
be argued that although passing off protection diescted towards protecting owners
and consumers, its protection began to be orietiedrds expanding owners’ rights.

This could have an effect on the UK TMA'’s view cddemarks as property rights.

In Reckitt & Colman Products Ltd v Borden fHfahe House of Lords referred to the
source and origin function by stating that ‘no nraay pass off his goods as those of
another.*? It has also held that to prevail in a passingcaffe,

‘there [should be] a goodwill or reputation attagtte the goods or services which

[the owner] supplied in thenind of the purchasing public bgssociationwith their

identifying get-up, [and] that there was a misrepregation to the public likely to lead

the public to believe the goods or services offdrgdim were the goods or services

of the plaintiff’ (emphasis added].

This decision is clearly in keeping with the preesi®f the Economic-Social Planning
theory in its recognition of the source and orifginction* It also regards the role of the
public in creating of trademarks, which is deritbtbugh the association they attribute to
the mark with the goods and/or services. Therefibre traditional approach of passing

off was the protection of owners’ goodwill, throutite prevention of diversion of trade,

30MP McKenna ‘The Normative Foundations of Tradembaw’ (2006-2007) 82 Notre Dame L Rev
1869.

31[1990] RPC 341 (HL). Also known as the “Jif Lemargse.

2 ibid 342.

% ibid.

3 ibid, providing that: ‘It was irrelevant whether oot the public was aware of the plaintiff's idigntas
the manufacturer or supplier of the goods in qoestas long as they were identified with a partcul
source’.

154



which should be assessed through a confusionHestever, the expansionist trend aims
to undermine this confusion rationale. For examlgleKenna comments that
‘[clonsumer confusion was relevant to the tradiilbdetermination of infringement
not for its own sake, but because deceiving consuwas a particularly effective
way of stealing a competitor’s trad®.’

Regardless of the merits of this argument, thenalte conclusion is that consumer
confusion as to source and origin forms an imponant of passing off. It shall also be
argued that, in applying the premises of the Ecoodncial Planning theory, the
goodwill which is at the core of the passing ofbtection retains a high role by the
consuming public. As such, passing off should lveatied towards protecting the public
and owners as the parties of the trademark forfiulhis precludes the adoption of the
dilution doctrine, based on the quality and incemtairguments upon which this doctrine
is based. In support of this argument, Dawson ar ¢juet a number of

‘aspects of the historical development of the acfior passing off have mitigated

against the emergence of an action for trade mitwkiah as such within the confines

of passing off[, mainly because of] the rejectidrany notion of protectable property
in a trademark itself!

However, there was a shift in the English courtsatals the dilution concept within
the scope of passing off, even before the enactrmérthe UK TMA in 1994. In
Taittinger SA v Allbev Lttf the plaintiffs challenged the defendants’ usehef word
“Champagne” on their Elderflower soft drink on thasis of passing off. The Court of
Appeal considered that ‘it [is not] realistic toppose that there is any likelihood of

confusion as between the parties’ businesSe@n the contrary, the Court of Appeal

% McKenna (n30) 1848.

% See ch 1sE-6.

3N Dawson ‘Famous and Well-Known Trade Marks — “ijéng a Corner of the Giant's Robe” * (1998) 4
Intellectual Property Q 365.

38 [1993] FSR 641 (CA).

% ibid 655.
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expanded the scope of passing off cases by thetiadogf dilution® It observed that
there is a further type of damage, that is,
‘if the defendants continue to market their prodtleen there will take place a
blurring or erosion of the uniqueness that nownal$ethe word “champagne,” so that

the exclusive reputation of the Champagne Housk&eilebased™

This shift in passing off cases, from protecting thwners and the public from
confusion to protecting owners solely on diluticasbd propositions, is indicative. It
shows the dominance of the dilution concept in fieel of trademarks, because this
concept aims to maximize the protection in favotitrademark owners. As such, it
seems that the granting of property rigstdely to trademark owners is a rational
conclusion. This is because this shift in passifigases towards dilution presupposes a

link between dilution and goodwiill.

However, this approach could be overcome throughd#ployment of the Economic-
Social Planning theory. It could be argued that goedwill retained in the mark is
“authored” in the same manner by which the mardélfits “authored”. The consuming
public may attribute this association between thener and the mark through the
goodwill, i.e. the goodwill is one way of manifegjithe association of the public. ‘Good
will is [thus] an identification created by the piet*? As such, property rights should be

conferred equally to both owner and public.

All'in all, in determining the nature of rights irademarks, one cannot rely upon an
argument based on the rights in the goodwill asssbfor property rights, because this
goodwill is “co-authored” between the owner and plablic. Thus, if property rights are
to be granted, then such rights should be the fopgrty” in equal measure for both the

owner and the consuming public. Hence, it seemsnéig$ to look at the theoretical

“CH Carty ‘Dilution and Passing off: Cause for Comt€¢1996) 112 L Q Rev 638-639. See also, H Carty
‘The Common Law and the Quest for the IP Effec0q?) 3 Intellectual Property Q 246-247, arguing tha
‘[d]ecisions throughout the twentieth and into tixenty-first century have reflected the protearuraof
the tort with their recognition of extended passioff ... [through] dilution’. See alsolntellectual
Property: Patents, Copyright, Trade Marks and AlliRights(n6) 656 (para 17-38).

I Taittinger SA(N38) 655.

2.3 Wilf ‘Who Authors Trademarks?’ (1999) 17 Cardd¥ts & Entertainment L J 12.
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justification of property in order to conclude whet this granting of property rights is

legitimized or not.
C-2 Theoretical Considerations

The view that registration confers property rightstrademark owners should be
assessed within theoretical boundaries. Aftergadinting property rights of this nature to
trademark owners requires justification for theiiseence’® because ‘whenever property
rights are permitted at all, their accumulationoime hand is a potential resuft.This
raises fears from turning trademarks into toolsmainopoly, because ‘the continual
treatment of trademarks as property has led t@wserconcerns regarding the scope of

rights granted to “owners.*®

The first consideration from which property shoble tackled is the source of the
entittement of the right itself, which is the regidion process. The present author
suggests that registration should not be suffidierdlaim property rights in trademarks,
because at this stage the consuming public havgetaittributed any association to the
mark. The nature of trademarks rejects the soleeostrip thereof by owners; they are
different from the case of tangible property. Fwstance, if one buys a house in a sttet,
owners of other houses in the same street arentiled to snatch away this house if the
house owner does not use it for a certain periodimé, five years for instanc¥.

Similarly, no one is entitled to the concurrent @ house with its ownéf.A house is

43 J Waldron ‘What is Private Property?’ (1985) 5 @Gnff J of Legal Studies 349, Waldron argues that the
‘philosoph[ical] argu[ment] about the justifiabilitof private property ... [focuses on] whether thare
good reasons, on grounds of individual libertylityti equality, or other values for preferring [$ic
property systems ...".

* A Rahmatian ‘Copyright and Commodification’ (2005) (10) EIPR 374.

5 CJ Doellinger ‘A New Theory of Trademarks’ (20a7)1 Penn State L Rev 845.

“® This scenario is influenced by an example providgdRaz, who argues that buying all the houses in a
certain street does not entail the owner of thesesuo own the street itself. See- J Raz ‘On theirisaf
Rights’ (1984) 93 Mind 197-198.

*" As is the case in trademarks, see- Trade Marks18&4 (UK) ¢ 26 s 6A. Implementing Council
Directive 89/104/EEC art 10.

“8 Trade Marks Act 1994 (UK) ¢ 26 s 7. The doctrifi¢hmnest concurrent use” is directed to overcome
any confusion which might arise from the use ofterks by two users, by restricting any preventing
overlap in the use of the mark. It also recognibesrights of other traders, which fulfils the gadlthe
Economic-Social Planning theory in promoting a faid free competition.
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either the owner’s property or it is not, unlesgshe buys the property with others, and
this clearly contradicts the case of trademarksrdlore, the nature of trademaris
initio rejects the sole proprietary nature, and confgrpnoperty rights to trademark
registrants contradicts the inclusion of doctrisesh as “cancellation for non-use” and

“honest concurrent use”.

Using the Lockean, Hegelian or utilitarian argurnsetd legitimize the granting of
property rights is not of much assistance. As femlargued above, the mark itself and
the goodwill pertaining in the mark are the “cofarship” of the owner and the public.
Contrary to this view, the above-mentioned theoattapproaches are individualistic in
their approact? Therefore, the nature of such theories, in additiothe insufficiencies
already discusset,fails to provide a helpful justification as to tipeoperty nature of
trademarks. This individual nature of such theogbeuld be taken in the light of the

effects of the grant of property rights.

Granting property rights in trademarks, in this senleads to an important
conclusion: the owner shall enjoy the exclusivéntritp use, exploit and alienate the
mark>! This shall exclude the consuming public from usthg mark, especially in
cultural and expressive contexts, even if this dises not cause any harm to the owner.
By totally ignoring the rights of the public in thmark, this individualistic nature of
property rights shall constitute a monopoly overksalt shall also provide the minority
of trademark owners with the ability to control §eblic at large. On these grounds, the

present author strongly disagrees with the view e granting of property rights solely

9 J Waldron ‘When Justice Replaces Affection: TheedNéor Rights’ (1988) 11 Harvard J of L & Public
Policy 630, Waldron argues that such ‘theoriesgtits have been attacked for their individualisar, the
way they parade the desires and interests of thahundividual as the be-all and end-all of paodifiat the
expense of notions like ... shared social good.’

0 See generally ch 2.

®1J Hughes ‘The Philosophy of Intellectual Prope(ty988-1989) 77 The Georgetown L J 291, Hughes
argues that ‘[ijn the final analysis, intellectyabperty shares much of the origins and orientatiball
forms of property.” See also, RN Klieger ‘Tradem&ikution: The Whittling Away of the Rational Basis
for Trademark Protection’ (1997) 58 U of PittsbulgiRev 839, (Citing- Statement of Nils Victor Monta
-HR Rep No 104-374 1995 5), providing that ‘[t]hask principle is that the trademark owner who ...
create[d] and maintain[ed] the property, shouldh®sole determinant of how that property is taubed
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to trademark owners could be the best and mostteféeway to safeguard the integrity
of the culture’?

Some scholars have adopted the approach that ectigdl creations such as
trademarks should not be regarded as propertystigior instance, Doellinger argues that
‘[tIrademarks are not property’Moreover, Bouchaert in his attempt to answer ithe t
of his article “What is Property?”, argues thaihf history of the origin of the several
kinds of intellectual property’ indicates that theguld not be regarded as corporeal
property rights* Therefore,

‘conferring property rights in words and symbols laasignificant negative impact on

the manner in which we are able to express oursebsd ... placing constrains on

how we otherwise might communicate our ideas, thtsjgor dreams inevitably
constrains our ability to evolve as individuals @sda society>®

Clearly, the traditional form of property rights edonot fit in with the field of
trademarks. In particular, ‘[aJccording to artiédeof the EU Directive, the scope of the
right is limited so as to preserve its essentiacfion of a trademark, being to act as a
guarantee of origim® Therefore, there exists the need to find a sulistiéystem eligible
to clarify the nature of rights in trademarks, hetlight of the process of “authoring”
trademarks and their main function as source itlergi

Reference to the Economic-Social Planning theqrihiss, vital. It allocates a system
which identifies the process of producing a tradémand the goodwill as the “co-
authorship” of both the owner and the consuminglipulAs such, trademark systems
should give the owner and the public the ownersthip certain bundle of rights. This

legitimizes the use of the word “owner” in refererto the registrant of the mark, in the

2T Dougherty ‘Group Rights to Cultural Survival:téflectual Property Rights in Native American
Cultural Symbols’ (1998) 29 Columbia Human RightRé&v 400.

%3 Doellinger (n45) 842.

4 B Bouckaert ‘What is Property?’ (1990) 13 Harvdrdf L & Public Policy 790.

* PC Chalk ‘The True Value of Trademarks: Influemgcimho we are and who we Want to be’ (2001-2002)
12 J of Contemporary Legal Issues 20.

%% Gl Zekos ‘Trademarks and Cyberspace’ (2006) 9¢® T of World Intellectual Property 506.
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same sense that the public own certain rights #is Teerefore, the view that trademarks
are the owners’ sole property rights should bestevated. One scholar argues:
‘As the property foundations of intellectual profyehave weakened and become
tenuous, the claim that intellectual rights repnéseerely state-granted monopolies
or privileges hagained prominence’
However, in revisiting the foundations of tradensarthe role of the Economic-Social
Planning theory is to provide a justifiable allaoatof these entitlements amongst parties
in trademark context, and to diminish monopoliesthie hands of one party on the
expense of other parties. Thus, the solution doédienin denying the property nature of
rights in trademarks; rather the question shoulcugoon the parties eligible for the

enjoyment of such rights.

In applying of the moral claims of the Economic-ab®lanning theory, the owner of
a trademark and the consuming public are the nggdies who retain certain rights in
the mark. Accordingly, the owner has the right & uhe mark, and to prevent other
traders from using the mark if such use shall tesulconfusing the public. The
consuming public enjoy the right to be protecteahfrany confusion as to the meaning
they attribute to the mark and the goodwill, andstmmportantly, they shall enjoy the
right to use trademarks in cultural and expresabses. Moreover, other traders shall also
have the right to use identical and/or similar msark such use shall not result in
confusing the public. This is vital, because it htighotivate the public to trigger a new
association and meaning-making in the mark. Thal,sim turn, result in promoting a
free and fair environment of competition. As Levargues:

‘[T]rademark allows the fair use of a mark to b&#adked as an affirmative defense

because there is a “public interest in allowing petitors to make free use of the

”

English language to describe their goods’

>’ A Mossoff ‘What is Property? Putting the PiecesiBRiogether’ (2003) 45 Arizona L Rev 413.

8 JK Levine ‘Contesting the Incontestable: Reformifrgdemark’s Descriptive Mark Protection Scheme’
(2005-2006) 41 Gonzaga L Rev 44. (Citing SD Kamademark Law, A Practitioner's Guid@" edn
2004) § 12.2.4)

160



This picture, as a whole, establishes the prop@ticgtion of the Economic-Social
Planning theory’s goal in fostering the creatioraglist and attractive culture as the basis

for trademark systems.

In conclusion, rights in trademarks take the forfna dundle of rights enjoyed by the
“‘owner”, the consuming public, as the “co-authoo$’'trademarks. Rights in the form of
property rights to trademark owners solely lackifiability and do not form any rational
grounds for trademarks, as is, equally, the casetfer intellectual creations. It has also
been seen that trademarks differ from other typgsaperty in the manner of acquiring
rights. Since trademarks are the result of thediathorship” of both the owner and the
public, a bundle of rights should be granted tchiqudrties. Consequently, the approach
of the UK TMA is indeed a rigid one. It has beenwh that the dilution concept, based
on utilitarian grounds, has led to the adoptiorthid conception which confers property
rights to trademark owners without taking into aguicthe same nature of rights in favour
of the public. Nevertheless, in order to complethsess the basis of the UK TMA, the
next section discusses the details of protectiaoraed to trademarks, in the light of
Council Directive 89/104/EEC.

D- Protection of Trademarks in the UK in the Light of Council Directive
89/104/EEC

In order to gain a full and clear grasp of the UKA, and to support the main theme
in this thesis, which focuses on the shift fromtpcting both the trademark owner and
the public, to the sole protection of owners, #ras vital to explore the registrability of
trademarks under the UK system of trademarks. @tudd have important implications
for the form of protection which this system aines grovide. Following this, the

standards of trademark infringement under the UKATWMII be discussed.
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D-1 Registrability of Trademarks

Tackling the registrability of trademarks under thi€ TMA is beneficial; it clarifies
and mitigates the rigid approach of this Act in sidering trademarks as owners’ sole
property rights. It also clarifies that the consngipublic play a decisive role in the
process of registering of trademarks. The UK TMAwdes two grounds for the refusal
of the registration of marks: absolute groundsedfisal, and relative grounds of refusal.
Relative grounds of refusal occur when the redisinaof the mark conflicts with earlier

rights or earlier marks.

In this context, the issue of conflict with earlreghts is of little importance. However,
conflict with earlier marks reflects whether the OKIA is connected with the adoption
of the source and origin function as the primanycfion of trademarks, and whether it
considers the confusion concept as the test fazsasgy whether the registration of a
certain mark would affect the ability of the senioark to denote the source and origin of
the products to which they are affixed. It alsowbavhether the new registration of the
junior mark might result in a mark which fulfilsahole of marks as source identifiers, in
accordance with the requirement of the ability tstidguish, as the definition of

trademarks requires.

The importance of article 5 of the UK TMARwhich regulates relative grounds of
refusal, is that it deploys the confusion test. idoer, it also opens the gate for a “semi-
dilution” concept in its section (3). Although CaiinDirective 89/104/EEC did not
impose the obligation on member states to adopt pairagraph, the UK TMA did
embody this controversial secti6hThis article shall not be discussed in detail dose
it is almost identical to section 10 regarding imjement, which will be analysed

below®?

*9 Implementing Council Directive 89/104/EEC art 4&)b), and (4)(a).
% Seeinfra s D-2-c.
L ibid.
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D-1-a Absolute grounds for refusal and the consumuppublic

It is suggested that despite considering trademasl®vners’ property rights, the UK
TMA does recognize the rights of the consuming juldnd in fact takes them into
consideration in determining whether the mark igilele for registration, and thus for
protection. Clearly, this regard to the role of theblic supports the argument that
trademarks are not the sole property rights ofamaark owners, since the granting of
property rights does not depend upon the stateird of the consuming public. This is a
feature of the granting of property rights, whiclaiply contradicts the situation of

trademarks.

As has already been argued, the UK TMA requires$ #haign should be able to
distinguish goods and/or services of one undertpkiom those of other undertakings, in
order to qualify for registratioff. Therefore, the Act considers that ‘signs whichndo
satisfy th[is] requirement’ shall not be registefd@he ECJ inDyson Ltd v Registrar of
Trade Mark$* considered that

‘the conceivable shapes of a transparent bin dectadn chamber forming part of the

external surface of a vacuum cleaner, is not an"sigthin the meaning of [article 2

of the directive, the equivalent of section 1(1)tleé UK TMA] and therefore is not

capable of constituting a trade mark within the nieg thereof.*®
The court considered that the subject-matter oistegion should be a “sign”. ‘[T]he
purpose of that requirement is in particular tovpré the abuse of trade mark law in
order to obtain an unfair competitive advanta§®.This category ‘prohibits the
67 It

registration of 8igns which do not satisfy the requirements of [tradeks$.

embodies two kinds of signs; first, ‘those signsiowhhave never been capable of

2 Trade Marks Act 1994 (UK) ¢ 26 s 1(1), in additimnthe condition that the sign should be ‘capatile
being represented graphically’.

% Trade Marks Act 1994 (UK) ¢ 26 s 3(1)(a). Thistarctreflects the Directive which provides thaigiss
which cannot constitute a trade mark’ shall notregistered. See- Council Directive 89/104/EEC art
3(1)(a).

64 (Case C-321/03) [2007] 2 CMLR 14. See also, ctB2sb (ii).

% Dyson Ltd(n64) 331.

*®ibid 314.

7 AD2000 Trade Mark1997] RPC 168 173.
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distinguishing the goods of one undertaking frorosth of other undertaking®® and
second, ‘those which once had the capacity torgjstsh but have, through use, ceased

to be capable of doing s&’

The Act also prohibits the registration of ‘tradeanks which aredevoid of any
distinctive character’ (emphasis addéd}hat is, marks which are not distinctive either
through inherent or acquired distinctiven&ssloreover, the Act considers that marks
which aredescriptiveas to the ‘kind, quality, intended purpose, valyepgraphic origin,
the time of production of goods or of renderingsefvices, or other characteristics of
goods or services,” are not eligible for registrafi’ because such marks should remain
in the public domairi® On this basis, the application to register thekriray by Day”
for milk was refused, since it was descriptive loé tquality and characteristics of the
product, and thus, was considered devoid of distiecess’* Moreover, the Act
prohibits the registration of generic marks ‘whiclnsist exclusively of signs or
indications which have become customary in theeturianguage or in thgona fideand

established practices of the trade’.

Such grounds for refusal are significant becauséifid each one of the[m] ... there
is an underlying public interest'This derives from their focus on the source arigimr
function as the primary and essential function,atall marks should satisfy in order to

qualify as trademarks in the first place. More impotly, on this basis, if a mark is

zz Bach and Bach Flower Remedies Trade M42d0] RPC 513 (CA) 533.

ibid.
® Trade Marks Act 1994 (UK) ¢ 26 s 3(1)(b). Implertieg Council Directive 89/104/EEC art 3(1)(b).
"1 See for example, (Case C-299/9®ninklijke Philips Electronics NV v Remington Comer Products
Ltd [2002] ECR 1-5475, providing that the three-headw®dry shaver is devoid of any distinctiveness.
2 Trade Marks Act 1994 (UK) ¢ 26 s 3(1)(c). Implertieg Council Directive 89/104/EEC art 3(1)(c).
3 See for example, (Case C-191/@MHIM v Wm Wrigley Jr Co (Doubleminf2003] ECR 1-12447, para
31, providing that the aim of prohibiting the regigion of descriptive marks is to keep such maeely
used by all, which serves a public interest.
" R. v Besnier S.A.’s Trade Mark Applicatif#002] RPC 6 258. See alddnkin Park LLC’s Application
[2006] ETMR 74, 1034, (the sign “Linkin Park” wasfused by the Registrar. The Applicant appealed the
Registrar’'s decision, however it was held that terk’s registration is precluded because it is dess
some characteristics of the goods.)
" Trade Marks Act 1994 (UK) ¢ 26 s 3(1)(d). Implertieg Council Directive 89/104/EEC art 3(1)(d). See
for example, (Case C-517/9®0erz & Krell GmbH & Co[2001] ECR [-6959.
8 S ManiatisTrade Marks in Europe: A Practical Jurispruden@' edn Sweet & Maxwell London 2006)
85 (para 4-091).
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registrable because it is able to distinguish tteelpcts of the undertaking from those of
others, then any use of the mark by others shoalldsBessed through the confusion as to
source and origin, to determine whether such udegimate or not. Furthermore, it
refers, implicitly, to the role of the public ingHlife” of marks, through doctrines such as

secondary meaning and genericness.

(i) Genericness

The UK TMA does not allow the continuance of thgis&ation of a trademark if ‘it
has become the common name in the trade for a gramtuservice for which it is
77

registered’,” and considers this situation a valid case foréwecation of registration of

such a mark.

Trademarks become generic when the consuming pstait to associate the mark
with the whole class of goods and/or services,erathan associating the mark with the
goods and/or services of the undertaking. Thisccoegult either from the decision of the
public, which is resembled in their consensus farelg the association attributed to the
mark, or from some kind of negligence on the pérthe owner’® The UK TMA only
recognizes this last scenario as the only groundréadering a mark generic, and
considers this to be ‘in consequence of acts activity of the proprietor”® However,
even if the mark becomes generic through the ownaets, the decisive factor is the
decision of the public to alter the associatiothef mark and ascribe a new meaning to it.
The recognition of the role of the public as suontradicts the owners’ sole property
rights in trademarks. In other forms of propertghts, the public do not have the
authority, nor the right, to prevent someone fromnership of their house simply
because they decide to do so, whereas, in tradsptaek public retain this right because
they are the “co-authors” of such rights, accordingthe Economic-Social Planning
theory.

" Trade Marks Act 1994 (UK) c 26 s 46(1)(c). Impletieg Council Directive 89/104/EEC art 12(2)(a).

" The owner of a mark could take some actions whvohld prevent the mark becoming generic. See
generally, D Kaufmann ‘How to Prevent Your Mark Betng Generic’ (2007) 168 Managing Intellectual
Property 125-127.

" Trade Marks Act 1994 (UK) ¢ 26 s 46(1)(c). Implertieg Council Directive 89/104/EEC art 12(2)(a).
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As such, the decisive factor in trademark genessng that the consuming public are
the party who render the mark generic, not theuatan of traders. Traders could be
considered experts in this field to support a claina mark being generic, but it is not

their acts which transform the mark into a genecd.

(i) Secondary meaning

The absolute grounds for refusal of the registratd trademarks, under the UK
TMA, clearly focus on the distinctiveness of a marlorder to qualify for registration.
This reflects the idea that certain marks, which raa retain any kind of inherent
distinctiveness, but which acquire distinctivenéssough the association which the
public decide to attribute between the mark andbtheer’s products, have valid grounds
for being registered. This is another importanteaspvhich plainly clarifies the role of
the public in the creation of marks. According be tEconomic-Social Planning theory,
the “authoring” of a trademark passes through adtep process; the use of an inherently
distinctive sign by the owner, and the second atustiep, which lies in the association

which the public attribute between the mark andpttoelucts.

However, the secondary meaning doctrine recogrizesability of the public not
only to draw a link between the mark and the pr¢gjuaut also to grant a distinctiveness
to the marks which were initially devoid of distiiveness. That is, the public grant a
meaning to the mark as indicator of the sourceaigin of the products in question. The
High Court of Justice provides that:

‘A mark which is prima facie descriptive will onlye protected if it can be shown to

have acquired a secondary meaning: that is toifsdhas become distinctive of the

[owner].2°

Significantly, this association, which results imetgranting of distinctiveness to

descriptive marks, also supports the argumentttieagoodwill is “co-authored” by the

80 Knight v Beyond Properties Pty LE007] FCR 34 (Ch) 819.
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public as well. The Court of Appeal iBhones 4u Ltd v Phone4u.co.uk. Internef td
concluded that the trademark “Phones 4u”, althodegcriptive, still retained goodwiill

which resulted from the distinctiveness it acquifédrhis approach by the court
concealed a number of issues. It could be infefreth this decision that the public
granted the secondary meaning to the mark as aoatod of source and origin; this
secondary meaning provided distinctiveness to taekjrand this in turn resulted in the
goodwill of the mark. Thus, goodwill partly resuftdm acts of the public, but it still

involves “co-authorship” with the owner, becauséshe contributes, through advertising,

for instance.

A further important conclusion from this decisianthe emphasis on the source and
origin function. That is, when a descriptive matkrts to indicate the source of the
products due to the public’s association, such aknaaquires distinctiveness, which
renders it eligible for protection. This gives cimiesable prominence to the source and

origin function as the onlgrimary function of trademarks.

D-2 Trademark Infringement in the UK TMA

This section examines more extensively the criteadopted by the UK TMA as
regards the infringement of registered trademaaks, the test deployed to assess such
infringement. It shall set out the current stateadfunder the Act in order to be able to
assess whether it complies within the suggestear¢tieal framework. The first section
discusses the scope of rights conferred to trademaners, and then, confusion-based

protection and dilution-based protection will bgused.

81[2007] RPC 5 (CA).
8 ibid 96.
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D-2-a General scope of applicability of section 16f the UK TMA

Section 9 of the UK TMA sets out the rights corgerto trademark owners. It refers
to ‘[tlhe proprietor of aegisteredtrade mark’ (emphasis add&ts the party eligible to
protection. Although this discredits the public agprotectable party in the trademark
formula,®* it is a better approach than in other jurisdicsionvhere non-registered

trademarks are protected by the same statutorysyagrotecting registered marks.

This section provides that the owner of a registereark shall have ‘the exclusive
right[] in the trade mark®® Legislative history shows the failure of the atprto limit
such exclusivity; indeed this particular attemptefd to insert the following sentence at
the end of section 9(1):

‘In particular, the proprietor has the exclusivghtito use the mark on or in relation

to the goods or services for which it is registeiredhe course of business so as to

indicate a commercial connection with such goodseovices ®’
Thus, exclusivity of rights in trademarks agairsesi the fears of the monopolistic nature
of marks as the owner’s sole property right. Thislesivity supports the individualistic
nature of the dilution principle, and precludes tiyhts of the public and other traders.
The Economic-Social Planning theory suggests tteatetnarks are source and origin
identifiers, and that any infringing use shouldtbe use of the mark as source identifier
by others, which should in turn result in confusithg public in order to amount to

infringement.

Contrary to this approach, this section considéat texclusive rights shall be

exercised against the “use” of the mark withoutdbesent of the proprietf.It does not

8 Trade Marks Act 1994 (UK) ¢ 26 s 9(1). Implemegti®ouncil Directive 89/104/EEC art 5(1). The 1938
Act explicitly considers that there is no protent&gainst infringement for unregistered marks. Seade
Marks Act 1938 (UK) 1 & 2 Geo 6 ¢ 22 s 2. Such eatibn for unregistered trademarks falls under
passing off.

% See ch 1sE-6.

8 Such as the situation in the US under the Lanham®ee ch 4 s D-2-d (iii).

8 Trade Marks Act 1994 (UK) ¢ 26 s 9(1). This was same approach of the 1938 Act. Sepras C.

8 HansardHL Deb Vol 552 Col 732 (24 February 1994).

8 Trade Marks Act 1994 (UK) c 26 s 9(1).
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specify what kind of “use” amounts to infringemeittis could have opened the scope of
infringing uses to high limits, had the subsequedtion not referred to the “use in the
course of trade® Section 10(4) sets out a list of four non-exhaestxamples of
“use”;® however, this list is open-ended, and allows folimited further examples of
uses, which would broaden the owners’ rights téuthe many prohibited infringing uses
one could imagine. Most importantly, this mightcalead to the inclusion of cases of
“use” in contexts other than trademarks. Ratheshduld have focused on one particular
instance: that is, any use of the mark by othera sgurce and origin identifier, i.e. as a

trademark?
D-2-b Confusion-based protection

Confusion-based protection of trademarks undetJtiel MA includes two scenarios
for protection. The first is identical/identical rdasion, while the second deals with

identical/similar confusion.
(i) Identical/identical confusion

The first type of trademark infringement under th€ TMA is concerned with the
use ‘in the course of trade [of] a sign which isritical with the trade mark in relation to
goods or services which are identical with thosevibich it is registered® The Act
considers such a case to be an infringement akthistered mark in question. It does not

require the trademark registrant to prove any kihdonfusion.

This type of confusion-based scenario is consistgith the premises of the
Economic-Social Planning theory. It presumes thisterce of confusion, because the
ability of the senior mark to denote the source ardin of the senior user shall be

diminished. This shall protect the trademark owinemaintaining his/her mark’s ability

8 ibid ss 10(1), (2) and (3).

Dibid s 10(4).

1 Under the 1938 Act, it is noteworthy that to eb&kbinfringement it was required that the markised
as a trademark. See- Trade Marks Act 1938 (UK)2@eo0 6 ¢ 22 s 4(1)(a).

2 Trade Marks Act 1994 (UK) ¢ 26 s 10(1). ImplemegtCouncil Directive 89/104/EEC art 5(1)(a).
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to denote the source of his/her products, and in furotects the public from any

confusion which they will suffer in this case.

The only likely problem in this case is the intetation of the word “identical” as
regards the phase of marks and the phase of gaosisraces, i.e. whether the junior
mark should mirror the senior mark, or that thedpids are identical. As regards the
identical nature of marks, this should not be tefthe discretion of courts to decide on a
case by case basis. Courts should, rather, as$ethawr the junior mark mirrors exactly
the senior mark in order for infringement to occlhis is because this section deals with
situations where theexact identicality between the marks would make confasio
inevitable. The strict application of identicalitgsults from the fact that the trademark
owner is exempted from proving confusion, and iohsa case, there is a need to make
sure of the inevitability as to the raising of aasibn, in order the ensure that the scope of

this section is not widened.

English courts’ interpretation of the matter ofntleality follows a strict approach. For
example, inOrigins Natural Resources Inc v Origin Clothing I*fdt was considered
that the mark “Origin” was not identical to the k&Origins”. The court provided that
they ‘are different in that the plaintiff's mark is the plural whereas the defendants use
the word “Origin” alone and as such out of the scope of section 10()ettK TMA.
Similarly, the ECJ provided that ‘[t]he criterioffi identity of the sign and the trade mark
must be interpreted strictly” Thus, ‘a sign is identical with the trade mark wvehé
reproduces, without any modification or additioh,the elements constituting the trade
mark’.*® English courts interpreted this ECJ decision tppsut their strict approach of

identicality®’

93[1995] FSR 280 (Ch).

% ibid 284. See alsd. v IDG Communications Ltd’s Trade Mark Applicatja002] RPC 10, 287, finding
that the mark “Digit” is not identical to the médiRigits”.

% (Case C-291/00)TJ Diffusion SA v Sadas Vertbaudet[3803] FSR 608 para 50.

% ibid para 54.

" Intellectual Property: Patents, Copyright, Trade s and Allied Right$n6) 717 (para 18-53).
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Regarding the identicality of the goods and/or isess; they should also be totally
identical. This should be differentiated from theewf the mark. As has already been
argued®® the Economic-Social Planning theory argues thatathly primary function of
trademarks is the source and origin identificationction, and forms the real rational
basis for trademark protection. As such, trademanbsid provide othersecondary
functions such as: quality, advertising and infaiwgafunctions. The difference is that
the latter functions could not form the basis @demark protection, and there is no
prerequisite that they be available in all tradek®aas opposed to the source and origin
function. However, the quality function could n@& assessed through confusion; thus, it
should not be considered when looking at tradenmdrkngement, and as such, cannot be
relied upon by Art 10(1). The case of the othepsédary functions is different; such uses
are assessable through confusion, and if the matkpeoducts in question are identical,
then confusion is presumed even if it was relapeithése secondary functions. In keeping
with this approach, the ECJ in its decisiorAisenalcasé® provides that:

‘[W]here a third party uses in the course of tradggn which is identical to a validly

registered trade mark on goods which are identc#hose for which it is registered,

the trade mark proprietor of the mark is entitled,to rely on Art.5(1)(a) of th[e]

Directive to prevent that use. It is immaterialttha the context of that use, the sign

is perceived as a badge of support for or loyaltyaffiliation to the trade mark

proprietor.*®
(ii) Identical/similar confusion

Confusion is the ideal test for assessing tradermdringement:®® It protects both
the public and other traders ‘by helping to presethe integrity of the free markef?
and in allowing other traders to use the mark gr gimilar sign where confusion is not
likely to occur. This promotes an environment @efrand fair competition and removes
any possibility of monopolizing rights in trademsaritt must be acknowledged that this

% See generally ch 3.

% Arsenal Football Club PI¢n9).

1%%pid 380-381.

191 Also to assess the eligibility of trademarks taégistered.
192 Trade Marks in Theory and Practi¢a22) 98.
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form of protection, based on the Economic-SociadnRing premises, is the most
equitable approach. This should form the modernubstgute for the utilitarian

monopolistic approach in denying the rights of plblic in trademarks.

The second level of confusion-based protectioneutide UK TMA, is provided in
Art 10(2). This section includes three types ofindement: identicaV similar, similarv
identical, and similay similar. It provides that:

‘A person infringes a registered trade mark if lseauin the course of trade a sign

where because—

(a) the sign is identical with the trade mark asdsed in relation to goods or services

similar to those for which the trade mark is registered, o

(b) the sign issimilar to the trade mark and is used in relation to gamdservices

identical with orsimilar to those for which the trade mark is registered,

there exists dikelihood of confusioron the part of the public, which includes the

likelihood of associatiomith the trade mark’ (emphasis addé®).

This section raises questions on two counts; @sto the test for interpreting similarity,
and second, as to interpretation of the likelihobdssociation. Each of these concerns

shall have serious effects on the scope of tradepratection.
- Sequential test v global appreciation test

The UK TMA and the Directive provide no guidance tasthe interpretation of
“similarity” for the purposes of this sectioBritish Sugar Plc v James Robertson & Sons
Ltd'®*was one of the early case law interpreting andyamp this section. The court
provided six factors to be taken into consideratidmen assessing the availability of
similarity.’®® The court considered that the sequence of impletien of section 10(2)
should start by assessing similarity, before tugrimthe matter of confusion. This means

that the court should first assess whether the sramld products are similar in the light of

193 Trade Marks Act 1994 (UK) ¢ 26 s 10(2). ImplemegtCouncil Directive 89/104/EEC art 5(1)(b).
10411996] RPC 281 (Ch).
1% ibid 296-297.
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its six factors test, before tackling the likeliloof confusion. Accordingly, the court
developed the three step test:

‘(1) Is the mark used in the course of trade?

(2) Are the goods for which it is used similar hose covered by the registration?

(3) Is there a likelihood of confusion becausehat tsimilarity?*%
As such, the court did not find that the producesensimilar, and consequently —without
discussing confusion— no infringement arose urltisrsection®’

TheBritish Sugarcase provided a strict approach to the interpatatf “similarity”.
However, this ‘sequential approatif differs from the one adopted by the ECJShbel
BV v Puma AG* the ECJ held that:

‘[L]ikelihood of confusion must ... be appreciatedigélly, taking into account all

factors relevant to the circumstances of the désesuch,] ... global appreciation of

the visual, aural or conceptual similarity of tharks in question, must be based on
the overall impression given by the marks, beaiimgnind, in particular, their

distinctive and dominant component&””

The ECJ's decision in thBabelcase contradicts theritish Sugarcase in its result
that ‘the more distinctive the earlier mark, theeajer will be the likelihood of
confusion.**! This outcome was precisely what tBetish Sugarcaseaimed to avoid;
that is, by not giving extra protection to strongriks under this type of confusion-based
protection. Therefore, ‘there is a clear messagrirg through from the ECJ that the

three questions set by [tHgritish Sugarcase] should be elided into a single test of

19%ibid 294, the court considered that this sequéseéal in order not to provide more extra protewtfor

strong marks under section 10(2).

9% pid 297.

198 Griffiths provides the term “sequential approath’the test of the court iBritish Sugarcase. See- A
Griffiths ‘The Impact of the Global Appreciation pmach on the Boundaries of Trade Mark Protection’
(2001) 4 Intellectual Property Q 333.

199 (Case C-251/99)1998] RPC 199.

ipid 224.

ibid.
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“global appreciation”*'? Griffiths defends the ECJ's approatfiand considers that the

sequential approach of tiBgitish Sugarcase
‘would establish a uniform and narrow scope of @ctbn for all registered trade
marks without taking account of the particular eimstances of the first mark, which
might in practice have a bearing on the likelih@bdonfusion.***

Thus, Griffiths considers that ‘[m]arks are simiiin practice they resemble each other

enough to be likely to confuse consumers abouetoaijin.™*°

In assessing the appropriate approach in this degaseems essential to follow a
strict approach. The global appreciation approacts & widen the scope of this level of
protection by overcoming the requirements of sintifaand confusion. This test is of no
relevance at this level, because at this levefrotegtion, no distinction between ordinary
marks and well-known marks is drawn. This is nots&y that owners of well-known
marks could not use this type of protection, buheg they should adhere to the
requirement of proving similarity and proving theistence of likelihood of confusion.
Therefore, the premise of the global appreciatiest that the likelihood of confusion
embodies the presumption of similarity is not aatelr and if this is the case, then
proving similarity would be easy. In addition, thien of this approach is to overcome the
requirement of proving similarity to widen the seopf protection; this is correctly
referred to by one scholar as the “similarity-ttiere-confusion” concept® In the same
context, the ECJ in th@éanoncase provided that:

‘[T]he distinctive character of the earlier tradank and in particular itseputation

must be taken into account when determining whethersimilarity between the

12N Briggs ‘Infringement under Section 10(2) and 3)0¢f the 1994 Trade Marks Act in Perspective’
(2000) 22(9) EIPR 430.

13 35ee also, C Howell ‘A Loaded Question: On Sechi(8) of the Trade Marks Act 1994’ 2002 13(3) Intl
Company and Commercial L Rev 120, arguing that if]wrong to consider the question of similarity
separately from confusion.’

14 Griffiths (n108) 333.

15 ibid.

HMeNLW Loon ‘Time to Re-think the Ever Expanding Cept of Trade Marks? Re-calibrating Singapore’s
Trade Mark Law after the Controversial US-Singageré’ (2008) 30(4) EIPR 153.
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goods or services covered by the two trade marlsuficient to give rise to the
likelihood of confusion’ (emphasis addé€(d].

Consequently, the global appreciation approachsaio overcome cases where
similarity does not amount to likelihood of confoisj namely in well-known trademarks,
because they ‘are so well ingrained in the memarfesonsumers that consumers are
able to distinguish them even from very similamsign similar products?® Therefore,
confusion is not likely to occur because of thehhilggree of recognition that the public
attribute to the mark; instead, the use of simit@rks would strengthen the association
with the well-known marks rather than resultingaiikely confusion. Thus, the ECJ’s
deployment of the global appreciation apprdatias confirmed that the likelihood of
confusion is ... to be seen as a quite broad con&&pt’

As such, the presumption of global appreciatiomels that all relevant factors such
as aural, visual and conceptual elements shoultaken into consideration could be
reconciled with the strict sequential approachhefBritish Sugarcase. One may argue
that similarity should first be proved, and thetegf the likelihood of confusion.
Throughout this process, aural, visual and conetmiements could be deployed to this
end. This shall ensure not only the need not t@edfhe scope of this level of protection
beyond its rationale scope and limits, but at thees time to provide a degree of
flexibility, which overcomes this hurdle.

- Likelihood of confusion including likelihood of association

Section 10(2) requires that in order for an infengent to occur there should exist ‘a

likelihood of confusion on the part of the publiwhich includes the likelihood of

17 canon Kabushiki Kaishgn7) 134. See also, S Maniatis ‘Dilution in EurBp&n HC Hansen (ed)
International Intellectual Property Law & Polid/olume 7 Juris Publishing Inc Huntington NY 20G13-

6.

8P| Roncaglia ‘Should We Use Guns and Missilesrmid®t Famous Trademarks in Europe?’ (1998) 88
Trademark Reporter 554.

119 As in theSabelcase.

120Trade Marks in Theory and Practi¢a22) 112.
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association with the trade mark* There is a wide agreement that this phrase is
ambiguous and vagué? as the wording of this requirement seems to béusimg as to
whether non-origin association could be interprededa substitute for confusion as to
source and origin. This is a concern becauseabuld be construed as a substitute for
confusion, then the scope of section 10(2) wouldpsify the owner’s burden of proof to
an extent which amounts to the grant of full morigso As a result of such an
interpretation, the rights of the public would bH#eeated because adherence to their
confusion is no longer necessary and is not theron for trademark infringement. In
addition,

‘[a]ldopting association as the infringement staddar all trademarks, ... not only

would have provided a rigorous criterion upon whighrely but also would make it

virtually impossible to avoid trademark infringeret?®
This also affects the rights of other traders, bseait does not allow them to use the
mark if such use shall not cause any confusion, raadtal association with the senior

mark would constitute trademark infringement, ewethe absence of confusion.

According to the premises of the Economic-SociahRing theory, confusion is the
central test for trademark infringement. It has roedtarified that the onlyprimary
function is the source and origin function, andfasion is the criteria to be used in this
regard. The flexibility of this theory lies in igility to include othesecondaryfunctions,
one of which is the informative function. This ftion provides the public with
information regarding the sponsorship of the presluand therefore, plays an important
role in maintaining the primary function of tradele in identifying the source and
origin. Thus, by applying of the Economic-Sociaamiting theory any uses by others
which shall lead the consuming public to assodiagesenior mark with a junior mark,

and would lead them to believe that a relationfbliation or sponsorship exists shall be

121 Trade Marks Act 1994 (UK) ¢ 26 s 10(2).

122 AK Sanders ‘The Wagamama Decision: Back to thekPayes of Trade Mark Law’ (1996) 18(1) EIPR
3. See also, Griffiths (n108) 341. See aBabel BMn109) 221.

12 Roncaglia (n118) 561.
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124
d:

prohibite Yet this should be assessed through the confugsn As such, mere

association could not be interpreted as a substitmtconfusion.

In contrast, the drafting of this section inferattassociation occurs when consumers,
when confronted with the junior mark, would be reded of the senior mark without the
necessity of proving confusion as to source andiroffior infringement to occur at this
level of protection. The danger of this scenaridhiat it provides a dilution principle
within the framework of ordinary marks, becausaoh-origin association is actionable
under section 10(2) then owners of ordinary madidctuse it as the basis for protecting
the exclusivity of their marks, as some scholagsial®” It has been argued that this is an
evil in the context of well-known marks; thus tAigument fortiori includes the case of

ordinary marks.

It seems essential to discuss the stand of theda@JJK courts in interpreting this
ambiguous section. One of the leading cases tarkhis issue wa¥agamama Ltd v
City Centre Restaurants PIé° In this case, the plaintiff —the owner of the mark
“Wagamama” used for a Japanese food restaurantlermpped the use of the sign “Raja
Mama'’s” by the defendant for an Indian food resaatr The plaintiff based his case on
the grounds for infringement under section 10(Bintng that such use would create an
association between the two markS.The defendant’s defense was based on the
interpretation of section 10(2) as being the “diistype of infringement?i.e. requiring
confusion as to source and origin. The plaintifpoged this approach and argued that

confusion is no longer a requirement, as the intctidn of association enlarged the basis

124 Torremans makes a similar point, see- PLC Torrentiine Likelihood of Association of Trade Marks:
An Assessment in the Light of the Recent Case Lathe Court of Justice’ (1998) 3 Intellectual Prage

Q 307.

125 For example, see- AK Sanders ‘Some Frequently dsRaestions about the 1994 UK Trade Marks
Act’ (1995) 17(2) EIPR 70, providing that ‘sectid®(2) incorporates both the source and the dilution
doctrine and association must therefore be sethisiight.’

12611995] FSR 713 (Ch).

27ipid 713-714.

128 ipid 715.
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of infringement to cover cases of mere “non-origgsociation” even when confusion is
out of questiort?® The plaintiff contended that
‘there will now be infringement if, on seeing thefehdant's mark, the registered
mark would be “called to mind” by a customer evkthere is no possibility of the

customer being under any misapprehension as torigjie of the goods**°

The court emphasized that the plaintiff's interptiein of association under this
section is not valid. Rather, it provided that thgts of the owner under this section are
limited to the “classic” type of infringement whighcludesassociation as to originin
argument, Laddie J stated that:

‘If the broader scope were to be adopted, the Dwe@nd our Act would be creating

a new type of monopoly not related to the propristtrade but in the trade mark

itself. .... | can see nothing in the terms of Dieective (or our Act), or in any

secondary material which | could legitimately takéo account, which would lead
me to assume that this was its objective. On thetrany, the preamble to the

Directive seems to point in the opposite direcgorce it states:

“Whereas the protection afforded by the registérade mark, the function of which

is in particular to guarantee the trade mark aisdication of origin ..” ' 3*
Ultimately, the court ruled in favour of the plaffit but according to the “classic”

confusion infringement.

The court’s decision in th&#agamamacase provided a good interpretation in terms
of maintaining the requirement for confusion, whfohms a reflection of the Economic-
Social Planning theory’s view in deploying the amibn concept as the ultimate test for

trademark infringement. However, the decision Wagamamawas not free from

129ibid 714. The plaintiff's argument was based orkimg a reference to Council Directive 89/104/EEC,

and argued that the reason for having this intrddodn the UK TMA was in order to implement the
Directive, where this was introduced on pressur¢ghbyBenelux countries, where likelihood of asstama

is a substitute of confusion. However, the coudt bt accept this argument. See- ibid 723-724. iBhike
source of the argument that the Directive, as b#iegource of the UK TMA, is not of much assistairc
defining a clear philosophical foundation as it hseen the outcome of negotiations and compromise
between member states. Sepras B.

¥%pid 721.

¥ ipid 730-731.
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criticism by scholars defending a wide scope ohtsgof monopolistic nature. For
instance, Harris —-who was acting for the PlaintiffwWagamama comments that this
decision
‘calls into question what function a trade markvesrand whether the modernizing
legislation of both the Directive and the Trade k&aAct 1994 have really achieved
all that was claimed in respect of thel#.
Sanders provides a more radical approach, arghaighis decision is ‘a Pyrrhic victory
for trade mark owners, as it reduces the scopeaiégtion of the 1994 Act to the rigid
confinements of the confusion rationaté®He goes so far as to argue that ‘the origin-
based confusion rationale has not only been widdmgtchas also been appended by non-
origin association, or the dilution doctrifé®Sanders’s main argument is based on the
premise that if section 10(3) provides dilution teation ‘where dissimilar products are

concerned, the same must be true for similar prisdtic

In response to this argument, it is not a mattecarfsensus that section 10(3) does
not require confusion. For instance, Rahmatian esdhat under the original version of
section 10(3) which was in force until 2006%, [tlhere must be likely confusion
(including association) as well to constitute arfringement, although this is not
expressly stated in the ACE’ This is capable of reversing Sanders’s argumenit a
diminishes the premise on which it was based. &nhyil Prescott criticizes Sanders’s
argument and cites a number of pitfalls which pnéves validity. First, Prescott argues
that:

132p Harris ‘UK Trade Mark Law: Are you Confused’ @8) 17(12) EIPR 603.

133 sanders (n122) 3.

134 AK Sanders ‘The Return to Wagamama’ (1996) 18EI®R 521.

135ibid. See also, Sanders (n122) 5, arguing thdownthat it is clear that expansion of the confasio
rationale to the non-confusion rationale is apjieao the case of use of a sign on dissimilar gpdds
logically imperative that this is also true for disn goods, where the proximity of the products amtes
the detrimental effect to the unique associativergith of the mark.” See also, P Torremétudyoak &
Torremans Intellectual Property Lag" edn Oxford University Press Oxford 2008) 415, g that
many of the problems arising from section 10(3) ldawot even exist if it ‘wa[s] to be ... based on the
public being confused.’

130 Seeinfra s D-2-c.

137 A Rahmatian ‘Infringement of Trade Marks in theitéd Kingdom and in Austria’ (1999) 21(7) EIPR
358.
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TIf legislators wish to introduce new monopolies, incurring whatever degree of

public odium as may arise, ... they ought to sayudbcgently clearly. [They could

have stated:] “confusion on the part of the publicdhe likelihood of association” ’
(emphasis addedj®

Second, and most importantly, he contends thatose&0(3) issui generisand that as

such ‘it does not throw any further light on theamimg of section 10(2)"*° rendering

both sections incommensurabfé.

Although clear and unequivocal arguments defendifiproach that association is an
instance and subset of confusion, —rather tharbstitute of confusion, as expansionists
argue— the ECJ’s decision in tAesenalcase provides more support for this arguniéhnt.
The court provided that:

‘It should be borne in mind that, according to tlase law of the Court of Justice, the

concept of likelihood of association, used in Adi)(b) and 5(1)(b)js not an

alternativeto that of likelihood of confusion, but servegifine its scope’ (emphasis
added)**?
In another decision, the ECJ clarified the emphasithe confusion requirement under
section 10(2). IDavidoff v Gofkid Ltd*?it was stressed that

‘[wlhere goods or services are similar, the naticmwurt mustexamine ... whether

there exists a likelihood of confusion in accordanath Arts 4(1) [reflecting sections

5(1) and (2) of the UK TMA] or 5(1) [reflecting d&mns 10(1) and (2) of the UK

TMA], as the case may be’ (emphasis addé&tl).

In conclusion, the UK TMA in relation to confusidmased protection for trademarks

seems to be controversial. On the one hand, itogepthe concept olikelihood of

138 p prescott ‘Think Before you Waga Finger’ (1998}6) EIPR 318.
139 i 4
ibid 319.
14%pid.
141 Intellectual Property: Patents, Copyright, Trade Ms and Allied Rights(n6) 717 (para 18-53),
providing that ‘[tjhe ECJ has accepted that “asstmn” is one form of “confusion”, not an indepentle
concept.’
142 Arsenal Football Club PI¢n9) 351. See als@abel Bn109) 223.
143 (Case C-292/00) [2003] 1 CMLR 35.
1 ibid 1058.
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confusion rather thaactual confusion. The merit of this is to overcome theeptal
danger of the mark which shall affect both the awared the consuming public equally.
Courts have acknowledged a strict approach to tmeeapt of identicality in section
10(1), which successfully defines definite bounekarfior protection on this level, in that
it does not allow the owners to benefit unduly frahe presumption of confusion
existence, which is ultimately of benefit to allripes in the trademark formufd®In
section 10(2), a flexible approach was providethttude different cases up to the use of
similar/similar marks and products. On the otherdhdahe problem with this section lies
in a number of issues; first, it did not clarifyetiprocess of assessing the infringement,
and this led courts to adopt the global appreaia@pproach, which resulted in an
unjustifiable expansion of rights under this sattecause it considers that marks and
products are similar if confusion is likely. Moremythe drafting of section 10(2) was not
successful in providing: ‘likelihood of confusiom ¢he part of the public, which includes
the likelihood of association with the trade méaf®However, British legislators should
not have given up the chance to clarify the amlygoii this section, because this reflects
the exact wording of the Directive; nonethelessytbould have provided more clarity to
it."*” This created an opportunity for the proponentmofopolistic rights in trademarks
to argue that the dilution concept is included witthe scope of this level of protection.
However, unlike the unfortunate role of legislatorsthe drafting of section 10(2), the
intervention of English courts and the ECJ was sssiul in denying this alleged notion
and stressing that association is an instance musmn and not a substitute to it. This
approach is in keeping with the premises of thenBouc-Social Planning theory in
some aspects, and contradicts it in others. Tha#l ble the matter of discussion below.
However, it is essential first to tackle whethduton exists under section 10(3) of the
UK TMA.

145See ch 1s E-6.

148 Trade Marks Act 1994 (UK) c 26 s 10(2). ImplemegtCouncil Directive 89/104/EEC art 5(1)(b).

147 Although some calls at the Parliament criticizied Directive, but they were unsuccessful. For examp
in the House of Lords, Lord Peston provided thatarh not willing to believe that we should put into
British law a directive which is not right in sonsense or other.” See- Public Bill Committee on Erad
Marks Bill HL (1994) 13 LA8/13 Job 2-8 Col 46.
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D-2-c Dilution-based protection

Council Directive 89/104/EEC opened the way fosarti-dilution™*?

concept under

its ambit, it provides that:
‘Any member statenay ... provide that the proprietor shall be entitledotevent all
third parties not having his consent from usingh@ course of trade any sign which
is identical with, or similar to, the trade markrelation to goods or services which
arenot similarto those for which the trade mark is registeredeng the latter has a
reputation in the Member State and where use of that siginout due causéakes
unfair advantage of, or is detrimental to, theididtve character or the repute of the

mark’ (emphasis added?

The embodiment of this section under the legistetis by no means mandatory; the
use of the wordrhay, in its beginning, clearly indicates that it ipan the discretion of
member states to adopt this type of trademark gtiote However, it could be inferred
from the language of the Council Regulation (EC). M@/94 that this section is
mandatory:>°

Unfortunately however, in implementing this sectithe UK TMA incorporated this

type of trademark infringement in its section 108 )provides that:

148t is semi-dilution because although its contenteguivalent to dilution but it did not use the dor
“dilution”. Maniatis considers this type of infriegnent to be ‘based on a rationale similar to thatidn
rationale in the United States, even if this is exyplicitly stated.” See- Maniatis (n117) 43-16.Rremier
Brands UK Ltd v Typhoon Europe L tithe court provided that ‘dilution is a useful cept to bear in mind
when considering the application of section 10(8)¢ equivalent of art 5(2) of the Directive), bittfloes
not necessarily follow that every case of infringgrmunder section 10(3) will necessarily involviition,

nor does it follow that the proprietor of a marklwiecessarily succeed in establishing infringemerder
Section 10(3) in every case where he establisHasaodi. [Therefore,] one must be careful of apptyit
too blindly.” SeePremier Brands UK Ltd v Typhoon Europe [2600] ETMR 1071 (Ch) 1093, 1110.

149 Council Directive 89/104/EEC art 5(2).

150 Council Regulation (EC) No. 40/94 art 9(1)(c), ddbng that: ‘1. A Community trade mashall confer

on the proprietor exclusive rights therein. Theppietor shall be entitled to prevent all third pestnot
having his consent from using in the course ofdrad (c) any sign which is identical with or sinmita the
Community trade mark in relation to goods or sesiavhich arenot similar to those for which the
Community trade mark is registered, where theddtés a reputation in the Community and where dise o
that sign without due cause takes unfair advantéger is detrimental to, the distinctive charaaierepute

of the Community trade mark.” (emphasis added).

151 Lord Strathclyde —the Parliamentary Under-Secyet#r State, Department of Trade and Industry—
provides that: ‘There is some latitude in that sashéhe [Directive] provisions are cast as optiofal
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‘A person infringes a registered trade mark if Beaiin the course of trade in relation
to goods or services a sign which—

(a) is identical with or similar to the trade mafk,]**

(b) [...]"*°
where the trade mark has a reputation in the Urdiaddom and the use of the sign,
being without due cause, takes unfair advantagera$, detrimental to, the distinctive
character or the repute of the trade méark.’
Although the adoption of the dilution concept isitiself a wide expansion, this section
was amended in order to provide a further expansmomrademark owners’ rights.
Moreover, the conditions for dilution protectiondan this section also contribute to a
widening of the scope of protection. The next sgctiscusses these expansions, as well
as the types of dilution available under sectiof8L0

(i) Expansion of scope

In 2004, this section was amended to its curreait grovided abové>” deleting the
requirement that under this section the use shoaldndissimilargoods and/or services,
although the wording of Council Directive 89/104E&Bnd Council Regulation (EC) No.
40/94 are clear in providing that the use shouldménot similar” products>® This shall
lead to a wide scope for this section, and to awees the requirement of likelihood of
confusion when the use is regarding similar prosluctis arguetf’ that the amendment
deleting the dissimilar requirement came in effecthe Davidoff v Gofkid Ltd>® and
Adidas-Salomon AG v Fitnessworld Trading.ttd

member states, but we have taken the fullest adgantf those.” See- Public Bill Committee on Trade
Marks Bill HL (1994) 6 LA8/6 Job 1-11 Col 31.

152 Deleted word: [and]. Repealed by United Kingdomt@bry Instrument 2004/946 Reg 7.

153 Deleted words: [(b) is used in relation to goodservices which are not similar to those for whick
mark is registered]. Repealed by United Kingdomiustay Instrument 2004/946 Reg 7.

154 Trade Marks Act 1994 (UK) ¢ 26 s 10(3).

155 Seesupras D-2-c.

5 ipid.

157 |ntellectual Property: Patents, Copyright, Trade s and Allied Right{n6) 721-722 (para 18-57),
755 (para 18-101).

158 (Case C-292/00) [2003] ETMR 42.

159 (Case C-408/01Adidas-Salomon AG v Fitnessworld Trading [2604] ETMR 10.
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In Davidoff as has already been shoWhand despite the clear language of the
Directive, the ECJ widened the scope of sectior) 6{2he directive —the equivalent of
section 10(3) of the UK TMA- to include the usetloé mark over similar goods and/or
services. The ECJ in thdidas-Salomorase asserted the outcome of Brevidoffcase,
and ruled that likelihood of confusion is not auigment in such a cas$&. Accordingly,

confusion is out of question under section 10(3).

Regarding the requirement of confusion under secti@®(3), English courts were at
first glance intuitively ready to presume that amibn was a requiremetft Early case
law after the introduction of the 1994 Act showatthlthough not expressly mentioned,
confusion was a prerequisite for trademark infrmgat even under section 10(3). For
example, iNnBASF Plc v CEP (U.K.) Pjt®Knox J stated: ‘In my view, neither the
distinctive character nor the repute of the plé#fistimark is adversely affected when
there isno risk of relevant confusion’ (emphasis add®d)Thus, the court held that

‘the Trade Marks Act 1994 section 10(3) did not mdke use of another’s trade

mark an infringement, in the circumstances stigalaby that provisionjn the

absence of proof of risk of confusi¢gemphasis added}>
Similarly, in Baywatch Production Co Inc v The Home Video Chatffiéd was stressed
that:

‘It would ... be illogical for section 10(3) to give greater protection in relation to

non-similar goods or services by dispensing with itngredient of a likelihood of

confusion than the protection afforded to similaods under section 10(2f’

1%05ee ch 3s C-2.

161 Adidas-Salomon A@1159) 137.

162 M Richardson ‘Copyright in Trade Marks? On Undamstng Trade Mark Dilution’ (2000) 1
Intellectual Property Q 68, arguing that ‘Englisbuds [were] reluctant to find dilution in the abse of
likelihood of confusion’.

183BASF Plc v CEP (U.K.) PIF1996] ETMR 51 (Ch).

%% ipid 55.

1%5ipid 51.

16611997] FSR 22 (Ch).

%7 ibid 30.
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The Court of Appeal irBritish Telecommunications Plc v One In A Milliotd1®®
addressed doubts as to whether confusion was aeewgnt under this type of trademark
infringement. It provided that it was ‘not satisfithat section 10(3) does require the use
to be trade mark as use nor that it must be camjusse™®® However, the court provided
that it was ‘prepared to assume that it dd&sHowever, this matter was settled by the
ECJ inSabelcaseby providing that this type of protection

‘permit[s] the proprietor of a trade mark which hageputation to prohibit the use

without due cause of signs identical with or simii@a his mark and doot require

proof of likelihood of confusigreven where there is no similarity between thedgoo
in question’ (emphasis added].

In effect, the court irPfizer Ltd v Eurofood Link (U.K.) Lt provided that ‘by the
observations of the Court of Justice in Sabel[,praof of likelihood of confusion is not
a requirement of proving infringement pursuanteoti®n 10(3).}"* Accordingly, it has
now been established that the likelihood of comfugioes not form a part under section

10(3)"* making fully a “semi-dilution” based protection.
(i) Conditions for protection

Section 10(3) provides two conditions as to infamgent under this section. First,

marks eligible to protection should not be ordinargrks; rather they should be marks

188 British Telecommunications Plc v One In A Milliotd1[1999] FSR 1 (CA). Known as the “One in a
million case”.

1%9ibid 25.

%pid.

171 sabel BYNn109) 223.

17212001] FSR 3 (Ch).

73 ibid 30.

174 This is the approach currently followed by the Tkade Marks Registry. Se€- A. Sheimer (M.) Sdn
Bhd's Trade MarkApplication [2000] RPC 484, 505, providing that ‘it is unnesay for an objector to
establish a likelihood of confusion in order to stalmtiate an objection to registration under sack(8).’
See alsoCorgi Trade Mark Applicatiof1999] RPC 549, 557, providing that under sectif8) ‘the
existence of a likelihood of confusion is neitheceassary nor sufficient to sustain the relevanéaign.’
See alsol.’Oreal SA v Bellure NY2008] ETMR 1 (CA), 27, providing that ‘[t]he infrgements referred to
in [this] article ..., where they occur, are the aemsence of a certain degree of similarity betwden t
mark and the sign, by virtue of which the relevaettion of the public makes a connection between th
sign and the mark, that is to say, establisheslkaletween theneven though it does not confuse them
(emphasis added).
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with “reputation”. Second, the infringing use shbule “without due cause”. Both

conditions seem to be problematic.

- Reputation in the UK

Thus far, three terms have been used in refereno®tks other than ordinary mark,
i.e. marks to which the public attribute a high idegof association. The US Lanham Act
uses the term “famous”, the UK TMA and Council Riree 89/104/EEC use the term
“marks with reputation”, while in the present trgeeshe term “well-known marks” is

used'”™

Relevant international treaties also use the tesll*known” to refer to such types
of marks;’® providing a clear interpretation of what might stitute a well-known
trademark, and giving regard to the consuming pultliowever, this is not the case of
“marks with reputation”. The UK TMA and Council Bictive 89/104/EEC did not define
what constitutes reputation. In interpreting thaditbon of reputation, the ECJ provided
that

‘Article 5(2) of the Directive [the equivalent oéstion 10(3) of the UK TMA] is to

be interpreted as meaning that, in order to enjoyeption extending to non-similar

products or services, a registered trade mark meignown by a significant part of
the public concerned by the products or servicastwihcovers.*”’
Despite the ECJ’s interpretation, ‘[tthe commonwigeems to be that the standards for

reputation are below those for a “well-known tradark” under article 6bis of the Paris

>gSeech 1s E-2.

17 Namely, the Paris Convention for the Protectionrmfustrial Property (adopted 20 March 1883) art
6bis(1), and the Agreement on Trade-Related Aspettntellectual Property Rights (15 April 1994)
LT/UR/A-1C/IP/1 art 16(2). See also, the Joint Raorendation Concerning Provisions on the Protection
of Well-Known Marks (adopted 20-29 September 1999 (b).

177 (Case C-375/97%eneral Motors Corp v Yplon §2000] RPC 572 578. McCarthy, who advocates a
strict wide interpretation for famous marks, ciitees the ECJ approach citing a number of deficesai

it; he argues that the court ‘refused to define twbaa “significant part” and refused to adopt &erthat
there must be knowledge by a majority or, indeey, given percentage of the public as being required
He also argues that the ECJ did not require argctigvidence of the scope of usage of the markgtwhi
could be achieved through survey evidence. SeeMdCarthy ‘Dilution of a Trademark: European and
United States Law Compared’ (2004) 94 TrademarkoRep1173-1174.
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Convention,*”® because, ‘[a]ny genuine commercial use of a tradek will generate at
least some reputatioh’® Kur argues that the ‘criterion [of reputation]ed§] to a certain
quality of the mark[,] ... it is precisely a traderkar “reputation” beyond its

distinguishing function ...%%°

Therefore, the concept of reputation aims to ovaedrademarks’ primary function
as indicators of source and origin, and focusea otlitarian argument based on quality.
Furthermore, such a concept undermines the roteeopublic in this type of marks and
attributes the credit of the quality to the ownand the assessment of the mark’s
reputation would focus solely on the owners’ inwestt in the mark and the advertising

he/she invests in it.

Contrary to this approach, the Economic-Social Rtagtheory holds that one aspect
depends on such investment by owners, but the cnostal role lies in the high degree
of association attributed by the public in the seupf “co-authoring” such marks. It
follows that in assessing the infringement to swmchrks, the public should be the

cornerstone.

Consequently, the notion of reputation is widemtli@e requirement of well-known
marks, and also wider than the requirement of fameder the US Lanham AZdE
especially after the introduction of the TDRA whiokquires the mark to be famous
across the entire public of the entire United StdteHowever, using the term “well-
known” is more compelling, because it implies thiblx role and asserts its importance,

whilst bringing with it a straightforward questionell-known by whom? The answer

178 5 Casparie-Kerdel ‘Dilution Disguised: Has the €ept of Trade Mark Dilution Made its Way into the
Laws of Europe’ (2001) 23(4) EIPR 192. See also, BMniatis and E Gredley ‘Parody: A Fatal
Attraction? Part 2: Trade Mark Parodies’ (1997)30%IPR 419, arguing that ‘the standard of “regdotdt

is unlikely to be as high as that required for ‘kelown” marks.’ See alsdntellectual Property: Patents,
Copyright, Trade Marks and Allied Rights6) 754 (para 18-101) providing that to sue urtbiesr type of
infringement, the mark need to have “reputatiohlls, ‘it does not have to be “well-known” or “fangju
19 p Kitchin and otherKerly’s Law of Trade Marks and Trade Nam@«" edn Sweet & Maxwell
London 2005) 384 (para 14-084).

180 A Kur ‘Well-Known Marks, Highly Renown Marks anddvks Having a (High) Reputation — What's it
All about?’ (1992) 23 Intl Rev of Intellectual Pregy and Competition L 226.

181 4 Carty ‘Do Marks with a Reputation Merit Spedibtection’ (1997) 19(12) EIPR 685.

1825ee ch 4 s D-2-e (ii).
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would be: certainly the public, whereas “reputdtisnggests that the mark gained the
repute only due to the investment of its owners thew looks solely on one side of the
coin and denies the role of the public in the ¢omatof well-know marks as the
Economic-Social Planning theory suggests. Moreowethe light of the international
legal framework, the term “well-known” to refer moarks with high public recognition is

the appropriate terminology.
- Use without due cause

There are no indications in the UK TMA and in theu@cil Directive 89/104/EEC as
to the interpretation of this requirement; it isléed, not easy to identify what constitutes
due causé® Nonetheless, the construction of this sectionlfiseems to lead to an
absurd conclusion, because it raises a questiardiag the use of the words “without
due cause” as to ‘whether someone could take urddirantagewith due cause’
(emphasis added§? It is submitted that the trademark owner doesbeatr the obligation
of proving that the use was without due cause,tbfalls to the defendant to prove that

he/she had due cause to use the rark.

(i) Types of dilution

Taking unfair advantage or causing detriment todis&nctive character or repute of
the mark leads to the presumption that the UK TMW &ouncil Directive 89/104/EEC
do recognize both types of dilution: Blurring, atadnishment, as in the case of the US

Lanham Act. It is suggested that:

18302 Holdings Ltd v Hutchison 3G L{@006] RPC 29 (Ch) 745.

184 pyblic Bill Committee on Trade Marks Bill HL (1998 LA7/8 Job 1-14 Col 16.

185 Briggs (n112) 432. See alderemier Brands UK Lt@n148) 1099, providing that ‘if an alleged infringe
... wishes to rely on those words, it is up to iettablish that it falls within the exception, rattiean up to
a proprietor of the mark to establish that the E@wdoes not apply.’
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‘[Dletriment may take the form of making the earlimark either less attractive
(tarnishing) or less distinctive (blurring); unfaidvantage may take the form of free-
riding on the coattails of a famous mark or tradimgt reputation®
The Act did not define what constitutes unfair attege or detriment, and neither did the
Council Directive 89/104/EEC. Martino considersttita'is surprising ... that the Act
does not specify, with or without limitation, instaes of conduct to be proscribed under

this rubric.®’

Such types of dilution were previously discussed] aeed not be discussed further
for that reason®® Nevertheless, it should be noted that the EChémtidas-Salomon
case provided that in this respect ‘[i]t is suf#ict ... that the relevant section of the
public establishes a link between the sign andnthek’.*® However, the mere link in
itself is not sufficient, inPremier Brands UK Ltd v Typhoon Europe [{fithe court
provided that:

‘[Tlhe mere fact that the way in which the signused by [the defendant] may give

rise to an association between the sign and th& mdne minds of some members of

the public is ... simply not enough on its own to ldeahe proprietor of the mark,

however well known and valuable it may be, to irvalection 10(3)***

The ECJ also provides that ‘the national court nhestsatisfied by evidence aftual
detriment, or of unfair advantage’ (emphasis add®djherefore, section 10(3) of the
UK TMA and section 5(2) of Council Directive 89/184C ‘are not violated by a mere
risk or likelihood of damagée®® This conclusion is also supported by the wordifithe
section itself, using the expressiotaKesunfair advantage”, not:likely to také unfair

advantage?*

186 Kerly’s Law of Trade Marks and Trade Nam{e479) 384 (para 14-088). See also, Griffiths §)1850-
358.

187 Trademark Dilution(n29) 104.

188 See ch 4 s D-2-d (ii).

189 Adidas-Salomon A@1159) 138.

19°Ppremier Brands UK Ltqn148).

9%ipid 1109.

192 (Case C-375/97General Motors Corp v Yplon $8999] 3 CMLR 427 437.

193 McCarthy (n177) 1170. This is distinct from theseaf the US after the introduction of the Traddmar
Dilution Revision Act of 2005 (TDRA).

194Kerly’s Law of Trade Marks and Trade Nan{a479) 384 (para 14-089).
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In conclusion, the UK TMA chose to adopt the nomdwaory dilution-based article
of Council Directive 89/104/EEC. Afterwards, despihe clear wordings of the directive,
and as a result of ECJ decisions, it widened tbpesof this type of protection to include
similar marks. Both UK TMA and Council Directive B94/EEC widened the scope of
marks eligible for protection under this section“tearks with reputation”, with such
marks bearing a lower degree than well-known ordiasnmarks. The section includes
both types of dilution: blurring and tarnishmertt.dbes not require the proof of any
likelihood of confusion, but requires the existedéeactual damage. However, a recent
decision of the ECJ decision Intel Corporation Inc v CPM United Kingdom L4

might have its implications over the concept ofiidn. This shall be discussed below.
(iv) Recent developments: Dilution after ntel
- History of the Intel case

The history of thdntel case dates back to when Intel Corporation Incothieer of
the trademark “Intel”, sought to invalidate theistgation of the mark “Intelmark” owned
by CPM United Kingdom Ltd:®® The “Intel” mark carries with it a considerable
reputation for computers and computer-linked preslughile “Intelmark” was registered
for marketing and telemarketing services. The Hwepfficer at the UK Trade Marks
Registry dismissed the application of Intel Corpiora since the Officer was not
convinced that CPM’s use of “Intelmark” ‘would eihtany material damage to the

distinctiveness or singularity of the Intel brany.’

Afterwards, Intel appealed to the Court of Appe@he court stated that the

appellant's mark “Intel” has a huge reputation, tise of which by others is enough to

195 (Case C-252/07p008] ECR 00.

196 On the basis of section 47 of the UK TMA.

97 Trade mark decision, Application for Invalidatiby Intel, 1 February 2006, available at

< http://www.ipo.gov.uk/types/tm/t-os/t-find/t-chatige-decision-results/t-challenge-decision-results-
bl?BL_Number=0/037/06 (19 August 2008).
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bring it to the mindof consumers® Intel Corporation Inc argued that, to satisfy the
requirement of section 5(3) of the UK TMA it suffit to show ‘any kind of mental
association between the later mark and the eantiark.’*®® The court stayed the
proceedings, and referred the following questionhé ECJ:
‘1. For the purposes of Art.4(4)(a) of the ... Diieet..., where: (a) the earlier mark
has a huge reputation for certain specific typegaafds or services; (b) those goods
or services are dissimilar or dissimilar to a sabsal degree to the goods or services
of the later mark; (c) the earlier mark is uniqueréspect of any goods or services;
(d) the earlier mark would be brought to mind bg #verage consumer when he or
she encounters the later mark used for the seracése later mark; are those facts
sufficient in themselves to establish (i) “a link” and/or (ii) unfair advantage and/or
detriment within the meaning of that Article?
2. If no, what factors is the national court toddkto account in deciding whether
such is sufficient? Specifically, in the global eggation to determine whether there
is a “link”, what significance is to be attached ttte goods or services in the
specification of the later mark?
3. In the context of Art.4(4)(a) , what is requinedorder to satisfy the condition of
detriment to distinctive character? Specificallged (i) the earlier mark have to be
unique; (ii) is a first conflicting use sufficiemd establish detriment to distinctive
character; and (iii) does the element of detrinterdtistinctive character of the earlier

mark require an effect on the economic behaviothefconsumer?*®

The Court of Appeal provided its own vision ashe tespective answers to the above
guestions. The court cited the expansion of tradempeotection and the monopoly this
embraces, and criticized the tendency of traderoarkers to get more protection than is
needed. As such, the court provided that “mere céstson” should not be enough to

establish dilutiorf®* The court also emphasised that

198 |ntel Corp Inc v CPM UK Ltd2007] ETMR 59 (CA) 944.

199ibid 946. Intel Corporation Inc was relying of tBE€J’s decision irididas-Salomon A@ase. Sesupra
s D-2-c (iii).

209 nte| Corp Inc(n198) 948.

% ipbid 948.
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‘it is very important that the harm or prospecthairm must be real and tangible. A
mere possibility or assertion of damage is justreanote and would leave trade mark

owners in too monopolistic a positiof??

- The ECJ’s decision

In November 2008, the ECJ issued its decisioneriritel case. As a starting point in
the analysis of théntel decision, it should be noted that the court ditdinttoduce any
change in the requirement of reputation. It stabedt

‘The reputation of a trade mark must be assesseglation to the relevant section of

the public as regards the goods or services foclwthiat mark was registered. That

may be either the public at large or a more spiseidlpublic’?®®
This accords with the previous approach of the tcouthe General Motors Corgase,
which considered that fame amongst a significamt phthe public concerned by the

products is enough to enjoy protection of dilutf8h.

However, it seems that the court has establishednesw categories under dilution.
Although this is not explicitly stated by the cquat thorough analysis of the court’s

decision leads to such a conclusion.

The first category includes marks whose reputasarot restricted to a certain class
of goods and/or services. In relation to such maties court maintained the requirement
established i\didas-Salomon AGvhich provides that the “link” between the tworksa
is enougtf® In the words of the court:

‘The fact that, for the average consumer, who &soeably well informed and

reasonably observant and circumspect, the latek walts the earlier mark with a

292ipid 950.

203 |ntel Corp Inc(n195) para 47.
204 Seesupras D-2-c (ii).

205 seesupras D-2-c (iii).
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reputation to mind is tantamount to the existerfcauch a link, within the meaning of
Adidas-Salomon and Adidas Benelux, between thelictinfy marks’°®

Accordingly, it could be argued that if the consogipublic attribute a high degree of
association, and in relation to different classésgoods and/or services, then any
subsequent use which calls to mind the senior saaktionable. In this respect, the mere

link would suffice. Still, however, actual dilutishould be proved in this ca®&.

The second category relates to marks whose reputatirestricted t@ certain class
of goods and/or services for which it was registeido matter how high this reputation
is, as long as the reputation is restricted to ¢tass. The “Intel” mark is an appropriate
example for this category, since it holds huge t&pon only in respect to a certain
specific type of goods or services. It could besiréd from the court’s decision that for
this category, it is not sufficient for the lattese of the mark to call the senior mark to the
minds of consumers. Rather, there should existeast a likelihood— of change in the
economic behaviour of the average consumer. Agathe words of the court:

‘Proof that the use of the later mark is or woull detrimental to the distinctive

character of the earlier mark requires evidencaabfange in the economic behaviour

of the average consumerf the goods or services for which the earlier kmaas

registered consequent on the use of the later mark,seriousikelihood that such a

change will occur in the future’ (emphasis add8d).

As such, in case of marks with reputation restddte certain specific type of goods or
services, the mere link in the minds of consumensat enough. Owners of such marks

should prove a serioli&elihood of change in the economic behaviour of consurfférs.

In sum, owners of marks with reputation restrictectertain class of goods and/or
services should prove evidence of a seritikslihood of change in the economic

behaviour of consumefd® while owners of marks with reputation in differemasses of

208 |ntel Corp Inc(n195) para 82.

207 As theGeneral Motors Corgase requires. Seepras D-2-c (ii).

208 |ntel Corp Inc(n195) para 82.

209 At least in the case of detriment to the distietharacter of the earlier mark (tarnishment).

#9The court provided that: ‘The proprietor of thaliea trade mark is not required, for that purpase,
demonstrate actual and present injury to its markHe purposes of Article 4(4)(a) of the DirectiVéhen
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goods and/or services should proveaatual link or association. It could be argued that
although, on its face, the court did not changeréwgirement for reputation, the court
provided “preferential” treatment for marks withdaureputation in different classes of
goods and/or services. In other words, the morertagk enjoys reputation in respect of
different classes, the more it is likely to enjolption protection. As Fhima argues:
‘[T]he fewer trade channels a senior user is adtivehe narrower the scope of its
protection and, perhaps more importantly, ... it vdoobt be enough to ask “does this
mark have a reputation?” Rather, one would havestq “does this mark have a
reputation? If so, what for?” Even if the mark éeognized by the entire consuming
public, this approach would limit protection to gisoor services that are in some way

associated with the goods or services for whictstiréor user has a reputatigh:’

Following this analysis of recent changes in didntunder both the US and the UK, it
seems essential to provide an examination of thhaeges, to ascertain whether they

might form an effective tool to provide boundarieglilution.

- Effects of thelntel decision

In the light of the interpretation provided aboiteis clear that the intentions of the
ECJ aimed to bind the protection for marks withutegion limited to certain specific
types of goods or services. To a large extent,vilais in conformity with the premises of
the Economic-Social Planning theory, and the viéuhe UK Court of Appeal irintel,

which took into account the monopolizing naturelitdtion 2*2

The ECJ inintel, kept a high standard of protection for marks wwlputation in
different classes of goods and/or services. Inttipe of marks, it is enough to prove that

the latter use creates a “link” with the earlierrkaalearly, this is not consistent with the

it is foreseeable that such injury will ensue frima use which the proprietor of the later mark rhayed

to make of its mark, the proprietor of the earligirk cannot be required to wait for it actuallyotcur in
order to be able to prohibit that use. The proprief the earlier mark must, however, prove thatehs a
serious risk that such an injury will occur in flagure.” Seedntel Corp Inc(n195) para 38.

211s Fhima ‘The Fame Standard for Trademark Dilutionthe United States and European Union
Compared’ (2008) 17 Transnational L and ContempdpPaoblems 664.

%12 gee the history of thiatel case above.
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premises of the Economic-Social Planning theoryinimdecause it disregards the right
of the public not to be confused, in addition te thossibility of curtailing their rights in
using such marks in cultural and expressive usesveder, the case of the second
category of marks under thetel decision is different. It has been argued thatedl-w
known trademark should enjoy broader protectiorr avgsimilar goods and/or services,
provided that such use is likely to create confusiothe minds of the publf¢? It seems
that the ECJ adopted a similar approach. The qoortided that marks with reputation
limited to certain types of goods or services stiqubve a serious likelihood of change

in the economic behaviour of consumers.

An important question is to be asked here: What elher than thelikelihood of

confusiori could satisfy this requirement?

The court did not provide explicitly what proof wduamount to the satisfaction of
this burden. However, the court implied that thisild be satisfied when the ‘mark’s
ability to identify the goods or services for whitlis registered and used as coming from
the proprietor of that mark is weakenéd'It could, thus, be argued that the ECJ’s
decision was an attempt to limit dilution and omyrespect of marks with reputation

limited to certain types of goods or services.

In conclusion, this attempt by the ECJ to limitutibn could be a precious
opportunity in the process of challenging the gassmonopolies resulting from dilution.
Nevertheless, the real implications of this decisiepend on its application in national
courts. After having discussed the current provectf trademarks under the UK TMA,
the following discussion focuses on the applicatadnthis protection in view of the

premises of the Economic-Social Planning theory.

335ee ch 3s E-2.
2% |ntel Corp Inc(n195) para 29.
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E- Trademarks, “Marks with Reputation” under the UK TMA and Council
Directive 89/104/EEC and the Economic-Social Planng Theory

The UK experience in the protection of tradematksutd be assessed in the light of
its consistency with the premises of the Econonaci&8 Planning theory. It shall be
argued that certain aspects of the UK TMA are «test with the Economic-Social
Planning theory, whereas other aspects adhereetatilitarian approach which reduces

conformity with the Economic-Social Planning theory

E-1 Aspects Consistent with the Economic-Social Rlaing Theory

As is now plain, the Economic-Social Planning tlyemwnsiders the source and origin
function as the only primary function of trademarksccordingly, with which, the
definition of trademarks under the UK TMA, and CoilirDirective 89/104/EEC in
determining what constitutes a trademark, requlmasa mark should be able to perform
this function in order to qualify for registratiosms a trademark. The Directive also
stresses in its recitals the source identificafiomction. Also, the ECJ initially adopted

this function.

A major theme in the Economic-Social Planning tyemonsiders that ordinary and
well-known trademarks are the result of the “cdauship” of the owner and the
consuming public. In agreement with this approasbme aspects regarding the
registrability of trademarks show the role of thélic in the context of trademarks, such

as the introduction of the doctrines of secondaggammng and genericness.

In implementing the source and origin function cddemarks, as being the only
primary function of trademarks, the UK TMA did addpe confusion rationale as the
test of assessing trademark infringement in sestld{1) and 10(2), and the same does
the Directive. However, the use of an ambiguouguage in section 10(2) created a
problem as to the interpretation of the requiren@ntonfusion, but the intervention of

the English courts was beneficial in maintaining tequirement of confusion, and for
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preventing the use of association as a substitutmmfusion. However, the protection
under the confusion concept was still underminedthsy deployment of the global
appreciation approach, according to which the ogneurden of proof is simplified, in

addition to other aspects which contradict the psemof the Economic-Social Planning

theory. Such aspects are discussed below.

E-2 Aspects Contradicting the Economic-Social Planng Theory

The positive aspects of the UK TMA were undermimgdadherence to utilitarian
grounds. Therefore, the concept of dilution wagomhiced in section 10(3). This
adoption of dilution, based as it is on the utilaa and economic theory, forms a shift
from considering the source and origin functiorihite adoption of the quality function as
the rational basis for trademark protection. Thel E&€panded the scope of this type of
protection to include even the case of similar rearttespite the clear language of
Council Directive 89/104/EEC in this regard.

Moreover, the UK TMA did not take account of thderof the public in trademarks
by considering that the rights in the mark shoukddmjoyed by the proprietor of the
registered mark. It confers the rights solely t® ¢lwner, thereby disregarding the role of
the public in the creation of marks, and especiallgxpanding the rights of the owner in
the case of well-known marks at the expense opthwic, especially that the public role
in the case of well-known trademarks is more ewvigerd clear. This expansion is not
only achieved through the adoption of dilution, @$o by deploying the notion of
“marks with reputation” rather than the conceptwéll-known marks”, which resulted

in expanding the scope of marks eligible for protecunder the dilution section.

Another shortcoming derives from considering tinat tights conferred to registrants
as their sole “property rights”. Contrary to themises of the Economic-Social Planning
theory, which consider that the entitlements imdraarks take the form of a bundle of

rights to the registrant and the consuming pulttie, UK TMA and Council Regulation
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(EC) No. 40/94 confer “property rights” only to thegistranf™® A stand which not only
disqualifies the Economic-Social Planning theoryt llso disregards the nature of

trademarks, which are subject to revocation for memand genericness.

In conclusion, it may readily be inferred that aliigh there are some signs under the
UK TMA that are consistent with the premises of B@mnomic-Social Planning theory,
in general, the utilitarian grounds of this Actailly show a departure from this theory,
and bring about a decline in the public interestaAuropean level, the position of the
Council Directive 89/104/EEC is better, becauskeatves the dilution section as a non
mandatory one, a situation not justified, but ustierdable for two reasons. The first
reason is that the Directive is a result of negoins between different parties, each
having their own interest8® and the Directive came to compromise the needs of
different parties. The second reason is that the mandatory nature of this section
leaves it to each member state to adopt the proteethich is more suitable to its
theoretical orientations. However, as shall beifedal, the ECJ’s intervention did not
leave any discretion to member states, and madedbion regarding dilution a deal

which was either to be taken or to be left.
F- Conclusion

The key conclusion of this chapter is that the UKMATin particular, and generally
the Council Directive 89/104/EEC are not grounded clear theoretical basis. However,
utilitarian and economic grounds are sound in jilmisdiction. Therefore, they are out of
the ambit of the Economic-Social Planning theosydaveloped and envisioned by this
thesis. In this concluding section, the role ofatént bodies will be summarized in order

to be able to estimate their influence.

First, Council Directive 89/104/EEC —as alreadywshe is not based on a clear

theoretical justification. It is, rather, the rasaf negotiations. In many of its mandatory

215 geesupras C.
218 Namely, the influence of Benelux countries.
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sections, one could clearly cite its referencehtodource and origin function and its test,
as based on the confusion rationale. However, ajerndisadvantage is the embodiment
of the non mandatory dilution-based protection. Arenradical approach is clear in
Council Regulation (EC) No. 40/94, which referdhe proprietary nature of the owners
rights, and indicates that the dilution sectionms&ndatory. Unfortunately however,
British legislators chose to adopt a wide intertien of owners’ rights and in
considering them to be their property rights, idiidn to the embodiment of the dilution

protection.

Second, looking at the role of the UK governmertt eourts, the UK government —in
some instances such as in thavidoff casé'’— defended a narrow interpretation for
trademark owners. UK courts provided good effantthie course of defining and limiting
the scope of rights. For example, English couresrcame the arguments which aimed to

218 \which aimed to

make association a substitute of confusion undeticse 10(2)
simplify the owner’s burden of proof. Moreover, Hglg courts struggled to embody a
requirement of confusion under section 1G{3hut unfortunately failed to maintain this
requirement. The same was true of the destiny efjdiicial efforts which aimed to

provide a sequential test for protection underisect0(2)?*° Fortunately however, they
were successful in mitigating the effects of thiitchn action, by requiring the proof of

actual damage rather than the likelihood of danfage.

Third, from the Economic-Social Planning theory moof view, the ECJ had a
negative influence in the course of interpretingu@ml Directive 89/104/EEG? It
opened the gate for considering the quality fumctie a subset of the origin functitfi,
although the Directive was clear in its recognitafrthe source and origin function as the

primary function of trademarks. Furthermore, itezxded the scope of section 10(3) to

27 Davidoff v Gofkid Ltn158).

28 Eor example, se&Vagamama Lt@n126).

219 Eor example, se®ASF Plc(n163).

220 £or example, sedritish Sugar Plqn104).

221 Eor example, sedremier Brands UK Ltgn148).

#22This does not mean that all ECJ decision has ivegamhpact, but the results of some decision caused
negative impact on key issues.

223 Eor example, sedirsenal Football Club Plc v Redd9).
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include similar product&* contradicting the explicit wording of the Direativin this
respect, the ECJ provided that the Directive doetude similar marks, and member
states —although this section in not mandatory—amay take this section as it is, and
cannot alter its content. This forced the UK toetielthe reference to dissimilar marks in
this section, in order to include in its scope ammarks. However, the UK TMA could
simply have deleted this section totally. This doed mean that the extension of
protection of well-known marks is contrary to theoBomic-Social Planning theory.
Rather, the merit of this theory is that it recagsi the need for such extension over
dissimilar marks, but only if this shall affect thell-known marks’ ability to denote the
source and origin of the products in question. Tihterpretation shall remunerate the
owner, though extending the protection of his/hezllaknown mark over dissimilar
products, and it protects the consuming public lyhipiting any use by others which
shall alter the high degree of association thegibate to the mark. It shall also de-
monopolize the rights in trademarks by allowingeotiraders to use the mark if no
confusion is likely to occur. In the light of thisterpretation, and since English courts
were keen to embody confusion in the context otisecl0(3), the UK could have
deleted this section and left the role of protactiell-known marks to courts. However,
it has been shown that the ECJ’s decision iniite case is vital in terms of narrowing

the boundaries of dilutioff

Generally, the UK experience shows in clear evideticat the philosophical
foundation of well-known marks should, indeed, le¥isited. Thus far, it has been
proved that the right of the public in not beingiiused is not fully regarded® this is
concluded from the adoption of the dilution concepthe UK and US. In addition, the
scope of the confusion rationale has been unjabtifiexpanded. As such, it is important
to turn to the second type of protection which $tidoe accorded to the public, which is
the right of using trademarks in cultural and espnee contexts. To this end, the case of
parody as a particularly instructive example of teevance of the Economic-Social

Planning theory will be discussed.

224 Eor example, seédidas-Salomon A@1159).
225 seesupras D-2-c (iv).
#26g5ee ch 2 s B-4-c. See also, ch 3 s F.
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CHAPTER S X: PARODY ASAN EXAMPLE OF THE RELEVANCE OF THE
ECONOMIC-SOCIAL PLANNING THEORY FOR TRADEMARKS"

‘Where trademarks come to carry so much communedtigight, allowing the
trademark holder to restrict their use implicatesr collective interest in free and

open communicatiott.
A- Introduction

The previous chapters have demonstrated that ¢unsdemark systems in the US
and the UK are not consistent with the first righthe consuming public, namely not to
be confused.It has been shown that the shortcomings of theenticoncept of confusion,
in addition to the adoption of the dilution doc#&jrhave proved that such systems are in
need of having their theoretical basis revisitedisTshould, however, be in accordance
with the premises of the suggested theoreticalaggbr. In this chapter, the second aspect
of the rights of the pubic will form the main sudtjeof discussions, in the light of the
Economic-Social Planning theory; that is, the rightcultural and expressive uses of

trademarks.

People have the right to freedom of expressios; ihoften considered an important
aspect of today’s modern world. Indeed, many da#lge been made to consider such
rights as part of fundamental human rightsith legislation ensuring that such rights are
highly regarded and maintained. In the processoohdlating legislations, legislators
should make sure that they do not affect this fumeltal human right. The US

Y Parts of this chapter are to be published in therhational Review of Intellectual Property and
Competition Law. MA Naser ‘Trademarks and Freeddnexpression’ [2009] The International Rev of
Intellectual Property and Competition L (IIC) (focoming, copy with author).

L A Kozinski ‘Trademarks Unplugged’ (1994) 84 TradminReporter 454. See also, K Levy ‘Trademark
Parody: A Conflict between Constitutional and llgefual Property Interests’ (2001) 69 The George
Washington L Rev 426.

2See ch 2 s B-4-c. See also, ch 3 s F.

% ibid.

* See, for example, the Universal Declaration of ldorRights (adopted 10 December 1948) (UDHR) arts
19 and 27(1). See also, the Convention for theeletion of Human Rights and Fundamental Freedoms
(European Convention on Human Rights) (ECHR) art 10
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Constitution provides that ‘Congress shall makelaw ... abridging the freedom of
speech ...2 Similarly, in the UK, the Human Rights Act recoges the right of freedom
of expressiof.

Thus, trademark systems should be formulated iraaner which regards the rights
of all the parties, as stated in the trademark édachin order to accord with the rights of
free expression. Accordingly, the public shouldognjhe right to parody, criticism and
satire, amongst others, while other traders shalgd enjoy the right of comparative
advertising. However, the argument of this chaptdéronly be restricted to parody as a
sound example of the relevance of the Economicgb&tanning theory. The reason for
choosing this example in particular is becauseritiie of the public is more crucial than
in other forms of expression. In the case of parddg public should enjoy the right to
communicate and receive the parodistic mes&ags is less clear in other forms such
as comparative advertising, where the protectiodiriscted towards other traders and
rivals.® As such, parody could be used by the public, iddial speakers, and other
traders and rivals; therefore, it serves as an idea of expression to be studied for the

purposes of this thesis.

The Economic-Social Planning presumes that thetigiarof rights to trademark
owners should not hinder the ability of the pulibcexpress themselves. In particular,
ordinary trademarks and well-known trademarks agall and social icons, as has been
maintained throughout this thesis. It is thus vitakconsider whether current trademark
legislation in the US and UK, where they stand yodare capable of ensuring that
trademark protection not only affects freedom opression, but may enhance the

freedom and rights of the public in this regard.

Firstly, a discussion will be provided regarding thghts to freedom of speech, as

perceived by the Economic-Social Planning thedrghhill be argued that the confusion

5 The United States Constitution Amendment 1.
® Human Rights Act 1998 (UK) c 42 s 12.
"Seech 1 s E-6.

8ibid s E-7.

% ibid.
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rationale is the most suitable form of protectiang that this opens the gates for cultural
and expressive uses of trademarks, without affgdtire rights of the owner. No less
important is the need to differentiate between dtiterent types of cultural uses, and
whether a particular use is commercial, non-comrakrer mixed. It also seems crucial
to assess whether the US Trademarks Act of 1946h@dm Act) and the UK Trade
Marks Act (TMA) of 1994 do, in fact, recognize thght of the public in using marks for
cultural and expressive uses. Finally, it is impottto discuss the different types of uses
and the treatment of commercial speech as oneediotims of expression. In its attempt
to support and prove the need of reform in curteademark systems, this chapter shall
argue in favour of the merits of the Economic-SbBinning theory in sustaining the

rights of the public in regards to free speech.

B- Freedom of Speech under the Economic-Social Planning Theory

We “author” trademarks. This statement clearly aitns emphasize the joint
authorship of trademarks by both owners and thewoing public. In chapters four and
five above, only one aspect of the public protectias been shown. That is, protecting
the public by ensuring that the association théybate to the mark and the products is
not altered and by maintaining their ability torntiéy the source and origin of products.
Therefore, the confusion rationale should be regrirés the test for trademark
infringement. However, the role of the public i fimited to attributing an association
between marks and products; nor is it confined ttobating higher levels of certain
marks to render them well-known. The consuming iouddle, rather, the creators of the
cultural meanings of marks. The Economic-SociahRilag theory does not consider the
rights of the public as exceptions to the owneights. Rather, ‘the trademark holder’s
proprietary claims ... are limitedb initio because of the public contribution in creating
the mark'® this creates competing interests in favour of palic.’ Therefore, it is
important to discuss the meaning-making of markthe light of the Economic-Social

Planning theory premises. It is of no less impantato tackle the types of expressive

19's Wilf ‘Who Authors Trademarks?’ (1999) 17 Cardd¥ts & Entertainment L J 5.
11 e
ibid 3-4.
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uses, as well as the effects of dilution over tteedom of speech, as perceived by this

theory.
B-1 The M eaning-M aking of Trademarks

The consuming public play an essential role inlifieeof a mark. They can attribute a
low degree of association, which classifies thekna an ordinary one, while in other
instances, where the association granted is highjmtark may turn into a well-known
one. What is surprising, however, is the fact thath well-known marks are worth a
considerable sum of money, to the direct benefavafiers, while the role of the public is

underestimated.

More importantly, the consuming public, in certaimstances, tend to attribute a
cultural meaning to the mark; this is the procdss@aning-making of trademarks, which
is a vital component and means of democratic disdgfor instance, where marks are
used in the context of criticisii parodies, or to convey social and political messag
The meaning-making of marks is, thus, an aspetitefole of the public in trademarks.
Indeed,

‘a trademark has no meaning on its own. Whateveaning it does have takes it

cues ... from the context in which it sits and theipretation of that mark in context

by consumers. [As such, tlhe meaning of any trademepends not on the intent of
its creator*
Consequently, due to the role of the public inilagting meanings to trademarks,

‘speech should be free, whether because free spsetifought necessary to the

discernment of truth, to citizen participation imd@mocracy or to speaker or listener

autonomy.*®

12RJ Coombe ‘Objects of Property and Subjects oftiBsl Intellectual Property Laws and Democratic
Dialogue’ (1990-1991) 69 Texas L Rev 1866.

13'M Barrett ‘Domain Names, Trademarks and the Fi#shendment: Searching for Meaningful
Boundaries’ (2007) 39 Connecticut L Rev 981, arguimat ‘suppressing unauthorized use of marks may
seriously undermine the public’s ability to disces<riticize the mark owner and its products.’

14 LA Heymann ‘The Birth of the Authornym: AuthorshiPseudonymity, and Trademark Law’ (2005) 80
Notre Dame L Rev 1423.

15 M Spence ‘Intellectual Property and the ProblerPafody’ (1998) 114 L Q Rev 608.
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It is, thus, essential that trademark systems m@zeghe rights of the public in this
regard, and seek to enhance such dialogue, whightrassist in the advent of the culture.
This is mainly because using ‘trademark[s] foricism, social commentary, parody, or
other speech-related purposes can have positival $@nefits that outweigh the harm to
the trademark holder® This, in turn, fulfils the general aim and purposg the
Economic-Social Planning theory in achieving a ,justtractive culture out of our
trademark systems. The safeguarding of the rigtite® speech shall therefore benefit
those conveying the message, and the other pattseegfublic to whom the message is
conveyed, and consequently, benefits the socielgrge. It shall benefit the trademark
owner as well, due to the free advertisement ssels would offer, because the parodistic

use shall convey a non-confusing message to comsume

The Economic-Social Planning theory argues in favaiumore access to the public
over trademarks, because of their role in theiattoa. The application of this theory also
suggests that the public is entitled to use thekrf@r cultural and expressive purposes,
even if the owner claims that such use would creamteunwanted association. Such
claims by trademark owners are misplaced. If tha@saming public attribute an
association between the mark and the products, itheauld not be upheld that the
public’s own cultural use would create in their ominds an “unwanted association”.
Besides, it seems illogical ‘to allow[...] a tradekawner to come to “own” as private
property a set of meanings that are literally pribif After all, any association in a
trademark is attributed by the public, and they hhiglter or even withdraw this
association. Therefore, trademark legislations hoat discredit the rights of the public
in the expressive use of trademarks. Additionalg, public should enjoy the right to use
the mark in a cultural context in order to clariheir low degree of association between
the mark and the products, and in certain casesexiaress disapproval of the
characteristics of the owner’s products.

16C Long ‘Dilution’ (2006) 106 Columbia L Rev 1057.
17K Aoki ‘Authors, Inventors, and Trademark Ownepsivate Intellectual Property and the Public Domain
Part 2’ (1993-1994) 18 Columbia-VLA J of L & thetar249.
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On this basis, it should be inferred from the agwpdbf the confusion rationale that
cultural or expressive uses of the mark@ima facienon-confusing uses. That is to say,
it should be assumed that using a trademark fardygpurposes is not a use which might

cause, or result in, the likelihood of confusion.

Prior to the introduction of the dilution conceptnumber of US cases clarified this
point, stressing that since the latter use wasther purposes of parody, confusion is
unfounded. For example, ifordache Enterprises Inc v Hogg Wyld fdhe appellant
contested the appellees’ use of the mark “Lardash#i the head of a pig, which was
claimed to infringe the appellant's mark “Jordaghesed with the head of a horSeChe
court referred to the parodistic nature of the dpps’ use, and stated that using the mark
for the purpose of parody aimed to amuse the puathd the appellees’ use focused on
the humorous differences between their mark andagpellant’s mark. Thus, the court
provided that the finding of parody exempts anyfasion by the publi¢® Similarly, in
Universal City Studios Inc v Nintendo Co Fidhe court held that

‘the fact that [the defendants-appellees’s markpbwiously parodies the [plaintiff-

appellant’'s mark] strongly contributes to dispalliconfusion on the part of

consumers?

However, the lack of any express statutory prodectto the parodic uses of
trademarks, in the context of the confusion condeptother courts in the US to adopt a
different approach. This has been showDatlas Cowboys Cheerleaders Inc v Pussycat
Cinema Ltd?® Confusion was relied upon by the court, becausesafiew that the mark
was used in a “depraved” manféOther cases clarify the negative treatment by some

US courts even before the introduction of dilutiém.Coca-Cola Co v Gemini Rising

18828 F.2d 1482 (1987).

19ibid 1484-1485.

% ibid 1485-1487.

21746 F.2d 112 (1984).

22 ibid 116. See alsdBlack Dog Tavern Co Inc v HaB23 F.Supp. 48 (1993), 57, providing that the
defendant’s use of the plaintiff's marks ‘allowgg} ordinarily prudent consumer to appreciate thotpuf
the parody, thereby diminishing the risk of condunsi

%3604 F.2d 200 (1979). See ch 4 s C-2-c (i).

% See ch 4's C-2-c (i).
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Inc,?® the defendant produced posters reading “Enjoy i@etawhich the plaintiff
claimed to be a reproduction of its familiar mafkota-Cola”. The plaintiff's use of its
mark was associated with the word “Enjoy”, usuallsitten before the mark “Coca-
Cola”.?® The defendant’s use of the poster intended to n@akessociation with the
plaintiff's mark, and argued that its use ‘ “was intended to be a spoof, satirical, [and]

funny ...” "%’

In its decision, the court was driven by the pragpms that the plaintiff's mark is a
‘widely known trademark ... [which] ... is valid and wiby of protection® Clearly, the
proposition of the court devalued the role of thbl in rendering the plaintiff's mark
well-known, and disregarded the high degree of@ason they provided. The court also
disqualified the defendant’s argument that theres wwa possibility of likelihood of
confusion between their posters and the plaintiffgrk. Accordingly, the court
‘overlooked, or perhaps simply didn’t care aboubc&Cola’s very real historical usage
of cocaine? and found that

‘defendant’s imitation of plaintiff's registered mkais likely to cause confusioar

mistake as to the source or sponsorship of theepastd constitutes trademark

infringement under the Lanham Act’ (emphasis add®d)
On the contrary, ifGirl Scouts of the US of America v Personality BostMfg Co™ a

(1

case similar in facts to teéoca-Colacase, it was held that * “[tjo enjoin any publicat;j

no matter how libelous, would be repugnant to thestFAmendment to the

Constitution ...”.22

It is thus evident that the lack of explicit praien entitling the public to use

trademarks in cultural and expressive contextslteeBuconfusion within the courts as to

%5346 F.Supp. 1183 (1972).

%% ibid 1186.

*"ibid 1187.

*% ibid 1188.

29K Aoki ‘How the World Dreams of Itself to be Amesn: Reflections on the Relationship Between the
Expanding Scope of Trademark Protection and Freee@p Norms’' (1996-1997) 17 Loyola of Los
Angeles Entertainment L J 534.

30 Coca-Cola Cqn25) 1190.

31304 F.Supp. 1228 (1969).

% ibid 1234.
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whether this should fall under the classificatidhnimfringing uses® This is the case

under systems adopting the confusion test —as asituation in the US before the
introduction of dilution— and thus, the situatimaven worse if trademark dilution is
adopted. However, from the above cases, it seesentsl to address the types of

expressive uses of marks.

B-2 Types of Expressive Uses of Trademarks

Using a trademark in cultural and expressive cdstegems to involve three types of
uses. The first use occurs when it is completetpgtiatic in naturé” The second occurs
when the use is partially parodistic and partiatigmmercial. The third involves
completely commercial use. Therefore, it shouldckeified that the claim that the
protection of cultural and expressive uses of tmaal&s is confined to non-commercial
use$®is not accurate. These types of parodistic uséwidiscussed in the light of the

premises of the Economic-Social Planning theory.

The totally parodistic uses of trademarks occurmtie public use the mark for the
sole purpose of expressing themselves, without any cermial benefits resulting from
such a usé In the light of the premises of the Economic-Sb&lanning theory, such
types of use should be entirely protected in favaiuthe public, because they are the
natural right of the consuming public in returntioéir “co-authorship” of marks. Thus, it

should be presumed that wholly parodistic usesl stwdlresult in consumer confusion;

3 A Rahmatian ‘Trade Marks and Human Rights’ in PL&@remans (edintellectual Property and Human
Rights (1* edn Kluwer Law International BV Netherlands 20@8Q, arguing that ‘[tihe US cases show
inconsistency in the application of trade mark laavparodies.’

34 Also known as non-commercial speech.

% Mutual of Omaha Ins. Co v Nov@86 F.2d 397 (1987) 403, providing that the defemndis prohibited
from using the [mark] only in the specific commataivays mentioned in the injunction. His right teeu
the design in other ways ... is not restricted in sxanner whatsoever.’

3 See for exampleStop the Olympic Prison v US Olympic Commi#t88 F.Supp. 1112 (1980). Another
example of this use is thgay Olympiccase, where the use of the Olympic symbol was d#erto express
the equal rights of the gays. S&an Francisco Arts & Athletics Inc v US Olympic Quittee483 US 522,
107 S Ct 2971 (1987). See also, ch 2 s B-4-b. Ceopnbvides a similar example in Canada, where a gay
rights group used the trademark “Air Canada” tawdeltheir message: “Lesbians Fly Air Canada”. The
purpose of this use was ‘to remind people of theilarities between lesbians and all other peofeé-
Coombe (n12) 1865.
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rather, the aim is to freely communicate ideastanatactice rights within the framework

of democratic dialogue.

As regards the second type of use, this is condenit& the mixed uses of parodistic
and commercial natures. This type of use is thet masimon in trademark parody. In
such cases, parodists aim to focus on the diffeebetween their use and the use of the
owner in a humorous manner. Thus, as the courtslwded in theJordache Enterprises
case andJniversal City Studiogase, using the mark for parody is a proof of the-n
confusing nature of the mark, because parody ‘byvéry nature ... aims to imitate
without confusing?’ In the UK, the court ilan Kenneth McKenzie Clark v Associated
Newspapers Ltf provided that ‘[wlhether a customer is confusedtis ultimate
guestion. If the defendant employs a successfubdyarthe customer wouldot be
confused, but amused’ (emphasis add@dyherefore, emphasis should be directed
towards the question of whether the parody wasesstal, i.e. that the parody was clear,
rather than whether the use causes confusion, 8ecaulear parody use shall diminish
any possibility of confusiof’? As Keller and Bernstein comment:

‘If the parody is sufficiently outlandish, any ...rdfasion would be unlikely because

reasonable consumers will recognize the produseorice as a parody, and will not

believe that it originated from or was approvedtoy trademark ownef?
Therefore, if this is the case with ordinary maitk&n the more the mark is famous and
well-known, the more confusion is unlikely to occti]t is precisely because of the

mark’s fame and popularity that confusion is avdidend it is this lack of confusion that

37 SM Maniatis and E Gredley ‘Parody: A Fatal Attian® Part 2: Trade Mark Parodies’ (1997) 19(8)
EIPR 412.

38 [1998] RPC 261 (Ch).

% ibid 272. (CitingNike Inc v Just Did It EnterprisésF.3d 1225 (1993) 1227-1228).

“0 MK Cantwell ‘Confusion, Dilution and Speech: Filsmendment Limitations on the Trademark Estate:
An Update’ (2004) 94 Trademark Reporter 559, argutmat ‘when the joke is made clear to viewers,
confusion is unlikely, notwithstanding a similarligtween the marks.’

“1 BP Keller and DH Bernstein ‘As Satiric As They WianBe: Parody Lawsuits Under Copyright,
Trademark, Dilution and Publicity Laws’ (1995) 8%aflemark Reporter 250. See also, RJ Shaughnessy
‘Trademarks Parody: A Fair Use and First Amendnfemdlysis’ (1986) 72 Virginia L Rev 1093, arguing
that ‘no competently executed parody is likely eodttributed to the trademark owner, because thaljsa
uses the mark in a different manner than its owrgee also, RC Denicola ‘Trademarks as Speech:
Constitutional Implications of the Emerging Ratitasafor the Protection of Trade Symbols’ (1982) 298
Wisconsin L Rev 188-189, arguing that ‘the jokelitseinforces the public’'s association of the maith

the [owner].’
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a parodist depends upon to achieve the partidy.its recent decision, the US Court of
Appeals inLouis Vuitton Malletier v Haute Diggity D&gaffirmed this outcome. The
court considered that: ‘[I]t [is] apparent thateffective parody will actually diminish the

likelihood of confusion, while an ineffective pagodoes not**

Moreover, even if parodists gain substantial reeefrom their use of marks, this
should not affect their rights in terms of usingrksa ‘[T]he test is whether the defendant
has used the plaintif's mark to express an idgherathan simply to propose a
commercial transactiorf® and less emphasis should be directed towards ahmdists’
commercial benefits. As such, the court in theca-Colacase erred on the side of
considering that the defendant’'s substantial resemu a factor to be taken into
consideration in determining trademark infringenf@8uch a finding is likely to hinder
the promotion of fair and free competition in order achieve the desired just and

attractive culture, which is the main goal of thoRomic-Social Planning theory.

It follows that parodists should have their rigbt fteedom of speech protected,
regardless of the merits of the message conveyeded®on in this regard should be
similar to copyright protection, which does not deg upon the value and merits of the
work. Accordingly, it is not reasonable to arguattim theCoca-Colacase, for example,
the defendant’s poster ‘conveyed no social mesgage’ that in theDallas Cowboys
Cheerleadersase the defendant’s ‘movie [was] devoid of anyialanessage®® This is
because, as the US Court of Appeals foundLin Bean Inc v Drake Pub Int

‘[tIrademark parodies, even when offensive, do eyra messagé”

“2 Tommy Hilfiger Licensing Inc v Nature Labs LP€1 F.Supp.2d 410 (2002) 416.

43507 F.3d 252 (2007).

*ibid 261.

5 EB Staffin ‘The Dilution Doctrine: Towards a Reailiation With the Lanham Act’ (1995-1996) 6:105
Fordham Intellectual Property Media & Entertainmierdt 170.

“6 Coca-Cola Cqn25) 1187.

*7 Staffin (n45) 175.

8 ibid.

49811 F.2d 26 (1987).

*0ibid 34.
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The last type of parodistic uses is totally comnarngse. However, in certain cases,
the use might have some message to convey to thikc,palthough the commercial
nature is dominant and clearer than the parodisttare of the use, which is mininTal.

In such cases, in deploying the premises of then&wic-Social Planning theory, this
category should adhere to the confusion test, aadss whether this use might confuse
the public as to the source and origin of the petgluThis is, though, unlikely to happen
if the use is for dissimilar products, given thas parodistic use, in addition to the use for
other type of goods, would diminish any possibititylikelihood of confusion.

Another issue intuitively follows from this argumterit is questionable whether
cultural and expressive uses should be availaliest@ublic if other means of conveying
their message are available.Mutual of Omaha Ins. Co v Novakthe court provided
that the defendant’s use —which included a mix afodistic and commercial uses—
should be prohibited, and this does not violate de&ndant’s constitutional right to
freedom of expression. The court reasoned that

‘[o]ther avenues for [the defendant] to expressviesvs exist and are unrestricted by

the injunction; for example, it in no way infringapon the constitutional protection

the First Amendment would provide were [the defend#o present an editorial
parody in a book, magazine, or film. Because tlenition leaves open many such
avenues of expression, it deprives neither [theertddnt] nor the public of the
benefits of his ideas?
However, this judgment is unjust in terms of itgrgach towards the right of the public.
The public should be free to use whatever meansfihe suitable to express themselves.
As Tasker argues, ‘due to the unique nature ofgyartine parodist will probably not be

able to find an equally satisfactory substituteifserform of expressiort? Thus, it is not

*1 In some instances, it is difficult to distinguisbtween parodistic and commercial uses. See fangbea
Deere & Co v MTD Products Ing¢l F.3d 39 (1994).

%2 Mutual of Omaha Ins. C(n35).

*3ibid 402. See als&lvis Presley Enterprises Inc v Capebtl F.3d 188 (1998), 200, providing that ‘[t]he
[dlefendants’ parody of the faddish bars of thetissx does not require the use of [the plaintiff's]
marksl[.] ... [T]herefore, the necessity to use theksaignificantly decreases and does not justigyuke.’
Michael Spence provides a similar approach, andesrghat there are two situations in which intéllat
property rights and free speech might be incomf&tilone of which is when] adequate alternative msea
of expression do not exist.” See- Spence (n15) 610.

* T Tasker ‘Parody or Satire as a Defense to Tradeiéingement’ (1987) 77 Trademark Reporter 237.
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accurate to deprive the public of the exercisingheir right to use the mark when other
means are available. In particular, the public midecide to use several means and
would not wish to confine themselves to a certaiol in practicing their freedom of
expression. As such, the court’s approach inMioéual of Omahaase seems impractical

and illogical.

Consequently, from the application of the premisiethe Economic-Social Planning
theory in this manne¥, it is clear that the cultural and expressive wfdsademarks, and
those well-known in particular, should be regardeda genuine right. As such, it should
not be looked at as an exception to the ownertstrigr as something being taken from
trademark owners and given to the public. Suclglat is granted to the public not only as
the natural consequence of their “co-authorshipthefmark, but also due to their role in

the meaning-making of such marks.

One last issue should be discussed in order teperthe whole image as regards the
approach of the Economic-Social Planning theorst th, to assess whether the dilution
concept is in any way of compatible with the preemisf the Economic-Social Planning

theory as regards the rights of the public in petaduses of trademarks.

B-3 Dilution, Freedom of Speech and Economic-Social Planning

The use of a trademark for the purposes of exprgsdeas and conveying messages
obviously requires the parodist to use the marks Técuses upon using the mark in a
manner which aims to make an association with theeo's mark, so as to convey a
message by stressing the difference between tlogligtis use and the owner’s use. Thus,
the mark forms an essential tool for the parodstréely express his/her views and to
create a humorous image, whether through the nrank @lation to the owner’s use of

the mark.

%% Seeinfra s D-1.
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Clearly, the Economic-Social Planning theory coessdthat the consuming public,
being “co-authors” of marks, should enjoy the immgrright to use them for expressive
purposes. Therefore, this approach by the Econ@woaal Planning theorgb initio
contradicts the dilution theory, and there isditk no possibility of their co-existence. As
one scholar argues, ‘[i]f trademark holders wetevad to shut down parodic or critical
speech involving the mark, dilution law may progecreate a net social los8.Such

social losses are, in particular, what the Econe®acial Planning theory argues against.

While the use of the mark for parodistic purposesessitates the use of the mark, the
dilution concept considers such use as blurringaveer's mark and as harming and
eroding the distinctive character of the mark. paeodist use might be for goods and/or
services which the owner might classify as beingnferior quality, and from the dilution
concept perspective, this shall tarnish the owrmiask. This is especially the case when
the parodist’s use is directed towards mocking régiduling the owner’s use. However,
the damage that the dilution rationale suggesit-defined and, as Farley argues, such

harm lacks any supportable theorizatidn.

Consequently, as Shaughnessy puts it: ‘[U]ndedilustion theory ... the rights of the
trademark owner seriousbonflict with the parodist’s first amendment rights’ (emgika
added)>® Hence, the dilution concept forms an unconstinglomeans, which is
responsible for hindering the ability of the publix express themselvé$indeed, as
Aoki argues,

‘[s]trong anti-dilution laws grant trademark ownerngreasingly strong veto power

over downstream uses of such a trademark for pagpo$ social commentary and

expression critically of or radically alternative & trademark owner’s practices and

products.®

%% |Long (n16) 1066.

> CH Farley ‘Why we are Confused about the Tradenmihktion Law’ (2006) 16 Fordham Intellectual
Property Media & Entertainment L J 1184.

%8 Shaughnessy (n41) 1113.

%9 This shall be clearly outlined in discussing tiplacation of the dilution concept over the riglafsthe
public. Seeanfra s D-1.

%0 Aoki (n17) 247-248.
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All in all, the Economic-Social Planning theory saders that the public, in addition
to their role as “co-authors” of trademarks, are theators of the meaning of the mark.
As such, this requires the use of the confusiontroi@; which is unlikely to occur
because the parodistic nature of the use excluggpassibility of confusion. However,
it has been shown that the lack of any explicitustay recognition of this right has
affected the enjoyment of the public of their rght this respect. It also been argued that
the dilution doctrine, in addition to its inherestiortcomings already discussed in the
previous chapters, is a tool which extinguishesripglt of the public to freely express

and communicate their ideas.

After setting out the approach of the Economic-&loRlanning theory as regards the
cultural and expressive uses of marks, it seemsiatrio shed light on the two
jurisdictions of this thesis, and their treatmeherpressive uses of trademarks. This is
vital in order to be able to assess whether traderdagislation in US and UK, as it
stands today, provides an equitable approach twsic uses of trademarks. Ultimately,
this benefits in proving the need of revisiting tfeindations of current trademark

systems.

C- Current Approach to Parody

From the ongoing argument, it is clear that courtse not treating the rights of the
public in the parodistic use of trademarks in aststent manner. Therefore, the
theoretical shortages of legislations in protectaxpressive uses are the cause of such
shortcomings. As has already been argued, tradehagi¥lations should provide clear
protection to such rights as a competing and genught, and should make sure that a

consistent treatment of parody is granted.

Legislations in both jurisdictions of this thesiavie adopted dilution protection,
favouring trademark owners over the rights of tbasuming public. It is a common
argument that dilution is harmful to the rightsfodedom of expression. Gulasekaram

points out that
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‘[tfrademark law threatens to exceed its propernaauy only when it leaves the
realm of confusion and meanders into the quagnfiremutational harms alleged in
dilution claims.®*
Therefore, it is vital to discuss the effects ofreat dilution claims under both the UK
TMA and the Lanham Act. This shall clarify the réalrm caused by dilution to the right
of the public to free speech.

C-1 Freedom of Speech under the UK TMA

In the UK, there are no articles providing an exicepto the fair use of trademarks in
cultural and expressive contexts. The legislatigtohy of the UK TMA shows support
towards comparative advertisifjwhereas there is no mention of the case of th iy
the public to use trademarks in parodistic contetswever, scholarly arguments
provide that a defence against dilution could erred under section 10(3). This section,
as previously indicated, provides a semi-dilutiootection to owners of marks with
reputation against any use that takes unfair adgentr causes detriment to the mark’s
distinctive character withowtue caus&® Maniatis and Gredley argue that: * “Due cause”
is not defined in the Act ... and might provide a lpubnterest based defence for
parody’® However, they contend that * “[d]ue case” is mdkelly to be interpreted as
commercial necessity> Also, it has been argued that even within the baues of the
confusion doctrine, there is an emerging needxptigt protection for the public in uses
of a cultural and expressive nature. Moreover, ¢ghans indeed a due cause to use a
trademark, but the dilution protection in itself as elusive doctrine, which provides
monopolistic right$® hence, it ‘is not at all clear when a parody dfamle mark would
amount to dilution®’ From the US experience with dilution, as shall asgued, the

effects of dilution were destructive of the claiofparodistic uses even in the light of the

®1p Gulasekaram ‘Policing the Border between Tradksnand Free Speech: Protecting Unauthorized
Trademark Use in Expressive Works' (2005) 80 Wagtioin L Rev 926.

2 public Bill Committee on Trade Marks Bill HL (19940 LA8/ Job 2-2 Col 39.

® Trade Marks Act 1994 (UK) c 26 s 10(3).

% Maniatis and Gredley (n37) 419.

% ibid.

% Shaughnessy (n41) 1087.

%7 Spence (n15) 600.
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limitation regarding non-commercial use. Therefdhes reliance on “due cause” is of
little assistance, and, consequently, it could med that the UK TMA, as well as
Council Directive 89/104/EEC, have been silent egards the rights of the public in

cultural and expressive uses.

Although ‘[ijn the U.K. case law, trade mark pareslhave been conspicuous by their
absence® one may siill find few instances which are relatedreedom of expression.
For example, in the recent caseMiss World Ltd v Channel Four Television CSfhe
defendant intended to transmit a beauty show &orsirestites and transsexuals under the
title “Mr Miss World”. This title was similar to # plaintiff's well-known mark “Miss
World”.”® It was not disputed that the defendant’s use veasdistic and aimed to stress
the equal rights of transsexuals, and as suchpwdscted under the Human Rights Act
and the European Convention on Human Rights asna @6 free speech' However, the
court eventually considered that this case fellaurskction 10(3) of the UK TMA, and
that ‘the principal function of the [defendant’shrk is indeed to take unfair advantage of

the distinctive character and the repute of thesNiorld mark.”

However, although ‘[tlhere is no freedom of expiessdefence in U.K.” the
Human Rights Act provides that ‘particular regaodthe importance of the ... right to
freedom of expression [should be ensurétf\ccordingly, in certain instances the right
of freedom of expression was regarded in the eoofsdeciding the registrability of
trademarks? For example, in th@asic Trademark SA’s Applicatidhthe right of free
expression was taken into consideratiaithough it was eventually considered that the

mark “Jesus” was not registrable because of it @zasidered ‘contrary to public policy

8 Maniatis and Gredley (n37) 418.

69[2007] ETMR 66.

%ibid 1046.

" ibid 1050-1051.

% ibid 1055.

3 Maniatis and Gredley (n37) 420.

" Human Rights Act 1998 (UK) c 42 s 12(4).

> Rahmatian (n33) 348.

6 [2006] ETMR 24.

"ibid 301, providing that the ‘it is necessary nterpret and apply the prohibition in s.3(3)(a)ttoé Act
consistently with the provisions of the [ECHR ahd Human Rights Act]'.
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[and] to accepted priniciples of moralit{ particularly due to the religious connotations
of this mark’® However, inFrench Connection Ltd’s Trade Mark Applicati8hthe
opposition to the registration of the mark “Fcukiléd and French Connection Ltd was

successful in registering the “Fcuk” mark.

As such, it could be inferred that the lack of exgs protection to the expressive uses
have an adverse effect on freedom of expressibacause it causes confusion in terms
of determining whether such types of expressionlccdae protected. However, the
implications of the US case should be instructivéhe UK in enabling it to benefit from

and to overcome the resulting negative effects.
C-2 Freedom of Speech under the Lanham Act

Concerns regarding the First Amendment’s right relelom of expression were
addressed in the House Report’'s discussions ofFdueral Trademark Dilution Act
(FTDA 1995). It was provided that

‘[tlhe proposal adequately addresses legitimatet imendment concerns espoused

by the broadcasting industry and the media. Thiewbll not prohibit or threaten

“hnon-commercial” expression .52
As such, the Lanham Act considers that ‘[nJonconuiagruse of a mark®is not
actionable under section 43(C) of the Act. The médeademark Dilution Revision Act
(TDRA 2005) provides that:

‘The following shall not be actionable as dilutidsy blurring or dilution by

tarnishment under this subsection:

8 Trade Marks Act 1994 (UK) ¢ 26 s 3(3)(a).

9 Basic Trademark SA’s Applicati¢n76) 310.

80 [2007] ETMR 8.

81 C Geiger ‘Trade Marks and Freedom of Expressidfhe Proportionality of Criticism’ (2007) 38 Intl
Rev of Intellectual Property and Competition L 3agguing that ‘the absence of express limits alltives
rightholder to forbidany use of the protected sign.’

8 House Rep No 104-374 (1996 U.S.C.C.A.N. 1029) 1031

8 Trademarks Act 1946- Lanham Act (USA) 15 U.S.@185 (Section 43(c) (4) (b)).
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“(A) Any fair use, including a nominative or degalive fair use, or facilitation of
such fair use, of a famous mark by another persberdhan as a designation of

source for the person’s own goods or servicesydicl use in connection with—

“(ii) identifying and parodying, criticizing, or commaergi upon the famous mark

owner or the goods or services of the famous maried (emphasis addedy.
C-2-a Effectsof FTDA and TDRA

From the outset, it could be inferred that thetgmtion of the FTDA of non-
commercial uses of the mark, and the addition plexwiby the TDRA in protecting
expressive uses of the mark could form the basiesuring the public theirs right in
terms of freedom of speech. However, it will beusd) that this is far from true. There is

much evidence which leads to the contrary.

First, under the FTDA, the exclusion is only coefinto cases where the usena-
commercial The amendment provided by the TDRA was of littdp in solving this
problem; it states that “fair use” of the trademaduld be any use ‘other than as a
designation of source for the person’s own goodsenvices®® As such, a scrutinized
analysis of the TDRA means that it provides protecto expressive uses of the famous
mark, provided that such uses are not directed risviaentifying the source and origin
of the junior users. This means that the owneheffamous mark can prohibit the uses
when they are directed towards commercial and sspre uses. Clearly, it is surprising
that the TDRA refers to the “designation of sourdaterpreting such reference suggests
that mixed use shall cause confusion to the pudoid should therefore be prohibited.
This is ironic, because it uses confusion to ptotiee trademark owner in the dilution
context which claims that the presence or absemoeoifusion is irrelevant. It also
undermines the effects of dilution over the rigbtghe public. As a result, the alleged

protection to speech under the TDRA is more fortiah real.

8 Trademark Dilution Revision Act 2005 (USA) § 2 raflemarks Act 1946- Lanham Act (USA) 15 U.S.C.
§ 1125 (Section 43(c) (3) (a)).
% ibid.
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The second problem is that the nature of the ditutioctrine contradicts the freedom
of speech. Under the dilution rationale, as peextivy the TDRA, any use of the mark
for parodistic purposes which I&ely to create an association between the two marks
shall blur and erode the distinctive characterhaf tark. Also, if the use of the mark
creates an unwholesome association, whidike$y to tarnish the reputation of the mark,
it is hard to imagine that the public could stitlj@y protection for their expressive and
cultural uses of the mark. This is the case becauseamber of court decisions, even
under the FTDA, were sensitive to the “unwholeson@®” “unsavoury” uses of
trademarks. Thus, after the TDRA, which explicitbgarded the notion of likelihood of
tarnishment, it seems that such uses would beettetmio harsh. In support of this
argument, Hofrichter holds that the TDRA

‘threaten[s] free speech ... by expanding liabilityough the acceptance of a

“likelihood” standard of proof, enshrinement of ltdion by tarnishment” and a free

speech exception that does not unambiguously peogidsufficient safeguard for

protected speech. ... [B]y allowing such expansibm, ‘chilling effects” on speech
will be exacerbated and that federal trademark liakility will be taken to its most

expansive point in history®

In Kraft Foods Holdings Inc v Helfff the plaintiff was the owner of the trademark
“Velveeta”. The defendant used for seventeen y#sssign “King VelVeeda” as his
nickname and as a sign to his artwork; this useamalsis website which contained adult
materials. Also, the site offered for sale teetshicoffee mugs and custom artwork
designed by the defenddfitwhile the plaintiff argued that such use tarnisiiednark,
the defendant referred to the parodistic naturehisf use, which fell under the
constitutionally protected right of freedom of speeThe court ruled in favour of the

plaintiff, finding that the defendant’s use tarmdhthe plaintiffs mark because the

8 JA Hofrichter ‘Tool of the Trademark: Brand Crism and Free Speech Problems with the Trademark
Dilution Revision Act of 2006’ (2007) 28 CardozoRev 1930. See also, Gulasekaram (n61) 926-927,
arguing that ‘dilution laws ... have the potentiaktdend trademark law into areas it was never dedrto
reach.’

87205 F.Supp.2d 942 (2002).

% ibid 944.
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defendant’s ‘website contains items of a sexualiylieit nature’®® Most importantly, the

court provided that: ‘A First Amendment defensésfaivhere the trademark functions to
connote the source of the product or message,rrithe being used in a communicative
message.” % This latter part of the court's decision was imtiee in terms of the
interpretation of the TDRA. Mixed uses under theROwill be prevented because of its
reference to the “designation of source”. As thartheld in theKraft Foods Holdings
case, the parodistic nature of the use shall bdamle=d, thereby halting the ability of the
public to express themselves. These are not, hawthe only shortcomings within the
TDRA. It did not consider other means of free espi@n such as satire. This was due to
the fact that satire contradicts the rationale mahthe dilution concept, namely

tarnishment*

It has already been argued that the Economic-S&taining theory considers the
protection of the rights of the public in cultueaid expressive uses to be a major aspect,
in addition to their right not to be confused. Hoe® in the light of this shortcoming of
both the FTDA and the TDRA, and the courts’ unwiiness to protect commercial
speech (mixed uses of marks for expressive purpoges thus essential to assess

whether the prohibition of such speech contradietsight to free speech.

C-2-b Commercial speech and freedom of speech

This thesis is not about the constitutionality ohdemark protection. However,

because ‘trademark protection is [not] delimitedtbg confusion rationale, recourse to

% ibid 953.

ibid 954. It is apparent that the court totallgréigarded the fact that products ‘such as T-shidsters,
and Coffee mugs, frequently are purchased nothfair utility but for the messages they expresse-9é
LaFrance ‘No Reason to Live: Dilution Laws as Unst@notional Restrictions on Commercial Speech’
(2007) 58 South Carolina L Rev 712.

I The importance of the lack of reference to sdigxin the distinction provided by courts betwgamody
and satire. Although court’s referred to this distion in the context of copyrights, this might stitute an
escape root to trademark owners to rely upon irnr ttaenishment cases. For example, Dn. Seuss
Enterprises L.P. v Penguin Books USA, Itiee court provided that fair use and free spgeohection is
available to true parodies, but not to satire. $¥e-Seuss Enterprises L.P. v Penguin Books USA24c
F.Supp. 1559 (1996), 1567.
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constitutional principles is [...Jnecessary.This would be beneficial in weighing up
whether such protection fosters the right of théliputo freedom of speech. ‘[T]he
essence of the first amendment claim is that tlaeeeinstances in which the loss of
vocabulary is, effectively, the loss of the abilioycommunicate?® The standard test for
assessing the constitutionality of limiting commarspeech has been discussed by the
US Supreme Court i@entral Hudson Gas & Elec. Corp v Public Servicer@ussion of
New York*

(i) The Central Hudson Gas test

In theCentral Hudson Gasease, the Supreme Court has set out four conditibinsh
need to be fulfilled in order to legitimize the wgtion of commercial speech. The court
provided that governmental interest in regulatingmmercial speech would be
constrained if the speech were ‘neither misleading related to unlawful activity’
Also, the government ‘must assert a substantiatést to be achieved by restrictions on
commercial speech® In addition, the court also emphasized that ‘tlegutatory
techniqgue must be in proportion to that interestid tlhe limitation on expression must
be designed carefully to achieve the [governmenyshl.®” Therefore, in order for
dilution to legitimately restrict commercial speeéhmust comply with the Supreme
Court’s requirements. Thus, the court's conditioas,applied to the dilution concept,

shall be duly analysed.

As per the first condition, the expressive use khdwe neither misleading nor
unlawful. This condition should be looked at fromegoerspective, that is, the confusion

test. In the case of trademarks, the use would iseeading and unlawful if such use

2 Denicola (n41) 190. See also, Kozinski (n1) 454umg that ‘[s]o long as trademark law limits ifse

its traditional role of avoiding confusion in thearket place, there’s little likelihood that freepegssion
will be hindered.’

% RC Dreyfuss ‘Expressive Genericity: Trademarks asguage in the Pepsi Generation’ (1989-1990) 65
Notre Dame L Rev 412.

%447 U.S. 557, 100 S.Ct. 2343 (1980).

% ibid 564.

% ibid.

" ibid.
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were likely to cause confusion to the public ash® source and origin of the products.
This clearly lies within the main proposition andagtical application of the Economic-
Social Planning theory; such confusion is the costene in the protection of trademarks.
Hence, as already pointed fithis condition is not present in the case of ptaduse,
since parody focuses on making a non-confusing exion with the senior mark. It has
also been arguédithat if the parody is successful, confusiondslikely, and thus, focus
should be directed, in such cases, on whether @hedp is successful or not. As such,
parodistic uses —by their very nature— are nethisleading, nor unlawful. Consequently,

the first condition is not met.

The court also required that the government shdwdde substantial interest in
restricting commercial speech. Needless to saystaobal interest on the part of the
government is far from dilution. Dilution in essene about providing means to maintain
“uniqueness of marks. This was Schechter's main proposit8hand was meant to
provide proper incentives to trademarks owners.sThiue individualistic nature of the
dilution concept leads to a simple conclusion; rietitg commercial speech lacks any

interest whatsoever, whether “substantial” or not.

Subsequently, the third and fourth conditions shatlbe considered. The proportion
of the regulation with the governmental interestl dimiting the restriction over the
governmental goal are illogical. This is becaussrdhs no governmental “interest” or

“goal” in the first place in restricting commercigeech in trademarks.

Many scholarly arguments have opposed the dilutoncept on the basis of its
contradiction with first amendment freedom of spe®®¢ LaFrance argues that ‘[d]ilution

laws fail theCentral Hudsortest[, because] the types of speech that arenattie under

% Seesupras B-1.

% Seesupras B-2.

190 F| Schechter ‘The Rational Basis of Trademark &iion’ (Reprint in 1970 of the 1927 text) 60
Trademark Reporter 342. See also, ch 3 s C-1.

101 Eor example, see- MJ Kaplan ‘Antidilution Statutesl the First Amendment’ (1992) 21 Southwestern
U L Rev 1165-1166, arguing that dilution is ‘an anstitutional regulation of free speech.’
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dilution laws concern lawful, non-misleading adiiz.”'%? More crucially, LaFrance
contends that there is no substantial governmeantatest underlying dilution which
could justify restriction of commercial speech. Starectly, reasons that:
‘The supposed harms that dilution laws preventemnedy are either nonexistent,
insubstantial, or relevant only to the ability ofisnesses to derive profits from
consumers without bestowing any commensurate pbbliefits ... %
Similarly, Barrett argues that under the diluti@mcept,
‘the speech the mark owner is able to enjoin ismsleading speechl.] ... In addition,
there is significantly less public benefit arisiingm dilution protection to counteract

and justify imposing restrictions on expressiveeghe™®*

In sum, the restriction of commercial speech bymsea the dilution concept fails to
fulfil the Central Hudson Gagest. Hence, dilution should be treated as a pace
legislation which contravenes the Constitution, ttugs unjustified restriction of speech,
which is entitled to First Amendment protection.edkess to say, Congress has thus
exceeded its power by enacting a legislation (ail)twhich abridged the fundamental
right of the public to freely express and commutedaeir ideas, seriously curtailing the

free flow of ideas. This outcome leads to the aasioins of this chapter.
D- Conclusion
After having discussed the current treatment ofucal and expressive uses in both
jurisdictions of this thesis, it is imperative taitbne the implications of applying the
premises of the suggested Economic-Social Plarthexyy over the present state of art.

D-1 Economic-Social Planning as Applied to Freedom of Speech

Important questions call for an answer. Does thieeati approach in the jurisdictions

of this thesis help to foster a just and attractordture? Is the dilution concept

192 | aFrance (n90) 716.
193 pid.
104 Barrett (n13) 1002-1003.
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appropriate in seeking to protect the public asurgg their right to freely express their
ideas and to communicate their thoughts? More gedci can dilution, based on its
utilitarian grounds, fulfil the goals which the Eammic-Social Planning theory aims to

achieve?

The foregoing arguments show that the dilution epmdsindividualistic in nature,
andabsolutein its granting of rights solely to the owner. Téfere, the application of the
Economic-Social Planning theory to current protactishall lead to a number of

outcomes.

Firstly, attempts to provide a fair use exceptiaothin the dilution rationale do not
have a practical effect. Such attempts fail becdahsegoals and purposes of dilution
contradict the fair use doctrift€ It is impossible to reconcile the two conceptdufion
looks at trademarks as the sole right of their ownand systems for their protection
should focus on providing incentives to the owrterproduce products of high quality,
the tool of which is to use utilitarian argumentsprotect the uniqueness of the mark.
The overwhelming majority of expressive uses airmtzk, ridicule or criticize using the
mark. In many instances, the use of a mark mightdibected against the trademark
owner. Such uses are the typical “evils” which tiilno fights against, and is designed to
prohibit. As such, fair use under dilution laws reseto be an unsuccessful “plastic
surgery” to legitimize the concept of dilution, atal overcome a major hurdle which
jeopardizes the whole concept of dilution. For themson, the current protection of
trademarks, even with the alleged exception ofdae, fails to fulfil the main goal of the

Economic-Social Planning theory in achieving a prsd attractive culture.

Secondly, the Economic-Social Planning theory iseldaon the premise of the “co-
authorship” of marks. It also considers the cultarad expressive uses as the gateway to
the process in which the public engage in the nmgamiaking of marks. This requires

full protection of the public as genuine contrilmstan the creation of marks and their

1951 support of this argument, recent scholarly argnts call for the need to amend the Lanham Aenev
after the introduction of the TDRA, in order to pide specific protection to parody and satire which
ensures protection of free speech. See for exaRplenatian (n33) 353.
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cultural meanings. ‘Therefore, [it is] not suggesthat a capacious fair use doctrine
should be extended to trademark§’because ‘even if trademark included a more robust
fair use exception, it might not provide an ansteethe problem of public domaii® In
contrast, the dilution concept, in addition to itherent shortcomings, considers the
owners as the only party to enjoy protection. Explains why this concept tends to deal
with the rights of the public as exception to theners’ protection. This clearly
contradicts the Economic-Social Planning theorgecpption in treating all the parties in

the trademark formut& equally.

Third, even when looking at the right of the publs exceptions, the current
orientations of such exceptions are not succeséifllas been shown that under the
FTDA, the only exception concerned non-commercgasuof the mark. It has also been
argued that the TDRA was unhelpful, because it ttammed the fair use exception when
the mark was used as a designation of the souteerefore, commercial speech faces
real dangers under the dilution concept. Thisdatefect, as regards commercial speech,
leads to another hurdle. The Economic-Social Pleptiheory calls for an environment
of free and fair competition in order to achieve thst and attractive culture it calls for.
Apparently, the lack of protection as to commersjatech shall prevent the existence of

the suggested competition.

All in all, the current dilution protection favowg trademark owners fails the
standards of the Economic-Social Planning theotye Exceptions provided by the
TDRA fall short of protecting the right of the pubin freedom of expression. As a result,

dilution threats to curtail the cultural adventsotieties.

198 wilf (n10) 3.
07ibid.
108 5eech 1s E-6.
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D-2 Summarizing Remarks

The conclusion to this chapter focuses on threeaspThe first relates to the current
confusion protection, while the second is diredtedilution, under the Lanham Act. The
final word goes to the UK TMA.

Throughout this thesis, it has been shown thatcihusion concept is the real
rational basis for trademark protection in the eahtof maintaining product
differentiation. In this chapter, it has been expd that this is no less true in the context
of cultural and expressive uses. However, it hanbdarified that the lack of explicit
mention of the right of the public to such usesledgo the courts misusing this concept.
Courts have usually used the confusion conceptréognt parodistic or satiric uses,
especially when they are discontent with the natfreuch uses. For this reason, it is
essential to refer plainly to the rights of the o overcome any possibility of
negative treatment of expressive uses, on the geoahconfusion. This should, however,
be regarded as a genuine right to be enjoyed byubéc as being “co-authors” of the
marks. It has also been shown that in the cas®micommercial use, there should be a
prima facieassumption that confusion is not likely to ocdar.contrast, in the case of
mixed uses, the focus should be directed towardesasig whether the parodist was
successful in addressing his/her message, ratter koking to the existence of
confusion. This is due to the fact that a succégsfwody excludes any likelihood of
confusion. As such, the confusion concept form®mprehensive manifestation of the

premises of the Economic-Social Planning theory.

As regards the dilution concept and its impact medom of speech, it has been
clearly shown that this concept is not suitableiotect free speech; rather, it restrains
such a right. Furthermore, this chapter argues ttiatdistinction between commercial
speech and non-commercial speech is not usefulrefidre, it lacks justification in
arguing that commercial speech deserves less pimtedue to the conditions provided
by theCentral Hudson Gasase. This thesis holds that commercial and nomuential

speech should enjoy equal protection, on the HhsistheCentral Hudson Gagase
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requires the commercial speech to be non-misleading to be protected. This should
be the case for both cases of speech, whether camaina not. This could be achieved
by adherence to the confusion rationale, as pravat®ve, i.e. that the conveyance of a
clear and successful message prevents any doulasn@idsion, as such the use shall

indeed be non-misleading.

Finally, in the UK, it is fortunate that the dileranof cultural and expressive uses of
marks has not yet emerged. What is unfortunatejgimois that the UK TMA leaves the
dilution protection open, without any kind of restions, even if formal more than real,
as is the case under the Lanham Act. LegislatotisarUK should take a lesson from the
US experience and from the distortive effects bftdin over freedom of expression, and
safeguard the public against any possible harro #seir right in free speech. They need

not wait until the public bear the huge cost offgegsing their right of speech.

Dilution was not, and will never be, a solutionttee problem of protection of the
genuine right of the public in using marks for fhepose of expression. The appropriate
solution lies in the Economic-Social Planning theand its deployment of the confusion

concept.
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CHAPTER SEVEN: CONCLUSIONS
A- The Argument

This thesis has argued that current trademark regsteave diverted from
protecting the consuming public and trademark oty the sole protection of
trademark owners. The rights of trademark ownere Haeen expandedsuch an
expansion was at the expense of other partieseirddemark formuld,namely the

consuming public.

In the US, the Trademarks Act of 1946 (Lanham Ant)its current format
disregards the dual purpose on which its protecticas initially based. The
confusion doctrine under this Act has been widettethclude types of confusion
such as “subliminal confusion” which occurs on Acanscious level.This was the
natural outcome of removing the requirement thatfusion should be as to the
source and origin of goods and/or servit@he Lanham Act also incorporated the
dilution concept. Currently, owners of famous maaks able to contest uses that blur

or tarnish their marks, to which the proof of likelod of damage would suffice.

Similarly, the UK Trade Marks Act of 1994 (UK TMA9xpanded the rights of
trademark owners. It considered trademarks as tbpepty rights of trademark
owners® The confusion doctrine under the UK TMA does mmécify a standard to
assess infringement; therefore, the global appieniaest was deployetThis in
turn widened the scope of owners’ rights. In additidilution was incorporated under

the UK TMA, although this was a non-mandatory sectunder Council Directive

!Seech1sB.

% ibid.

®ibid s E-6.

* Namely to protect trademark owners and the consgipiiblic. See ch 4 s B-1.

®ibid s C-2-b (i).

® See the current format of section 32(a), previptstjuiring confusion to be as to source of origfin
products. See- Trademarks Act 1946- Lanham Act (UBAU.S.C. § 1114 (Section 32(a)). See also,
ch 4 s C-2-b (i).

"See ch 4 s D-2-¢ (i).

®Seech5sC.

% ibid ss D-2-b (ii).
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89/104/EEC? This section requires a low standard of reputafnmarks eligible
for dilution protection* Moreover, the dilution protection under the UK TMras
also been widened, to include uses of the mark wejtlutation on similar as well as
dissimilar goods and/or servic¥s.

The expansion of the confusion doctrine undermthesright of the consuming
public to have their state of mind (confusion) &® tsole test for trademark
infringement'® This expansion also threatens the right of thdiptib use trademarks
in cultural and expressive contextdn the US, this right has been considered as an
exception to the rights of trademark owntrsn addition, these exceptions do not
cover cases of commercial speech, even if theasetilikely to cause confusion as
to the source and origin of the goods and/or sesvin questiorl® The case of the
UK TMA is different; it completely ignores the righof the public in this regard.
This threatens the fundamental human right in $geech.

In dealing with the troubles of current trademansstems, this thesis has
developed the Economic-Social Planning theory, Wipiiovides a practical solution

to such troubles.

A-1 Economic-Social Planning of Trademarks

The above-mentioned troubles with trademarks prihe need to revisit the
philosophical foundations of current trademark eys. In an attempt to provide a
proper justification for trademark systems, thigsis proves that the utilitarian
justification, the Lockean theory and the Hegeliapproach fail to provide a

satisfactory justification for trademark systems.

19 First Council Directive 89/104/EEC of 21 Decemh®88 to approximate the laws of the Member
States relating to trademarks, OJ 1989 L40/1, Gendum OJ 1989 L159/60, art 5(2).

" see ch 5 s D-2-c (ii).

Zibid s D-2-c (i).

“ibid s F.

“ See ch 2 s B-4-c. See also, ch 3 s F.

®see ch6sC-2.

®ibid s C-2-b.

"ibid s C-1.

229



It has been argued that the utilitarian model failgistify trademarks. This theory
considers that the uniqueness of trademarks shioelgreserved, and therefore,
trademark owners should be ensured maximum proteati order to provide them
with the incentive to produce high quality goodsi/an services® However, this
argument is an artificial argument, because itasedl on economic principles which
are distinct from, and fail to justify, trademarksteems'® In addition, it has been

shown that the incentive argument is subjective, @iffers in individual case®.

Locke’s labour theory was not intended to justifgdemarks, and it is not of
much assistance when applied to trademarks. Applijia treatise over trademarks
fails to justify the high amount of rights enjoydsy trademark owners. The
application of Locke’s justification over trademarwould simply over-compensate
trademark owners: Locke insisted on the enough and as good conditiorthis
sense, it has been shown that the amount of ragintgerred to trademark owners —if
Locke’s labour theory is applied— will not leaveoegh and as good to others,
because the commons of signs is not infiffitehus, this theory is individualistic, and
does not consider the rights of all the partieshia trademark formul® and falls
short in forming a valid justification to trademarkit has also been shown that
Hegel's personhood approach is not satisfactoraduition to being individualistic,
as in the case of Locke’s labour theory, this thidails to justify the alienability of
rights in trademarks. This also exempts it from #iwlity to provide a proper

justification.

It is suggested that the Economic-Social Plannivepity provides an equitable
approach for the justification of trademarks. Ttheory considers that trademarks
reduce consumer search cdti order to define the boundaries for the rigttthe
parties involved in the trademark formdfathe Economic-Social Planning theory
considers that trademarks should be shaped in aenawhich helps fostering the

183ee ch 2 s B-1-a.
Y ibid s B-1-b (ii).
Dibid s B-1-b (i).
Zibid s B-2-b (i).
2ibid s B-2-b (ii).
ZSeech1sE-6.

% See ch 2 ss B-1-c.
®Seech1sE-6.
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achievement of a “just and attractive cultuf&lyhereby monopoly is prohibited and
a free and fair competition is promoted. This tlyeconsiders that trademarks are
created when an undertaking affixes a sign ovethéisproducts, and the public
attribute an association between the sign and b@upts. This is the process of “co-

authorship” of trademark¥.
A-2 Practical Solution

The Economic-Social Planning theory develops a asgument in relation to the
functions of trademarks. It considers the sourcé arigin function as the only
primary function of trademarks, upon which protection ddobe based. This
approach opens the way for other secondary furstdtrademarks, but these could

not form the basis for protectiGh.

The significance of the argument developed by thesis is that it develops a
clear vision as regards the rights of the publi¢‘@sauthors” of trademarks. It is
suggested that the public should enjoy the righthating their state of mind
(confusion) as the only test for trademark infrimgmt>® This thesis has also
advocated more public access to trademarks, aogprigi which the consuming
public should enjoy the right of using trademarksultural and expressive contexts.

The aim of the Economic-Social Planning theoryasto undermine the rights of
trademark owners. Rather, owners of trademarksldhenjoy the right to use their
marks, and prevent others from using them when sgels are likely to confuse the
public as to the source and origin of goods andé&vices. In addition, owners of
well-known trademarks should enjoy extra protectidmch extends to using these
marks by others on dissimilar products, providedt thuch use is likely to cause

confusion®

% ibid s E-5.

?7ibid s E-3. See also, ch 2 s B-4-c.

2 Such as the quality, advertising and informativections. See- ch 3 s E-1-b.
2 gee ch 2 s B-4-c. See also, ch 3 s F.

%'see ch3sE-2.
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Additionally, the Economic-Social Planning theogcognizes the rights of other
traders as a party in the trademark fornitl@his protection derives from adopting
confusion as the test for trademark infringementopens the gate for other traders to
use trademarks in cases where the use is not liakegnfuse the public.

B- Recommendations

In the light of the premises of the Economic-Sodténning theory and the
practical solution it developed, this final sectfmmovides the recommendations which

form the fruits of this thesis.

Policy-makers, judges, legislators, scholars andrtsoshould reconsider the
deployment of utilitarian justification that domiea current trademark systems,
which is responsible for the current expansion ralémark owners’ rights. This
reconsideration should take into account the pessiveats to the expanding rights
of trademark owners to the detriment of the consgnuublic and other traders and
rivals. Thus, trademarks should not consider trad&mas the sole property rights of

trademark owners.

It is also recommended that the source and orignetfon should be considered
as the only primary function of trademarks, andtgution should be based on this
function. Accordingly, current trademark systemewtl not be based on the quality

function which is subjective and differs amongstiwduals.

The most crucial recommendation relates to the v§ithe consuming public not
to be confused. Thus, confusion should be regaagdetthe corner-stone and the sole
test for trademark infringement. Trademark systshwuld also recognize the rights
of the public to use trademarks in cultural andregpive uses. In addition, it is
recommended that other traders and rivals shouldlbe to use trademarks when

such uses are not likely to cause confusion.

31Seech1sE-6.
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Finally, this thesis considers that the recent geam the standard of “fame”
under the Trademark Dilution Revision Act of 2006DRA),** and the recent
decision of the European Court of Justice (ECJ)ntel Corporation Inc v CPM
United Kingdom Ltd® could be an important step towards limiting thepgc of the
dilution concept, which might lead the way towattle recommendations of this

thesis.

% Trademark Dilution Revision Act 2005 (USA) § 2 faflemarks Act 1946- Lanham Act (USA) 15
U.S.C. § 1125 (Section 43(c) (2) (a). See alsal stD-2-e (ii).
3 (C-252/07)Intel Corp Inc v CPM UK Ltd2008] ECR 00. See also, ch 5 s D-2-c (iv).
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